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Foreword  

IÆ ÙÏÕȭÖÅ ÈÁÄ ÅÖÅÒ ÒÅÃÅÉÖÅÄ Á #T scan, drunk Gatorade, had your 

dog vaccinated for kennel cough or used fluoridated toothpaste, 

ÙÏÕȭÖÅ ÅØÐÅÒÉÅÎÃÅÄ ÔÈÅ ÄÉÒÅÃÔ ÂÅÎÅÆÉÔÓ ÏÆ ÕÎÉÖÅÒÓÉÔÙ ÒÅÓÅÁÒÃÈȢ  

University research is why we are able to search Google or swallow 

Allegra to ease an attack of allergies before playing a nice game of 

golf on lush, green Bermuda Grass. Read this book to learn more 

about how U.S. research universities manage the inventions and 

patents that are the result of billions of dollars of federal funding.   

This book is a compilation of two years of selected and updated 

articles from my now-retired blog, "Tech Transfer 2.0."  I share my 

experience gained from four years of working at a large research 

university in a university's technology transfer office. A technology 

transfer office is an administrative unit. Its charter is to manage a 

university's patent portfolio and other intellectual property created 

in university research labs. 

 After a few years of explaining my new profession of university 

technology transfer to friends, relatives and other intelligent people, 

I realized that although all of us touch, use and benefit from 

university research on a daily basis, few people know how, exactly, 

their tax dollars eventually morph into a useful product, a new plant 

line, advances in genetic research, new vaccines and more.  

Most research universities in the United States and Canada have 

a technology transfer office.  4ÈÅÙȭÒÅ ÂÕÓÙ ÐÌÁÃÅÓȢ  %ÁÃÈ ÙÅÁÒȟ ÔÈÅ 

federal government pours billions of dollars into university research 

labs.  Each year university scientists create thousands of new 

inventions, some of which are patented and then licensed to 

companies to help them development new products.   



(ÅÒÅȭÓ ÈÏ× ÔÈÅ ÕÎÉÖÅÒÓÉÔÙ ÔÅÃÈ ÔÒÁÎÓÆÅÒ ÐÒÏÃÅÓÓ ×ÏÒËÓȡ  federal 

agencies fund basic research on campus.  Professors and graduate 

students come up with breakthrough ideas and new inventions 

×ÈÉÃÈ ÔÈÅÙ ÆÏÒÍÁÌÌÙ ÒÅÐÏÒÔ ÔÏ ÔÈÅÉÒ ÕÎÉÖÅÒÓÉÔÙȭÓ ÔÅÃÈÎÏÌÏÇÙ ÔÒÁÎÓÆÅÒ 

office.  Businesses and startups who wish to create a new product or 

service using a university patent ×ÏÒË ×ÉÔÈ ÔÈÅ ÕÎÉÖÅÒÓÉÔÙȭÓ 

technology transfer office to negotiate and sign a contract with the 

university for patent rights. 

I learned the ropes inside the technology transfer unit of a large 

research university.  The evolution of my perception of the sprawling 

world of university  research followed a perhaps predictable arc.  My 

first year, I was new to the entire notion of university technology 

transfer.  I was fascinated by the rich and complicated interplay of 

new technologies, intellectual property marketing and the rich soup 

of on-campus innovation that bubbled on our well-funded, palatial 

campus. 

Now, I had been an undergraduate at this very same university 

years before, and my re-immersion into the campus as a humble staff 

member was a bit of a shock.  By accepting a job in mÙ ÁÌÍÁ ÍÁÔÅÒȭÓ 

technology transfer office, I morphed from being a cosseted (in other 

words, paying) undergraduate customer into a small cog in a rusty 

and somewhat bent administrative unit.  In other words, I gained a 

front -row seat at the sausage factory, observing what U.S. 

universities do with the results of tax-payer funded research.    

My second year in the technology transfer unit I had learned 

enough to feel confused and at times, a bit uneasy.  My previous job 

had been in product development inside a large, famously paranoid 

technology company.  In that particular culture, a product manager 

who failed to document and describe the flaws in our product or 

business strategy was failing at her duties.   



  

Yet, inside the four walls of our ÕÎÉÖÅÒÓÉÔÙȭÓ tech transfer office 

there was a resounding silence when it came to business strategy 

and customer satisfaction.  We simply never spoke about whether 

customers -- university faculty, students and businesses -- were 

happy with our services.  If we discussed workplace issues, critical 

topics -- for example, whether our current contractual agreements 

for patent rights were effective -- were kept off the discussion table.   

I found the silence puzzling and counterproductive.  (Although 

this is not the case at every university ), our director would warn us 

ÉÎ ÓÔÁÆÆ ÍÅÅÔÉÎÇÓȟ Ȱ$Ï ÎÏÔ ÑÕÅÓÔÉÏÎ ÔÈÅ ×ÁÙ ×Å ÄÏ ÔÈÉÎÇÓ ÏÒ all of us 

will lose our jobs.ȱ Why would we would lose our jobs if we 

ÁÔÔÅÍÐÔÅÄ ÔÏ ÅÖÏÌÖÅ ÏÕÒ ÓÔÒÁÔÅÇÉÅÓȩ  3ÈÏÕÌÄÎȭÔ ÃÏÎÔÉÎÕÁÌ 

improvement create more, rather than less job security?  9ÏÕȭÌÌ ÓÅÅ 

my struggles with these questions running throughout several of the 

essays in this book.   

This warning to let sleeping dogs lie eventually became 

something I got used to hearing.  Eventually, the best explanation I 

could come up with was that the reason this particular tech transfer 

ÄÉÒÅÃÔÏÒ ÃÏÕÌÄ ÉÎÓÉÓÔ ÏÆ ÔÈÉÓ ÖÅÉÌ ÏÆ ÓÉÌÅÎÃÅ ×ÁÓ ÔÈÁÔ ÈÅ ÄÉÄÎȭÔ ÈÁÖÅ ÔÏ 

face the merciless rigor of a hard bottom line.  In industry, a 

ÃÏÍÐÁÎÙȭÓ ÃÕÓÔÏÍÅÒÓ ÖÏÔÅ ×ÉÔÈ ÔÈÅÉÒ ÄÏÌÌÁÒÓȟ ÈÅÎÃÅ weak business 

strategy ÃÁÎȭÔ ÒÅÍÁÉÎ ÓÅÃÒÅÔ ÆÏÒ ÔÏÏ ÌÏÎÇ ÂÅÆÏÒÅ ÉÔ ÂÅÃÏÍÅÓ Á direct 

ÔÈÒÅÁÔ ÔÏ Á ÃÏÍÐÁÎÙȭÓ ÆÕÔÕÒÅ ÁÎÄ ÃÏÎÔÉÎÕÅÄ ×ÅÌÌ-being.   

In contrast, our university technology transfer units did not rely 

on the dollars and continued patronage of happy customers.  Instead, 

we were financially supported by the university budget.  The result 

was that there was more incentive for people of a certain mindset to 

protect the status quo, to fight transparency, to defend the 

incumbent technology transfer model.    



End of third year:  by now I was a full-blown skeptic.  I was still 

fascinated by the complex ecosystem that surrounds the intersection 

between university, government and industry and converges in a 

ÕÎÉÖÅÒÓÉÔÙȭÓ ÔÅÃÈ ÔÒÁÎÓÆÅÒ ÕÎÉÔȢ  ) ×ÁÓ ÐÒÏÕÄ ÁÎÄ ÉÎÔÒigued by the 

wealth and diversity of inventions that flowed into our office on a 

weekly basis.   

What troubled me was a sense of disconnect.  A feeling that I 

was living behind the wall of a totalitarian country where there was 

a formal ȰÓÔÁÔÅ ÔÒÕÔÈȱ ÁÎÄ Á ÔÁÂÏÏ Ȱrealȱ truth.  And the real truth was 

a lot more nuanced, unflattering and contradictory than what the 

state truth could allow. A culture of organizational secrecy 

permeated our office dealings 

The cone of silence extended outside of our office.  The next 

administrative official one rung higher on the organization ladder 

×ÁÓ ÏÕÒ ÂÏÓÓȭÓ ÂÏÓÓȟ ÔÈÅ 6ÉÃÅ 0ÒÏÖÏÓÔ ÏÆ 2ÅÓÅÁÒÃÈȟ Á ÓÅÍÉ-retired 

physics professor whose career was spent in the cushiony confines 

of an academic research lab.  The VP of Research was a rotund, 

dignified fellow who somehow found himself thrust to the helm of a 

diverse and complex, 300+ employee administrative unit.   

In spite of (or perhaps because of) the daunting mini-army of 

employees in his tract of administrative land, our Vice 0ÒÏÖÏÓÔȭÓ ÆÉÒÓÔ 

love remained the heavens.  Literally .  He was frequently out of the 

country viewing the stars at the Arecibo Space Laboratory in Puerto 

Rico.  We caught a glimpse of his celestial presence once a year, on 

stage at our annual holiday party where he urged us to keep up the 

good work. (Å ÄÉÄÎȭÔ ÈÁÖÅ ÔÉÍÅ ÔÏ ÔÈÉÎË ÁÂÏÕÔ ÔÈÅ ÉÎÔÒÉÃÁÃÉÅÓ ÏÆ 

research administration, let alone the bumpy journeys of new 

inventions to the world off campus.   

4ÈÉÒÄ ÙÅÁÒȢ  ) ÃÏÕÌÄÎȭÔ ÈÅÌÐ ÍÙÓÅÌÆȢ  ) ÂÅÇÁÎ ÔÏ ÌÏÏË ÆÏÒ Íore 

information on the whole technology transfer ecosystem.  The 



  

writings of a few inspired experts helped me make sense of the silent 

ÐÌÁÃÅÓ ÁÎÄ ÌÏÇÉÃÁÌ ÌÅÁÐÓ ÔÈÁÔ ÄÉÄÎȭÔ ÍÁËÅ ÓÅÎÓÅȢ  'ÅÒÒÙ "ÁÒÎÅÔÔ ÁÔ ÔÈÅ 

University of Washington meticulously digs into the legal and 

regulatory frameworks that laid the groundwork for intellectual 

property policies currently in play at many research universities.    

Eventually, the right book at the right time changed my life.  A 

team of professors at Columbia University wrote  Ivory Tower and 

Industrial Innovation: University-Industry Technology Transfer before 

and after the Bayh-Dole Act.1  Finally, I thought, a readable, 

thoughtful and factual exploration that explored the big picture and 

debunked the tired rhetoric I heard throughout the day! 

&ÏÕÒÔÈ ÙÅÁÒȢ  ) ÃÏÕÌÄÎȭÔ ËÅÅÐ ÔÈÅ ÓÉÌÅÎÃÅ ÁÎÙ ÌÏÎÇÅÒ ÁÎÄ ×ÁÓ 

bursting to take part in the growing conversation about university-

generated innovation that was growing in volume outside the four 

walls of my office.  I resigned my position at Cornell and tentatively 

starting putting my thoughts into a new blog I called Ȱ4ÅÃÈ 4ÒÁÎÓÆÅÒ 

2.0ȱ which is the basis for this book. 

At this point, I should pause and make it clear that the intent of 

both my original blog articles, and now this book, is to respectfully 

and fairly explore better ways to bring university research to the 

people that need it.  Many university administrators and technology 

ÔÒÁÎÓÆÅÒ ÐÒÏÆÅÓÓÉÏÎÁÌÓ ÁÒÅ ÃÁÐÁÂÌÅ ÁÎÄ ÉÎÓÐÉÒÉÎÇ ÐÅÏÐÌÅȢ  )ȭÖÅ ÍÅÔ 

many, and have been inspired by their professional approach.   

As a profession, tech transfer staff are dedicated to carefully 

managing the patents under their stewardship.  Many tech transfer 

directors and Vice Provosts of Research are transparent, fully 

engaged and committed to the well-being and professional 

advancement of their employees.  In fact, if their universities would 

support them in taking bolder action, these are the people who have 



ÔÈÅ ÎÅÃÅÓÓÁÒÙ ÁÂÉÌÉÔÙ ÁÎÄ ÖÉÓÉÏÎ ÔÏ ÍÏÖÅ ÔÏÄÁÙȭÓ ÔÅÃÈÎÏÌÏÇÙ ÔÒÁÎÓÆÅÒ 

strategies forward. 

In hindsight, a few years later, I can see that my front -row seat 

at the tech transfer sausage factory was not a bad thing.  True, you 

ÎÅÖÅÒ ÖÉÅ× ÓÁÕÓÁÇÅ ÔÈÅ ÓÁÍÅ ×ÁÙ ÁÇÁÉÎȢ  )Æ ÙÏÕȭÒÅ ÌÉËÅ ÍÅȟ ÙÏÕ might 

have a hard time restraining yourself form lunging to yank 

unsuspecting grocery store shoppers back as they reach for a deadly 

packet of Italian sausageȢ  4ÈÁÔȭÓ ÔÈÅ ÄÏ×Î ÓÉÄÅ of a few years in a 

sausage factoryȢ  (Ï×ÅÖÅÒȟ ÔÈÅÒÅȭÓ ÁÌÓÏ ÁÎ ÕÐÓÉÄÅȢ  4ÈÅ ÕÐÓÉÄÅ ÏÆ Á 

stint on the front lines of tech transfer sausage-making was that it 

inspired me to take what I learned, write about it, and share it with 

the rest of the world.     

I write to break the silence, to fill in the missing gaps in the 

story.  And perhaps I am a natural-born skeptic when handed 

received wisdom, Á ÆÁÃÔ )ȭÖÅ ÒÅÌÕÃÔÁÎÔÌÙ ÂÅÃÏÍÅ ÒÅÓÉÇÎÅÄ ÔÏ ÏÖÅÒ ÔÈÅ 

years.  I suspect my first words as a chubby toddler were probably 

the phrase Ȱwait, ÔÅÌÌ ÍÅ ×ÈÙ ÙÏÕ ÔÈÉÎË ÔÈÁÔȩȱ  

Behind these essays beats an idealistic and hopeful heart.  I 

believe that our North American university research model is a 

national treasure that earns back our public investment several 

times over. To keep this system alive and well, federally funded 

university scientific research needs public, respectful and informed 

dissent.  My hope is that if you read this book, you will feel better-

equipped to draw your own conclusions and find your own answers 

to the big questions.  *Who* exactly, should benefit from tax-payer 

funded university research, and *what*, exactly, is the best way to 

make that happen? 
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Introduction  
 

 

 

The big picture:  why should I care about university 

research? 

Once I had a hard-nosed boss.  When anyone on our team was 

scheduled to present their work to an external audience, he would 

sit impatiently through their  dress rehearsal presentation and then 

at the end, ÂÁÒËȟ Ȱnow ÔÅÌÌ ÍÅȟ ×ÈÙ ÓÈÏÕÌÄ ) ÃÁÒÅȩȱ  It hurt.  But he 

was right.   

Why should you care about university research and how 

universities manage their research and patent portfolios?  Here are a 

few reasons. 

Your quality of life, national security and h ealthcare :  

Federally funded basic research at universities is a gift that keeps on 

giving.  University research led to the development of the World 

Wide Web, Google, DNA sequencing, fiber optics, GPS and laser 

technologies and more.    

Because university research is the bedrock of the future:   

Universities and colleges perform about 14% of all U.S. R&D.2  High-

growth fields such as nanotechnology and biotechnology are 

increasingly reliant on university research.  Individual universities 

own a growing number of patented "building block" nanotech and 

biotech inventions.3    
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¶ Universities own more than two-ÔÈÉÒÄÓ ÏÆ ÅÓÓÅÎÔÉÁÌ ȰÂÕÉÌÄÉÎÇ 

ÂÌÏÃËȱ ÎÁÎÏÔÅÃÈ ÐÁÔÅÎÔÓ.
4
   

¶ Universities own 18% of core patents in biotech, plus an 

increasing number of once-freely shared biological research 

materials5   

To aid product development and technology innovation:   

As large corporations shut down their own internal R&D labs, 

companies increasingly rely on scientific insights and technological 

breakthroughs from publicly-funded university research.  In new 

patents filed by companies, a whopping fifty percent of cited and 

relevant patents are owned by universities.  In contrast, only 27% of 

cited patents in industry patent applications came from other 

companies.
6
   

 Humanitarian reasons:   In the past, cell lines, plant materials 

and software were once informally shared between researchers.  

4ÏÄÁÙȟ ÍÏÓÔ ÕÎÉÖÅÒÓÉÔÉÅÓ ÒÅÑÕÉÒÅ Á ÆÏÒÍÁÌ Ȱ-ÁÔÅÒÉÁÌ 4ÒÁÎÓÆÅÒ 

!ÇÒÅÅÍÅÎÔȱ ×ÈÉÃÈ ÓÏÍÅÔÉÍÅÓ ÉÎÖÏÌÖÅÓ Á ÆÅÅȟ ÐÌÕÓ ȰÒÅÁÃÈ ÔÈÒÕȱ ÒÉÇÈÔÓ 

to any resulting follow-on inventions or new technologies.  

Sometimes plant lines created by university plant breeders are 

patented and licensed to giant seed companies.   

)Æ ÙÏÕȭÒÅ ÁÎ ÅÎÔÒÅÐÒÅÎÅÕÒȡ  Some universities make it easy for a 

startup to license the rights to a university-owned patent; some 

complicate matters with fees and contractual clauses that may 

negativÅÌÙ ÉÍÐÁÃÔ Á ÓÔÁÒÔÕÐȭÓ ÆÕÔÕÒÅ ÐÒÏÓÐÅÃÔÓȢ  /ÎÅ ÍÁÊÏÒ ÓÎÁÆÕ ÔÈÁÔ 

would-ÂÅ ÅÎÔÒÅÐÒÅÎÅÕÒÓ ÄÅÁÌ ×ÉÔÈ ÉÓ Á ȰÒÅÁÃÈ ÔÈÒÕ ÃÌÁÕÓÅȠȱ Á ÒÅÁÃÈ 

thru clause gives the university the right to claim royalties from any 

second and third generation products that may involve the 

university patent.  Some universities take significant chunks of 



Tech Transfer 2.0  

3 

equity that shrinks the size of the equity pie available for future 

investors and employees.   

If you are, or are planning to become a university 

professor, graduate student or staff membe r:  When you 

signed your employment contract, you agreed to give the university 

rights to any new technology or invention that you create during the 

tenure of your employment.  The good news is that the university 

will pay your patent fees.  But if you plan to create a product or new 

company from work independent of your university employment, 

tread carefully.  

Ȭ#ÕÚ ÍÏÓÔ ÏÆ ÉÔÓ ÆÕÎÄÅÄ ÂÙ ÙÏÕÒ ÈÁÒÄ-earned tax dollars:   

We pay taxes; the government passes some of that money to 

universities in the form of grants to individual scientists and 

researchers.  The federal government pays for roughly 60% of the 

research that takes place on campus, or about $32 billion a year.   

Because ÉÔȭÓ just too risky no t to know more.  We know little 

about the real downstream impact of university-owned patents on 

the downstream advancement of science, technology and knowledge.  

Some data is available but not necessarily utilized by policymakers 

and university administrators.  Ignorance is risky.   

A National Academy of Science Issues Magazine position paper 

described it well:   

"...Universities have been naively viewed as "engines" of 

innovation that pump out new ideas that can be translated 

into commercial innovations and regional growth. This has 

led to overly mechanistic national and regional policies that 

seek to commercialize those ideas and transfer them to the 
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private sector. Although there is nothing wrong with policies 

that encourage joint research, this view misses the larger 

economic picture:  Universities are far more important as 

the nation's primary source of knowledge creation and 

talent..."7  

These are reasons that I care.  In the following pages, I explore 

these concerns.  Hopefully a few of them have sparked your interest.  

.ÅØÔȟ ÌÅÔȭÓ ÍÏÖÅ ÏÎ ÔÏ ÔÈÅ ÐÅÏÐÌÅ ÉÎÖÏÌÖÅÄ. 

7ÈÏȭÓ ×ÈÏȩ  5ÎÉÖÅÒÓÉÔÙ ÔÅÃÈ ÔÒÁÎÓÆÅÒ ÓÔÁËÅÈÏÌÄÅÒÓ 

In a sense, all of us are stakeholders in the R&D process.  In the 

ÕÎÉÖÅÒÓÉÔÙ 2Ǫ$ ÅÃÏÓÙÓÔÅÍȟ )ȭÖÅ ÓÅÌÅÃÔÅÄ ÆÉÖÅ ÇÒÏÕÐÓ ÔÈÁÔ ) ×ÏÕÌÄ 

consider to be the leading stakeholders in the process.  Clearly there 

are more people impacted and involved who are not mentioned 

explicitly here.   

1.  University researchers, faculty and grad students.   

Most of the inventions that eventually become patents are 

created by faculty and students in engineering and science 

departments or in medical schools.     

2.  Businesses and startups.  Companies might sponsor a 

particular research project in a university lab.  Companies and 

ÓÔÁÒÔÕÐÓ ÌÉÃÅÎÓÅ ÐÁÔÅÎÔÓ ÆÒÏÍ Á ÕÎÉÖÅÒÓÉÔÙȭÓ ÔÅÃÈ ÔÒÁÎÓÆÅÒ ÏÆÆÉÃÅȢ     
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3.  University administrator s.  Most tech transfer units 

have a director of daily operations; higher up the ladder is a 

Vice Provost of Research, then a Provost of academic affairs.   

4.  Federal research funding agencies .   In the United 

States, the federal funding agencies keep universities afloat 

by giving faculty research grants.  Six federal agencies 

provide almost 98% of the funding for academic R&D 

support:  the National Institutes of Health (NIH), the National 

Science Foundation (NSF), the Department of Defense (DOD), 

National Aeronautics and Space Administration (NASA), the 

Department of Energy (DOE), and the Department of 

Agriculture (DOE) 

5.  Government officials and policy makers.   This 

group includes senators, house representatives and also 

state and regional economic development officials.   

 

Each group of stakeholders has their own unique goals, 

concerns and incentives.  In more details, hÅÒÅȭÓ ×hat the various 

groups of university technology transfer stakeholders care about: 

1.  University researchers, faculty and grad students  

¶ Getting tenure 

¶ Getting research funding 

¶ Getting published 

¶ Protecting their academic freedoms to conduct innovative 

research, publish it freely, and collaborate with other 

researchers 
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¶ Achieving professional recognition and advancement (at most 

universities, patents and licensing deals do not count 

towards tenure or promotion).  Broad broadcasting of 

research is key, not licensing revenue earned.   

¶ Having their industry research partnerships run smoothly 

with minimal administrative overhead, restrictive 

contractual clauses and fees.   

¶ Having freedom to share data or biological materials with their 

peers at other research institutions if they choose to 

¶ Having academic freedom to publish research and data quickly 

and without restrictions imposed by non-disclosure 

agreements or contractual restrictions.   

¶ Building a vibrant research lab full of graduate students  

2.  Businesses and startups.   

¶ Keeping abreast of emerging, cutting edge research that takes 

place in university labs. 

¶ Having hassle-free access ÔÏ ÕÎÉÖÅÒÓÉÔÙ ÓÃÉÅÎÔÉÓÔÓȭ ÅØÐÅÒÔÉÓÅ ÉÎ 

informal conference settings and via formal research 

collaborations 

¶ Avoiding bureaucracy and excessive negotiations when 

arranging collaborations with faculty scientists 

¶ Being able to license a university patent quickly with a 

minimal negotiations, contractual requirements and fees 

¶ (ÅÌÐ ÎÅÇÏÔÉÁÔÉÎÇ ÔÈÅ ÍÁÚÅ ÏÆ Á ÔÙÐÉÃÁÌ ÒÅÓÅÁÒÃÈ ÕÎÉÖÅÒÓÉÔÙȭÓ 

beehive of different administrative units  
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¶ )Æ ÔÈÅÙȭÒÅ ÆÏÒ ÅÎÔÒÅÐÒÅÎÅÕÒÓ ÆÏÒÍÉÎÇ Á ÓÔÁÒÔÕÐȟ ÒÅÁÓÏÎÁÂÌÙ 

priced access to university patents with minimal contractual 

restrictions  

3.  University administrators .   

¶ -ÁÎÁÇÉÎÇ ÔÈÅÉÒ ÄÅÐÁÒÔÍÅÎÔȭÓ ÃÏÓÔÓ ÁÎÄ ÂÕÄÇÅÔ 

¶ Efficiently managing the administrative process involved in 

receiving federal research grants and industry research 

sponsorships 

¶ Attracting the best and brightest university scientists 

¶ Maintaining their university rankings by excelling on key 

performance metrics such as faculty productivity, staff 

diversity and research funding 

¶ Avoiding public scandals involving faculty conflict of interest.  

For example, universities suffer bad PR if a  company funds 

faculty research and the resulting research is corrupt or 

partially complete, but is used to support a pharmaceutical 

ÏÒ ÔÏÂÁÃÃÏ ÃÏÍÐÁÎÙȭÓ ÃÌÁÉÍÓ 

¶ Maintaining positive connections to industry and to their 

ÕÎÉÖÅÒÓÉÔÙȭÓ ÁÆÆÌÕÅÎÔ ÁÌÕÍÎÉ ÐÏÐÕÌÁÔÉÏÎ 

4.  Federal research funding agencies.     

¶ Ensuring that their allocated funding continues  

¶ Figuring out how to ÂÅÓÔ ÓÐÅÎÄ ÔÈÅÉÒ ÏÒÇÁÎÉÚÁÔÉÏÎȭÓ ÍÏÎÅÙ ÔÏ 

give the appearance of promoting critical and valuable 

scientific research. 
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¶ Deciding which submitted grant applications merit the grant 

funding awards 

¶ Increasing the involvement of women and minorities in the 

scientific research and engineering fields 

How does a bit of breakthrough research totter from its 

university research lab to wind up in a sleek, commercial product?  

4ÈÅ ÁÎÓ×ÅÒ ÉÓ ÔÈÁÔ ÔÈÅÒÅȭÓ ÎÏ ÓÉÎÇÌÅ ÐÁÔÈȠ ËÎÏ×ÌÅÄÇÅ ÁÎÄ ÉÄÅÁÓ ÁÒÅ 

slippery things that bounce around in a random, decentralized 

fashion.  The reality is that most university research flows to the 

world off campus in a leaky and informal manner without the aid of 

formal vehicles such as patents and contractual arrangements.   

Most of the content in this book addresses the formal university 

technology transfer process.  I use the term ȰÆÏÒÍÁÌ ÕÎÉÖÅÒÓÉÔÙ 

ÔÅÃÈÎÏÌÏÇÙ ÔÒÁÎÓÆÅÒȱ to describe the official, centrally managed 

administrative process on campus.  One important fact to keep in 

mind is that the formal technology transfer channel is but one of 

many different ways that research finds its way into productive use 

off campus.  Yet, the formal tech transfer channel, small as it may be, 

is what gets much of the attention and administrative support. 

The formal technology transfer process runs on patents; its aim 

is to earn royalty revenue by licensing university patents to 

companies.  The formal process is centrally managed by an 

ÁÄÍÉÎÉÓÔÒÁÔÉÖÅ ÄÉÖÉÓÉÏÎ ÁÎÄ ÄÅÆÉÎÅÄ ÂÙ Á ÕÎÉÖÅÒÓÉÔÙȭÓ ÉÎÔÅÌÌÅÃÔÕÁÌ 

property policies.   

Universities as innovation merchants  

Most people know that university scientists and students 

conduct research on campus.  However, not many people know that 

universities patent this research, and then broker it out to 



Tech Transfer 2.0  

9 

companies in exchange for royalty payments from sales of any 

products that might result.  Modern universities are patent brokers.   

In 1979, all U.S. universities obtained a total of only 264 patents.  

New U.S. patent applications filed increased from 6,500 in 2001 to 

11,300 in 2009.  Today, most U.S. research universities own a patent 

portfolio of a thousand or two patents invented by university 

scientists and researchers.   

Big research universities harbor a secret world.  Tiled hallways 

wind past dozens of stark, fluorescent lit chambers where fresh-

faced graduate students toil.  Their boss?  A professor who manages 

what is essentially, a small R&D firm.   

Research grants keep university labs running.  Graduate 

students and professors deliver theÉÒ 2Ǫ$ ÆÉÒÍȭÓ ȰÐÒÏÄÕÃÔÓȡȱ  ÄÁÔÁ 

and academic papersȢ  /ÃÃÁÓÉÏÎÁÌÌÙȟ ÔÈÅÙȭÌÌ ÃÒÅÁÔÅ a new technology 

or uncover a scientific ÂÒÅÁËÔÈÒÏÕÇÈ ÔÈÁÔȭÓ ÄÅÅÍÅÄ ÐÁÔÅÎÔÁÂÌÅ ÂÙ 

ÔÈÅÉÒ ÕÎÉÖÅÒÓÉÔÙȭÓ ÔÅÃÈÎÏÌÏÇÙ ÔÒÁÎÓÆÅÒ ÓÔÁÆÆȢ   

How did universities ɀ once the bastion of open-ended scientific 

exploration -- acquire patent portfolios?  With a few exceptions, 

before the 1980s, most universities did not own large patent 

portfolios, nor did they monitor their research labs to identify 

potentially commercially valuable patents.   

In the United States, ÔÏÄÁÙȭÓ nearly universally used university 

tech transfer model took root in 1984, formalized by a new piece of 

legislation called The Bayh-Dole Act.  The original intent of the Bayh 

Dole Act of 1984 was to increase uptake of federally funded science, 

to earn a better return-on-investment from public tax dollars 

invested in university research. The passage of the Bayh-Dole Act 

ÍÁÒËÅÄ ÔÈÅ ÓÔÁÒÔ ÏÆ ÔÈÅ ÍÏÄÅÒÎ ÅÒÁ ÏÆ ÔÏÄÁÙȭÓ ÐÁÔÅÎÔ-based 

technology transfer university technology transfer process  
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Before the Bayh Dole Act was passed, each federal funding 

agency owned the results of its funded research.  Universities 

conducted scientific research, but it was not theirs to claim.  Since 

ÆÅÄÅÒÁÌ ÆÕÎÄÉÎÇ ÁÇÅÎÃÉÅÓ ÆÕÎÄ ×ÈÁÔȭÓ ËÎÏ×Î ÁÓ ÅÁÒÌÙ ÓÔÁÇÅȟ ÏÒ ÂÁÓÉÃ 

scientific research, much of what university researchers created was 

not immediately commercially viable.  Most university research, 

ground-breaking as it may be, takes years of additional development 

before it can be put to work in a commercial product or process. 

The long time lag between scientific insight and commercial 

product -- before and after universities gained the right to patent 

their research -- has led to one of the most stubborn misconceptions 

about the university technology transfer process.   That 

misconception is that before the Bayh Dole Act, publicly funded basic 

research languished, un-used, under the care of the individual 

funding agency that sponsored it.  This misconception has led to a 

widely held, yet unproven assumption, that before individual 

universities stepped in and began to obtain and broker patent 

portfolios, on-campus inventions languished un-used, hence 

shortchanging the tax-paying public.   

If you keep an eye on public debate about federally-funded 

ÓÃÉÅÎÃÅȟ ÙÏÕȭÌÌ ÒÕÎ ÉÎÔÏ ÔÈÉÓ ÕÎÐÒÏÖÅÎ ÁÓÓÕÍÐÔÉÏÎȢ  (ÅÒÅȭÓ Á ÔÙÐÉÃÁÌ 

example.  One university administrator glowingly testified to the 

House of Representatives that the enactment of Bayh-Dole as 

"representing the creation of a vast research enterprise that has 

brought immeasurable and invaluable benefits to society."
8
   

A more disturbing example of the lack of understanding of the 

value of university patents was recently played out in the U.S. 

Supreme Court.  Seed company Monsanto sued a soybean farmer for 

patent infringement.  4ÈÅ ÆÁÒÍÅÒȭÓ crime was that he planted 
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second-generation seeds derived from previous generations of 

-ÏÎÓÁÎÔÏȭÓ patented, genetically modified seeds.   

In the ivory tower depicted in movies and popular culture, 

universities would have protested the unfairness inherent in this 

David and Goliath lawsuit.  In this alternative universe -- perhaps 

more importantly  -- university administrators would publicly 

question the notion that a private corporation could patent a 

genetically modified biological life form and also lay claim to 

subsequent generations of this biological life form.  In reality, a 

group of large research universities -- led by the University of 

Wisconsin -- came out in public support of Monsanto.   

In an official amici curaie submitted to the U.S. Supreme Court, 

Wisconsin et al. claimed that stringent enforcement of patent rights 

on benefits all of us.  Their logic goes as follows:  [before the passage 

of the Bayh Dole Act}  

ȰThere was no uniform statutory authority for federal 
agencies to grant exclusive licenses for their patents. Indeed, 
more than 25 different patent licensing policies existed 
among various federal agencies. As a result, efforts to 
commercialize patents held by the federal government were 
frequently unsuccessful and the public did not benefit from 
ÁÃÃÅÓÓ ÔÏ ÔÈÅÓÅ ÉÎÖÅÎÔÉÏÎÓȢȱ9 

4ÈÅ ÕÎÉÖÅÒÓÉÔÙȭÓ ÃÌÁÉÍÓ ÔÈÁÔ ȰÅÆÆÏÒÔÓ ÔÏ ÃÏÍÍÅÒÃÉÁÌÉÚÅ ÐÁÔÅÎÔÓ 

held by the federal government were frequently unsuccessfulȱ ÁÒÅ 

not backed by real evidence.  Yet various versions of this story have 

stuck and continue to pass for truth.  In this brief, 7ÉÓÃÏÎÓÉÎȭÓ 

support for Monsanto concludes with a flourish.   

Ȱ2ÅÖÅrsal [if the Court decided that the soybean farmer had the 
right to plant unpatented, second-generation seeds he 

purchased] in this case would weaken patent rights for 
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artificial, progenitive technologies and upset the flourishing 
innovation system created by U.S. patent law through the 
Bayh-$ÏÌÅ !ÃÔ ÁÎÄ ÔÅÃÈÎÏÌÏÇÙ ÔÒÁÎÓÆÅÒ ÏÒÇÁÎÉÚÁÔÉÏÎÓȢȱ 

A cynic could simplify this legalese and interpret this legalese as 

in order to help the farmers, Monsanto has to sue the farmers.  At the 

time of this writing, Monsanto won the Supreme Court case.  Now, 

ÉÔȭÓ ÔÒÕÅ ÔÈÁÔ Monsanto invested millions of dollars and years of 

research to create this genetically modified soybean.  )ÔȭÓ ÁÌÓÏ ÔÒÕÅ 

that this particular type of genetically modified soybean has been 

eagerly embraced by soybean farmers and is now the most widely 

used strain of soy bean used in commercial farming.  What I found 

disturbing about the case was not just the outcome, but the fact that 

these large research universities banded together to present a united 

front that consisted of firm adherence to a pro-patent party line.      

This group of well-funded universities insist that strong 

ÅÎÆÏÒÃÅÍÅÎÔ ÏÆ ÐÁÔÅÎÔ ÒÉÇÈÔÓ ÉÓ ÃÒÉÔÉÃÁÌ ÔÏ ȰÔÈÅ ÆÌÏÕÒÉÓÈÉÎÇ ÉÎÎÏÖÁÔÉÏÎ 

ÓÙÓÔÅÍ ÃÒÅÁÔÅÄ ÂÙ 5Ȣ3Ȣ ÐÁÔÅÎÔ ÌÁ× ÔÈÒÏÕÇÈ ȣ ÔÅÃÈÎÏÌÏÇÙ ÔÒÁÎÓfer 

ÏÒÇÁÎÉÚÁÔÉÏÎÓȱ ÉÓ ÎÏÔ ÆÁÃÔȢ  This statement, however, is not fact; iÔȭÓ 

ÉÄÅÏÌÏÇÙȢ  )ÔȭÓ ÑÕÉÔÅ ÐÏÓÓÉÂÌÅ ÔÈÁÔ ÐÅÒÈÁÐÓ Ȱthe publicȱ does not 

benefit from the fact that universities own valuable chunks of 

federally funded inventions, technologies, genetic materials and 

medicines.  The reality is that nobody knows for sure. 

My goal in writing this book was to question broadly held, yet 

ÕÎÐÒÏÖÅÎ ȰÔÒÕÔÈÓȱ ÁÂÏÕÔ  ÐÕÂÌÉÃÌÙ ÆÕÎÄÅÄ ÓÃÉÅÎÔÉÆÉÃ ÒÅÓÅÁÒÃÈȢ  In my 

mind, the problem is not that people disagree.  The problem is that 

too much of the discussion amongst key stakeholders consists of 

defending the status quo.   

The veil of silence that hangs low over universities protects 

unproven assumptions.  Unproven assumptions begat faulty 

technology transfer models.  Faulty tech transfer models, to survive, 
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must be shrouded from external assessment and protected from the 

rigors of a hard bottom line, a truth my former tech transfer director 

instinctively embraced.   

Unintended consequence s 

Life teems with unintended consequences.  In 1848, Frédéric 

"ÁÓÔÉÁÔȟ Á &ÒÅÎÃÈ ÅÃÏÎÏÍÉÓÔ ×ÒÏÔÅȡ Ȱ)Î ÔÈÅ ÅÃÏÎÏÍÉÃ ÓÐÈÅÒÅ ÁÎ ÁÃÔȟ Á 

habit, an institution, a law produces not only one effect, but a series 

ÏÆ ÅÆÆÅÃÔÓȢ /Æ ÔÈÅÓÅ ÅÆÆÅÃÔÓȟ ÔÈÅ ÆÉÒÓÔ ÁÌÏÎÅ ÉÓ ÉÍÍÅÄÉÁÔÅȢȱ   

The most well-intentioned acts trigger unforeseen 

consequences that can threaten a once-healthy portion of an 

ecosystem or living organism.  Pharmaceuticals induce side effects.  

Green energy has a dark side as photovoltaic batteries leach heavy 

ÍÅÔÁÌÓ ÉÎÔÏ ÇÒÏÕÎÄ×ÁÔÅÒ ×ÈÅÎ ÔÈÅÙȭre thrown away.  Birds are 

sucked into windmills. 

In the words of Frédéric , university-owned patents are a 

ÒÅÌÁÔÉÖÅÌÙ ÎÅ× ȰÁÃÔȱ ÔÈÁÔ ÈÁÖÅ ÕÎÉÎÔÅÎÄÅÄ ÃÏÎÓÅÑÕÅÎÃÅÓ ɉÔÏ ÂÏÒÒÏ× 

from the words of Bastiat).  The passage of the Bayh Dole Act and the 

ÒÅÓÕÌÔÉÎÇ ȰÕÎÉÖÅÒÓÉÔÙ Ï×ÎÓȱ ÆÏÒÍÁÌ ÕÎÉÖÅÒÓÉÔÙ ÔÅÃÈÎÏÌÏÇÙ ÔÒÁÎÓÆÅÒ 

process have introduced unforeseen consequences.  Like an 

intricate, decentralized and delicate regional weather pattern, 

university research, federal funding dollars, and industry product 

development twine together to form a rich and complex ecosystem.   

This R&D ecosystem has existed for decades.  University 

ÅÎÇÉÎÅÅÒÉÎÇ ÁÎÄ ÓÃÉÅÎÃÅ ÄÅÐÁÒÔÍÅÎÔÓ ÈÁÖÅ ÎÅÖÅÒ ÂÅÅÎ ȰÉÖÏÒÙ 

ÔÏ×ÅÒÓȢȱ  )ÎÓÔÅÁÄȟ ÆÏÒ ÍÏÒÅ ÔÈÁÎ Á ÃÅÎÔÕÒÙȟ ÐÒÏÆÅÓÓÏÒÓ ÁÎÄ ÓÔÕÄÅÎÔÓ 

have exchanged innovative ideas with the rest of the world in a 

decentralized and circular feedback loop. 

0ÅÏÐÌÅȭÓ ÕÎÄÅÒÓÔÁÎÄÉÎÇ ÏÆ ÔÈÅ ÔÏÄÁÙȭÓ ÆÏÒÍÁÌ ÕÎÉÖÅÒÓÉÔÙ 

technology transfer process is stymied by the widely held 
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assumption that ideas travel in a straight line from lab, to the 

ÕÎÉÖÅÒÓÉÔÙȭÓ ÔÅÃÈÎÏÌÏÇÙ ÔÒÁÎÓÆÅÒ ÕÎÉÔȟ ÁÎÄ ÆÉÎÁÌÌÙ ÔÏ Á ÃÏÍÐÁÎÙȟ ÁÌÌ 

ÕÎÄÅÒ ÔÈÅ ÌÅÇÁÌ ȰÐÒÏÔÅÃÔÉÏÎȱ ÏÆ Á ÐÁÔÅÎÔ ÁÎÄ ÃÏÎÔÒÁÃÔȢ  The science of 

optics, or the behavior of light, was stunted for decades by scientists 

who assumed that light travelled in a straight line.  Like light 

particles, ideas do not travel in straight lines.   

University and industry scientists ËÅÅÐ ÕÐ ×ÉÔÈ ÏÎÅ ÁÎÏÔÈÅÒȭÓ 

work in a medium that is sometimes called ȰÏÐÅÎ ÓÃÉÅÎÃÅȢȱ  /ÐÅÎ 

science is the notion that knowledge exchanges flow freely, 

informally, in many directions at once through several different 

channels.  Scientific papers have been, and remain one of the most 

widely used channels of open science.  So are conferences, 

graduating students and launching them into the world and open-

sourced software written by university students. 

Patents are not channels of open science.  Nor are formal 

contractual rights granted to a third party for use of a particular 

patent. 4ÈÁÔ ÄÏÅÓÎȭÔ ÍÅÁÎ ÔÈÁÔ ÐÁÔÅÎÔÓ ÁÒÅÎȭÔ ÕÓÅÆÕÌ ÁÎÄ ÉÎ ÓÏÍÅ 

cases, the right channel to use to get early-stage scientific research 

into a state that a company can invest in and make good use of.  The 

ÐÒÏÂÌÅÍ ÌÉÅÓ ÉÎ ÔÈÅ ÆÁÃÔ ÔÈÁÔ ÔÏÄÁÙȭÓ ÆÏÒÍÁÌ ÕÎÉÖÅÒÓÉÔÙ ÔÅÃÈÎÏÌÏÇÙ 

transfer process injects unintended consequences into the R&D 

ecosystem.  

A new medicine ÍÉÇÈÔ ÉÍÐÒÏÖÅ ÏÎÅ ÁÓÐÅÃÔ ÏÆ Á ÐÁÔÉÅÎÔȭÓ ÈÅÁÌÔÈ, 

but also induce unintended and possibly even more problematic side 

effects.  Formal tech transfer strategies rest on the unproven 

assumption that research needs to be bundled into concrete units of 

intellectual property, patents, in order to be useful outside the lab.  

Unintended side effects, at best, can be uncomfortable, at worst, 

deadly.   
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What if one of the unintended side effects of the current 

ȰÕÎÉÖÅÒÓÉÔÙ Ï×ÎÓ ÐÁÔÅÎÔÓȱ model is that it chokes essential channels 

of open science?  If this is the case, given the vast difference in 

volumes of knowledge flow, the bad news is that patents would be 

no replacement for open science.  Compared to decentralized, leaky 

and non-exclusive channels of papers, graduates, conferences and 

joint research projects, patents and patent licenses actually play a 

minor role in transferring publicly funded scientific research to the 

companies and people that benefit from it. 

Nobody has the answers.   

The Bayh-Dole Act is not sacred, but was simply a bold and 

experimental 30-year old piece of legislation.  Today, after more than 

30 years of experience, critics and proponents disagree whether the 

current formal model of university technology transfer is helping or 

hindering innovation.  "ÕÔ ÔÈÅÒÅȭÓ ÍÏÒÅ ÔÏ ÔÈÅ ÓÔÏÒÙȢ 

The goal of this book is to raise questions.  Some of the following 

essays are practical in nature.  Other essays point out flawed 

assumptions that tend to permeate public discussions about the 

university tech transfer process.  Finally, in the last few pages, I 

broaden my focus and write about broader issues around innovation 

such as organizational culture and fair trade electronics.    

As you can see in the table of contents, )ȭÖÅ ÄÉÖÉÄed this 

collection of essays into major sections by topic area.  Please feel free 

to jump from section to section since the essays are not intended to 

be read in a linear fashion.   
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Chapter 1 
 
University technology 

transfer strategy  
 

 

Innovation is lik e love: set it free and if it comes back to 

ÙÏÕȟ ÉÔȭÓ ɉÐÁÒÔÉÁÌÌÙɊ ÙÏÕÒÓ 

Innovation is like love, aptly described by those old posters I 

ÕÓÅÄ ÔÏ ÓÅÅ ÁÔ ÍÙ ÄÅÎÔÉÓÔȭÓ ÏÆÆÉÃÅȟ ȰÉÆ ÙÏÕ ÌÏÖÅ ÓÏÍÅÔÈÉÎÇȟ ÓÅÔ ÉÔ ÆÒÅÅȟ 

ÁÎÄ ÉÆ ÉÔ ÃÏÍÅÓ ÂÁÃË ÔÏ ÙÏÕȟ ÉÔȭÓ ÙÏÕÒÓȣȱ  3ÁÍÅ thing for innovative 

ÕÎÉÖÅÒÓÉÔÙ ÔÅÃÈÎÏÌÏÇÉÅÓȟ ÎÏÖÅÌ ÍÅÔÈÏÄÓ ÁÎÄ ÃÒÅÁÔÉÖÅ ÐÅÏÐÌÅȢ  (ÅÒÅȭÓ Á 

ÐÏÓÔÅÒ ÔÈÁÔ ÓÈÏÕÌÄ ÈÁÎÇ ÉÎ ÃÁÍÐÕÓ ÈÁÌÌ×ÁÙÓȡ  Ȱ)Æ ÙÏÕ ×ÁÎÔ ÉÎÎÏÖÁÔÉÏÎ 

to take place, set it free, and if it comes back to you ɀ well ɀ ÉÔȭÓ ÎÏÔ 

precisely yours, but ÁÔ ÌÅÁÓÔ ÙÏÕȭÖÅ ÓÕÃÃÅÅÄÅÄ ÉÎ ÉÎÔÒÏÄÕÃÉÎÇ ÇÅÎÕÉÎÅ 

ÖÁÌÕÅ ÔÏ ÔÈÅ ÒÅÓÔ ÏÆ ÔÈÅ ×ÏÒÌÄȣȢȱ 

3Ï ×ÈÁÔȭÓ ÔÈÅ ÐÒÏÂÌÅÍȩ  4ÈÅ ÐÒÏÂÌÅÍ ÉÓ ÔÈÁÔ ÉÎÎÏÖÁÔÉÖÅ 

university research is not set free.  Currently, university technology 

commercialization strategies rest on the assumption that university 

research is most commercially appealing when managed as 

potentially lucrative, university-owned intellectual property.  The 

current approach to commercializing university inventions is due for 

an overhaul.  Yet, universities and federal agencies continue to invest 

money and resources in initiatives and programs that merely re-

hash the technology commercialization model we already have, one 
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built on the assumption that more, not less, central control over 

university research is needed to increase its commercial  uptake. 

Celebrating the status quo  

)Æ ÙÏÕ ÓÃÁÎ 'ÏÏÇÌÅ ÎÅ×Óȟ ÙÏÕȭÌÌ ÓÅÅ ×ÈÁÔ ) ÍÅÁÎȢ  (ÅÁÄÌÉÎÅ ÁÆÔÅÒ 

headline announce university initiatives to build a bigger 

ÉÎÆÒÁÓÔÒÕÃÔÕÒÅ ÔÏ ȰÐÒÏÔÅÃÔȱ ÁÎÄ ÏÒÇÁÎÉÚÅ ÕÎÉÖÅÒÓÉÔÙ ÉÎÖÅÎÔÉÏÎÓȢ  

Universities announce they will hire more staff to better manage the 

ÕÎÉÖÅÒÓÉÔÙȭÓ ÉÎÖÅÎÔÉÏÎ ÐÏÒÔÆÏÌÉÏȠ ÕÎÉÖÅÒÓÉÔÉÅÓ ×ÉÌÌ ÁÐÐÌÙ ÆÏÒ ÍÏÒÅ 

patents, offer more entrepreneurship education programs and run 

various flavors of business plan or best practice competitions.  

5ÎÉÖÅÒÓÉÔÙ ÐÒÅÓÓ ÒÅÌÅÁÓÅÓ ÁÎÎÏÕÎÃÅȟ Ȱ! ÂÉÇ ÐÁÔÅÎÔ ÌÉÃÅÎÓÉÎÇ ÄÅÁÌ ×ÁÓ 

signed!  Seventeen university startups were spun off!  Amazing new 

$ÉÒÅÃÔÏÒ ×ÁÓ ÈÉÒÅÄ ×ÈÏȭÓ ÇÏÎÎÁ ÔÕÒÎ ÔÈÅ ÓÈÉÐ ÁÒÏÕÎÄȦȱ   ) ËÎÏ× 

because I used to write those sorts of homages before I learned to 

apply my powers to tell the unsanctioned story of the Dark Side of 

ÕÎÉÖÅÒÓÉÔÙ ÉÎÎÏÖÁÔÉÏÎȣ ɉÔÈÁÔȭÓ Á ÊÏËÅɊ  

Celebrating the status quo, however, is just a symptom, not the 

*real* problem.  The real problem is that innovation does not happen 

from central planning.  Innovation happens when you give 

intelligent, capable people the tools, resources and storefronts they 

need.  Next, set down some a few minimal ground rules to ensure 

ÄÅÃÅÎÃÙ ÁÎÄ ÆÁÉÒ ÐÌÁÙȟ ÁÎÄ ÔÈÅÎ ÇÅÔ ÔÈÅ ÈÅÃË ÏÕÔ ÏÆ ÐÅÏÐÌÅȭÓ ×ÁÙ 

(unless they voluntarily come back to ask you to remove a barrier 

ÔÈÁÔ ÔÈÅÙ ÃÁÎȭÔ ÒÅÍÏÖÅ ÁÌÏÎÅɊȢ  

.Ï× ÄÏÎȭÔ ÇÅÔ ÍÅ ×ÒÏÎÇȢ  ) ÁÐÐÌÁÕÄ ÔÈÁÔ ÔÈÏÓÅ ÉÎ ÃÈÁÒÇÅ ÏÆ 

university research and funding understand that change is needed.  

)ÔȭÓ Á ÇÏÏÄ ÔÈÉÎÇ ÔÈÁÔ ÔÈÅ ÐÅÏÐÌÅ ×ÈÏ ÓÔÅ×ÁÒÄ ÏÕÒ ÎÁÔÉÏÎȭÓ ÔÁØ-payer 

funded university research are struggling to stretch their thinking.  

4ÈÅÒÅȭÓ ÎÏ ÑÕÉÃË ÁÎÄ ÅÁÓÙ ÓÏÌÕÔÉÏÎȠ ÃÈÁÎÇÅ ÉÓ ÈÁÒÄ ÁÎÄ ÉÔÓ ÅÆÆÅÃÔÓ 
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ÔÁËÅ ÙÅÁÒÓ ÔÏ ÒÅÇÉÓÔÅÒȢ  !ÌÓÏȟ )ȭÖÅ ÍÅÔ ÐÌÅÎÔÙ ÏÆ ÔÈÏÕÇÈÔÆÕÌȟ ÂÕÓÉÎÅÓÓ-

savvy intelligent university administrators (who, by the way, are a 

more diverse-minded bunch than they are permitted to publicly 

ÅØÐÒÅÓÓɊ ×ÈÏ ÄÅÅÐÌÙ ÃÁÒÅ ÁÂÏÕÔ ÔÈÅÉÒ ÕÎÉÖÅÒÓÉÔÙȭÓ ÃÏÎÔÒÉÂÕÔÉÏÎ ÔÏ ÏÕÒ 

ÎÁÔÉÏÎȭÓ ÅÃÏÎÏÍÙ ÁÎÄ ÁÒÅ ÓÔÒÕÇÇÌÉÎÇ ÔÏ ÆÉÇÕÒÅ ÏÕÔ ÈÏ× ÔÈÅÙ ÃÁÎ ÈÅÌÐȢ   

The Cathedral and the Bazaar  

Let me frame the situation another way:  in the metaphorical 

context of the cathedral and the bazaar.  Before I go into detail, let 

me explain what this metaphor means.  The notion of the cathedral 

and bazaar refers to two different approaches to technology 

development.  It was articulated by open source visionary Eric 

Raymond in the late 1990s to describe two ways to build software:  a 

cathedral mode, a traditional centralized, top-down commercial 

model in which a lead engineer presides over a tightly controlled 

group of paid software developers.  In cathedral building mode, 

software code is proprietary and its use is typically permitted in 

exchange for payment.  

In contrast, the bazaar mode symbolizes the open source 

development paradigm.  The bazaar mode of software development 

is a de-centralized effort driven not by a single company, but by a 

typically unpaid leader who originated the project.  In the bazaar 

model, a loose federation of volunteer software developers write the 

code and the documentation, both of which are shared freely under 

an open source license.   Community recognition is the reward.  

Project planning takes place via a process of transparent decision-

making from the lead developer, frequently accompanied by heated 

debate.  No single entity owns the project code.  Companies are free 

to utilize portions they need (although different sorts of open source 

licenses permit different degrees of commercial application). 
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Raymond conceived of the cathedral and the bazaar in the 

context of software development.  But the notion aptly describes the 

tension between the formal and informal formal mechanisms that 

ÂÒÉÎÇ ÕÎÉÖÅÒÓÉÔÙ ÒÅÓÅÁÒÃÈ ÔÏ ÍÁÒËÅÔȢ  (ÅÒÅȭÓ ÈÏ× ÔÈÅ ÍÅÔÁÐÈÏÒ ÃÁÎ 

be applied to university research.  Imagine a cathedral surrounded 

by a vast, bustling bazaar.  In this scenario, the hypothetical 

cathedral represents the formal technology commercialization 

programs and policies celebrated in press releases ɂ the way 

decision-makers *want* university research to be doled out to the 

rest of the world.   In contrast, the hypothetical bazaar represents 

how university research is actually conducted and shared.  

The cathedral mode of formal university technology 

commercialization consists of licensing patents in exchange for 

revenue, mandatory compulsory university ownership of anything 

invented on campus, and ever-lengthening intellectual property 

policies.   So what does the bazaar mode look like?   Actually, the 

bazaar mode is alive and well.  More than just alive and well.  The 

bazaar model of university technology commercialization is large 

and in charge.  The vast majority of university knowledge, in the past 

and today, flows to the rest of the world via the channels of open 

science:  scientific publications, conferences, or open source 

software.  Or via people:  graduating students, interpersonal 

relationships between researchers and faculty consulting 

engagements.      

The cathedral mode is actually a relatively recent method of 

extracting the commercial value of university research.  Before the 

1990s, few universities owned patent portfolios.  Campus 

intellectual property policies and commercialization planning 

committees were either non-existent or not of broad concern.  There 

were few technology transfer offices, no startup boot camps, 
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business plan competitions or degree programs in entrepreneurship.  

Yet university knowledge found its way over to the marketplace just 

the same.  

Disorganized as it may be, the bazaar mode is better aligned to 

meet the needs of an increasingly bazaar-oriented commercial 

world.  When asked about the value of various channels of academic 

ËÎÏ×ÌÅÄÇÅ ÔÏ ÔÈÅÉÒ ÃÏÍÐÁÎÙȭÓ 2Ǫ$ ÅÆÆÏÒÔÓȟ ÉÎÄÕÓÔÒÙ ÒÅÓÅÁÒÃÈÅÒÓ 

ranked university patents well below scientific publications, 

relationships between reseaÒÃÈ ÅØÐÅÒÔÓ ÁÎÄ ÃÏÎÆÅÒÅÎÃÅÓ ɉȰ,ÉÎËÓ ÁÎÄ 

ÉÍÐÁÃÔÓȡ  ÔÈÅ ÉÎÆÌÕÅÎÃÅ ÏÆ  ÐÕÂÌÉÃ ÒÅÓÅÁÒÃÈ ÏÎ ÉÎÄÕÓÔÒÉÁÌ 2Ǫ$ȟȱ #ÏÈÅÎȟ 

Link and Walsh, 2002).   The bazaar mode adapts faster to changes in 

the industrial climate and new research directions.   

The bazaar approach to technology development works.  Even 

in complex environments.  Similar to the open source software 

bazaar, scientific discoveries rarely spring from a single individual.  

Creating innovative technologies is a haphazard process that relies 

on serendipity and the free flow of information rather than a 

centrally laid-out research agenda.   As described by Eric Raymond, 

the bazaar mode, by letting go of centralized control and rigid 

ÐÒÏÃÅÄÕÒÅÓ ÕÎÌÅÁÓÈÅÓ ÔÈÅ ÐÏ×ÅÒ ÏÆ ÍÕÌÔÉÐÌÅ ȱÁÇÅÎÔÓ ÁÔÔÅÍÐÔÉÎÇ ÔÏ 

maximize utiliÔÙȟ ×ÈÉÃÈ ȣ ÐÒÏÄÕÃÅÓ Á ÓÅÌÆ-correcting spontaneous 

order more elaborate and efficient than any amount of central 

ÐÌÁÎÎÉÎÇ ÃÏÕÌÄ ÈÁÖÅ ÁÃÈÉÅÖÅÄȢȱ  

4ÈÅÒÅȭÓ ÎÏ ÓÉÎÇÌÅ ÐÁÔÈ ÔÏ ÔÅÃÈÎÏÌÏÇÙ ÃÏÍÍÅÒÃÉÁÌÉÚÁÔÉÏÎ 

The cathedral mode of technology commercialization, however, 

should still have a place on campus, but as one of several options   

Whether you like them or not, patents still play a central role in 

industry product development strategy.  As a result, many 

companies and startups, particularly those in the pharmaceutical, 
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chemical and medical device industries, prefer to license patents 

when they work with university researchers.  And given how costly 

it is for universities to build their patent portfolios, some central 

oversight of where patents get licensed is necessary.  For example, if 

a would-be entrepreneur insists that his startup will only survive if 

he is issued an exclusive patent license, some screening of this 

ÉÎÄÉÖÉÄÕÁÌȭÓ ÐÌÁÎÓ ÂÙ ÕÎÉÖÅÒÓÉÔÙ ÌÉÃÅÎÓÉÎÇ ÓÔÁÆÆ ÎÅÅÄÓ ÔÏ ÔÁËÅ ÐÌÁÃÅȢ  

In addition, painful and unpopular as they may be, many 

sweeping campus intellectual property policies originated with good 

ÉÎÔÅÎÔÉÏÎÓȢ  !ÌÔÈÏÕÇÈ ÉÔȭÓ ÁÎ ÁÄÍÉÎÉÓÔÒÁÔÉÖÅ ÆÁÉÌÕÒÅ ÔÈÁÔ ÔÈÅ ÔÅÎÄÅÎÃÙ 

is to keep adding, not pruning university policy, some centralized 

guidelines are neeÄÅÄȢ  !ÆÔÅÒ ÁÌÌȟ ÍÏÓÔ ÃÁÍÐÕÓ ÐÏÌÉÃÉÅÓ ÄÏÎȭÔ ÃÏÍÅ 

out of thin air but were triggered at some point by the misbehavior 

of one or two bad applies somewhere in the research food chain.  

Finally, even inventors who happily freely share large portions of 

their work, in some instances, may prefer to develop some 

innovations in a proprietary manner.      

In an ideal world, the cathedral and the bazaar would happily 

co-exist on campus.  After all, the commercial software world has 

learned to accept, even embrace the ÏÐÅÎ ÓÏÕÒÃÅ ÂÁÚÁÁÒȢ  )ȭÍ ÎÏÔ 

sure, however, that universities are adapting as well as have 

ÃÏÍÍÅÒÃÉÁÌ ÓÏÆÔ×ÁÒÅ ÃÏÍÐÁÎÉÅÓȢ  )ÔȭÓ Á ÔÒÏÕÂÌÉÎÇ ÔÒÅÎÄ ÔÈÁÔ ÅÆÆÏÒÔÓ ÔÏ 

address to the problems of the formal university technology 

commercialization process attempt to expand, rather than moderate, 

or even shrink, centralized control.   Blind acceptance of the value of 

the cathedral mode and the strategies and policies that come with it 

threaten to choke the free, informal and un-choreographed 

knowledge flow that fuels the bazaar.   

3Ï ×ÈÁÔ ÓÈÏÕÌÄ ÂÅ ÄÏÎÅȩ  (ÅÒÅȭÓ Á ÔÈÏÕÇÈÔȢ  7ÏÕÌÄÎȭÔ ÉÔ ÂÅ ÇÒÅÁÔ 

if the next technology commercialization competition were to be The 
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Bazaar Cup?  The winner of the Bazaar Cup would be the university 

that did the *most* dismantling and the *least* architecting of its 

formal technology commercialization practices, programs and 

policies.    

Entrants to the Bazaar Cup would submit a five-page document 

ÄÅÓÃÒÉÂÉÎÇ ÕÎÉÖÅÒÓÉÔÙ ÓÔÒÁÔÅÇÙ ÁÎÄ ÐÏÌÉÃÙ ȰÂÅÆÏÒÅȱ ÁÎÄ ȰÁÆÔÅÒȢȱ  %ØÔÒÁ 

points to the university that offers detailed, quantifiable descriptions 

of what practices, exactly, were relieved of central oversight.  Entries 

would be submitted online for anyone to read.   Judging would 

consist of an open ballot with the condition that each judge make her 

vÏÔÅ ÐÕÂÌÉÃ ɉÔÏ ÍÉÎÉÍÉÚÅ ÐÏÌÉÔÉÃÁÌ ÓÈÅÎÁÎÉÇÁÎÓɊȢ  )ȭÌÌ ÂÅÔ ÔÈÁÔ ÔÈÅ 

online debate from Cup judges and spectators would kick up a whole 

lot of valuable best practices for policymakers to pore over. 
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0ÒÏÔÅÃÔÉÎÇ ÕÎÉÖÅÒÓÉÔÙ ÉÎÖÅÎÔÉÏÎÓ ÆÒÏÍȣÕÎÉÖÅÒÓÉÔÙ 

administra tors? 

Some people are surprised to learn that most U.S. research 

universities own large portfolios of patents and copyrights; 

universities also stake claim to other by-products of federally funded 

research created by faculty and students such as research tools, 

integrated circuit chips, biological organisms, engineering 

prototypes and data.  Right now, federal law (the Bayh-Dole Act of 

1980) is somewhat vague about exactly who gets title to the 

invention, the university inventor or her university.  As a result, most 

universities clarify this grey area by writing intellectual property 

policies that put them in control of anything invented on campus.   

(Ï× ÔÏÄÁÙȭÓ 5Ȣ3Ȣ ÒÅÓÅÁÒÃÈ ÕÎÉÖÅÒÓÉÔÉÅÓ ÍÁÎÁÇÅȟ ÏÒ ÐÒÏÔÅÃÔȟ ÔÈÅÉÒ 

intellectual property portfolios is an increasingly controversial topic.  

Managing ownership issues around research results, patents, and 

knowledge in general is not a straightforward matter.  Depending on 

×ÈÏ ÙÏÕ ÁÓËȟ ÏÎÅ ÐÅÒÓÏÎȭÓ ÉÄÅÁ ÏÆ ÐÒÏÔÅÃÔÉÏÎ ÃÏÕÌÄ ÂÅ ÁÎÏÔÈÅÒ 

ÐÅÒÓÏÎȭÓ ÉÄÅÁ ÏÆ ÂÅÉÎÇ ÓÈÁËÅÎ ÄÏwn, as evidenced by high-profile IP 

disputes such as Stanford vs. Roche,  and more recently, University of 

New Mexico vs. Intel.   

The debate goes something like this:  those in favor of the 

current tech transfer model claim that universities are indeed 

protecting tax-payer funded innovation by owning research, 

patenting it, and trying to making money off of licensing royalties.  

Other stakeholders, however, claim that some universities, in the 

ÎÁÍÅ ÏÆ ȱÐÒÏÔÅÃÔÉÎÇȱ ÔÈÅÉÒ )0 ÐÏÒÔÆÏÌÉÏÓȟ ÁÒÅ ÁÃÔÕÁÌÌÙ ÎÏÔ ÐÒÏÔecting 

anybody but their own interests, sort of like a mob thug who 

ȱÐÒÏÔÅÃÔÓȱ ÃÉÖÉÌÉÁÎÓ ÆÒÏÍ ÈÁÒÍ ÉÎ ÅØÃÈÁÎÇÅ ÆÏÒ ÈÅÆÔÙ ÐÁÙÍÅÎÔÓȢ  4ÈÅ 

truth lies somewhere in the middle.         
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University IP policies that define who on campus gets to control 

university inventions are becoming the new battleground of the 

debate.  Many universities have risen nobly to the challenge and 

have done a great job of ensuring that under their stewardship, 

university research is fairly and capably put to good use serving 

society.  3ÏÍÅÔÉÍÅÓȟ ÔÈÏÕÇÈȟ ÔÈÉÎÇÓ ÄÏÎȭÔ ÇÏ ÓÍÏÏÔÈÌÙȟ )0 ÐÏÌÉÃÉÅÓ ÆÁÉÌȟ 

and disputes arise between university inventors, businesses and the 

ÕÎÉÖÅÒÓÉÔÙȢ  7ÈÅÎ ÔÈÉÎÇÓ ÇÏ ×ÒÏÎÇȟ ÔÈÅ ÆÉÎÅÒ ÐÏÉÎÔÓ ÏÆ Á ÕÎÉÖÅÒÓÉÔÙȭÓ 

IP policy move from a previously low-profile, marginal existence into 

ÔÈÅ ÓÐÏÔÌÉÇÈÔȢ  -ÏÓÔ ÐÅÏÐÌÅ ÉÎÖÏÌÖÅÄ ÉÎ ÕÎÉÖÅÒÓÉÔÙ ÉÎÎÏÖÁÔÉÏÎ ÄÏÎȭÔ 

ËÎÏ× ×ÈÁÔ ÔÈÅÉÒ ÕÎÉÖÅÒÓÉÔÙȭÓ ÐÏÌÉÃÙ ÓÁÙÓ ÕÎÔÉÌ ÔÈÅÙ ÆÉÎÄ ÔÈÅÍÓÅÌÖÅÓ 

in a dispute, publicly arguing the finer points of the policy in the 

context of the Bayh-Dole Act.        

Companies cite IP problems as their biggest challenge in 

establishing connections to the university.10  Sponsored research 

agreements between a company and a university contain intellectual 

property clauses that give the university ownership of any patents 

that result from the project, and may require the company to later 

negotiate for rights to the patents their research funded.   While 

these IP clauses are viewed as a common deal-breaker in 

ÉÎÄÕÓÔÒÙȾÕÎÉÖÅÒÓÉÔÙ ÃÏÌÌÁÂÏÒÁÔÉÏÎÓȟ ÉÔȭÓ ÉÍÐÏÒÔÁÎÔ ÔÏ ËÅÅÐ ÉÎ ÍÉnd 

ÔÈÁÔ Á ÕÎÉÖÅÒÓÉÔÙ ÍÕÓÔ ÁÖÏÉÄ ÔÈÅ ÁÐÐÅÁÒÁÎÃÅ ÏÆ ÂÅÉÎÇ Á ȰÌÁÂ ÆÏÒ ÈÉÒÅȢȱ   

Universities are not the bad guy in this scenario, nor are 

businesses, inventors, federal funding agencies or would-be 

entrepreneurs.  Writing good policy is hard and IP policy is even 

harder, since defining ownership rights to knowledge and innovation 

is like trying to catch a greased pig in a crowd of animal rights 

ÁÃÔÉÖÉÓÔÓȢ  )ÔȭÓ ÉÍÐÏÒÔÁÎÔ ÔÏ ÐÏÉÎÔ ÏÕÔ ÔÈÁÔ ÅÖÅÎ ÐÏÏÒÌÙ ×ÒÉÔÔÅÎ 

university intellectual property policies were drafted with good 
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intentions in response to local challenges and regional needs.   In 

addition, an IP policy must prevent fraud and abuse of the system, 

yet also serve the honest majority of people that are working hard 

and getting good results.    

With that saÉÄȟ ÐÅÒÈÁÐÓ ÉÔȭÓ ÎÏÔ ÓÕÒÐÒÉÓÉÎÇ ÔÈÁÔ ÍÁÎÙ ÕÎÉÖÅÒÓÉÔÙ 

IP policies reflect how hard it is to balance all of this in a climate of 

ÓÈÉÆÔÉÎÇ ÐÏÌÉÔÉÃÁÌ ÒÅÁÌÉÔÉÅÓȢ  )ÔȭÓ ÎÏ ÓÍÁÌÌ ÔÁÓË ÔÏ ×ÒÉÔÅ ÆÌÅØÉÂÌÅ ÁÎÄ 

effective policy when you have to combine a complicated and 

controversial topic, with a maze of tight regulation, with 

accumulated years of administrative tweaks and conflicting agendas.      

) ÒÅÁÄ ÓÅÖÅÒÁÌ ÕÎÉÖÅÒÓÉÔÙ )0 ÐÏÌÉÃÉÅÓ ÔÏ ÓÅÅ ÈÏ× ÔÈÅÙȭÒÅ ÆÁÒÉÎÇȢ  

Common existing challenges are listed below with actual excerpts 

underneath each point in italics.   

Problem 1. The IP policy permits the university slow 

action (or no action) on refusal of title: policies should make 

the tech transfer office adhere to a quick and set time period to turn 

down an invention; transfer of title back to the inventor should be 

automatic and quick (weeks, not a year) and not require the inventor 

to make a special request or to appeal to the tech transfer office.  

Letting inventions sit for a year could kill a viable commercialization 

opportunity.    

EXAMPLE:  Ȱ)Î ÃÁÓÅÓ ÉÎ ×ÈÉÃÈ ÔÈÅ ÕÎÉÖÅÒÓÉÔÙ ÈÁÓ ÁÎ 

ownership interest in an invention and the university or its 

designee has not pursued commercialization within one year, 

the inventor who intends to pursue commercialization of the 

invention may request in writing that all university rights be 

ÒÅÁÓÓÉÇÎÅÄ ÔÏ ÔÈÅ ÉÎÖÅÎÔÏÒȢȱ 

Problem 2. No fair hearing for IP -related issues:   Too 

frequently, the tech  transfer office is given sole discretion to make 
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judgments on ownership of inventions and other IP issues.  This 

represents a conflict of interest since the tech transfer office is not 

neutral.  The tech transfer office should play the role of an expert 

witness.  However, other campus players need to be involved and the 

decision process should be public and transparent.  

EXAMPLE:  Ȱ!ÌÌ ÉÎÖÅÎÔÉÏÎÓ ÍÕÓÔ ÂÅ ÄÉÓÃÌÏÓÅÄ ÉÎ ×ÒÉÔÉÎÇ ÔÏ 

the tech transfer office, which will determine ownership in 

accordance with the terms of this policy. If the tech transfer 

office determines that University Z has an ownership 

interest, the inventor must assign all rights and titles of the 

invention to the university or its designee, and cooperate and 

ÁÓÓÉÓÔ ÔÈÅ ÕÎÉÖÅÒÓÉÔÙȢȱ     

Problem σȢ $ÏÎȭÔ ÈÁÖÅ ÔÈÅ ÆÏØ ÇÕÁÒÄ ÔÈÅ ÈÅÎÈÏÕÓÅ:  The VP 

of Research should not be the final arbiter of an IP dispute.  VPs of 

research manage the tech transfer office and therefore, are not 

neutral.        

EXAMPLE:  Ȱ$ÉÓÐÕÔÅÓ ÒÅÇÁÒÄÉÎÇ Ï×ÎÅÒÓÈÉÐ ÄÅÔÅÒÍÉÎÁÔÉÏÎ 

may be appealed to the Vice Provost for Research, whose 

ÄÅÃÉÓÉÏÎ ×ÉÌÌ ÂÅ ÆÉÎÁÌȢȱ      

Problem 4. Mandating university inventor assistance with 

commercialization:   )ÔȭÓ ÇÒÅÁÔ ÉÆ ÔÈÅ ÕÎÉÖÅÒÓÉÔÙ ÒÅÓÅÁÒÃÈÅÒ ÃÈÏÏÓÅÓ 

ÔÏ ÂÅ ÁÃÔÉÖÅÌÙ ÉÎÖÏÌÖÅÄȢ  7ÈÁÔ ÉÓ ÓÈÅ ÄÏÅÓÎȭÔ ÈÁÖÅ ÔÉÍÅȟ ÏÒ ÎÅÅÄÓ ÔÏ 

work on getting tenure?  Then what?  Requiring an inventor to assist 

the university, however, smacks of a lack of a rigid and authoritarian 

attitude on the part of the tech transfer office.  In an ideal world, 

cooperation and assistance between TTO and inventor would flow 

naturally; the fact that this university mandates it in its IP policy 

indicates a sub-optimal relationship between the tech transfer office 
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and university researchers.  What happened to adding value to 

attract clients, or at least, asking nicely? 

EXAMPLE:  Ȱ)Æ ÔÈÅ ÔÅÃÈ ÔÒÁÎÓÆÅÒ ÏÆÆÉÃÅ ÄÅÔÅÒÍÉÎÅÓ ÔÈÁÔ 

University X has an ownership interest, the inventor must 

assign all rights and titles of the invention to the university 

ÏÒ ÉÔÓ ÄÅÓÉÇÎÅÅȟ ÁÎÄ ÃÏÏÐÅÒÁÔÅ ÁÎÄ ÁÓÓÉÓÔ ÔÈÅ ÕÎÉÖÅÒÓÉÔÙȢȱ      

Problem υȢ $ÏÎȭÔ ÌÅÔ ÔÈÅ ÔÅÃÈ ÔÒÁÎÓÆÅÒ ÏÆÆÉÃÅ ÍÁËÅ ÁÌÌ ÔÈÅ 

decisions alone:   The spirit of successful commercialization needs 

to be a two-way street.  Having the tech transfer office make all 

commercialization decisions alone can lead to secrecy, agenda-

serving, and a lack of accountability.  The spirit of the language 

below does not indicate a partnership.          

EXAMPLE:  Ȱ4ÈÅ ÔÅÃÈ ÔÒÁÎÓÆÅÒ ÏÆÆÉÃÅ ×ÉÌÌ ÅÖÁÌÕÁÔÅ ÁÌÌ 

disclosed inventions for their commercialization potential 

and determine the appropriate means for protecting and 

promoting the development of the invention. Inventors will 

cooperate with the university or its designee in the 

ÕÎÉÖÅÒÓÉÔÙȭÓ ÅÆÆÏÒÔ ÔÏ ÅÖÁÌÕÁÔÅ ÁÎÄ ÐÒÏÔÅÃÔ 5ÎÉÖÅÒÓÉÔÙ 9 

ÉÎÖÅÎÔÉÏÎÓȢȱ      

Problem φȢ )Æ ÙÏÕȭÒÅ ÇÏÎÎÁ ÇÉÖÅ ÉÔ ÂÁÃËȟ ÔÈÅÎ ÒÅÁÌÌÙ ÇÉÖÅ ÉÔ 

back:   Many universities actually do return inventions to their 

inventor.  But some only do so with strings attached.    

EXAMPLE:  Ȱ4ÈÅ ÒÅÌÅÁÓÅ ÏÆ ÔÈÅ ÓÕÐÐÏÒÔÅÄ ÉÎÖÅÎÔÉÏÎ ÍÁÙ ÂÅ 

ÃÏÎÄÉÔÉÏÎÅÄ ÏÎ ÔÈÅ ÉÎÖÅÎÔÏÒ ȣ  ÓÈÁÒÉÎÇ ×ÉÔÈ ÔÈÅ 5ÎÉÖÅÒÓÉÔÙ 

20% of the net income  received by the Inventors from the 

)ÎÖÅÎÔÉÏÎȢ ȱ  
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Problem  7. Make it easy and quick for people to get 

unpatented research materials :  If a tech transfer office does 

not plan to pursue commercial opportunities on research materials 

and related tools, researchers at universities and in companies 

should assume they can use the material; charging fees and case-by-

case licensing procedures does not serve the public interest.      

EXAMPLE:  Ȱ4ÈÅ 5ÎÉÖÅÒÓÉÔÙ ÓÈÁÌÌ Ï×Î ÁÌÌ ÒÉÇÈÔÓ ÉÎ 

Unpatented Materials and may make appropriate 

distribution in the public interest, includi ng licensing or 

transferring Unpatented Materials, for research and 

ÃÏÍÍÅÒÃÉÁÌ ÐÕÒÐÏÓÅÓȢȱ      

Problem 8. Be careful about delaying publication in favor 

of commercialization:  This is a matter of opinion but putting a 

commercialization opportunity before public dissemination of the 

invention may be favoring the private, not public interest.  I realize 

that there can be good reasons for not sharing something publicly if 

Á ÍÁÊÏÒ ÌÉÃÅÎÓÉÎÇ ÄÅÁÌ ÉÓ ÉÎ ÔÈÅ ×ÏÒËÓȟ ÂÕÔ ÓÔÉÌÌȣ  $ÅÌÁÙÉÎÇ ÐÕÂÌÉÃ 

sharing of results caÎ ÄÏ ÍÁÊÏÒ ÄÁÍÁÇÅ ÔÏ Á ÒÅÓÅÁÒÃÈÅÒÓȭ ÃÁÒÅÅÒ ÁÎÄ 

hamper the advancement of the field.      

EXAMPLE:  Ȱ)Æ ÔÈÅ ÐÕÂÌÉÃÁÔÉÏÎ ÏÆ ÒÅÓÅÁÒÃÈ ÒÅÓÕÌÔÓ ÍÁÙ 

reveal an invention, University personnel must ask the tech 

transfer office for advice on how and when to publish the 

results in order that patent protection for the invention is not 

ÃÏÍÐÒÏÍÉÓÅÄȢ )Ô ÉÓ ÔÈÅ 5ÎÉÖÅÒÓÉÔÙȭÓ ÐÏÌÉÃÙ ÔÏ ÐÕÂÌÉÓÈ ÔÈÅ 

research results as soon as possible consistent with the 

ÓÅÃÕÒÉÎÇ ÏÆ ÐÁÔÅÎÔ ÐÒÏÔÅÃÔÉÏÎȢȱ    

Problem 9. Be flexible:   Consistency is key, but blindly clinging to 

ÐÏÌÉÃÙ ÉÓ ÎÏÔ Á ÇÏÏÄ ÉÄÅÁȢ  3ÏÍÅ×ÈÅÒÅȟ ÔÈÅÒÅȭÓ Á ÍÉÄÄÌÅ-ground that 
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ÃÏÎÓÉÄÅÒÓ ÓÐÅÃÉÁÌ ÁÓÐÅÃÔÓ ÏÆ ÅÁÃÈ ÃÁÓÅ ÁÎÄ ÄÏÅÓÎȭÔ ÓÔÏÎÅ×ÁÌÌ ÔÈÅ 

ÐÅÒÓÏÎ ×ÈÏȭÓ ÍÁËÉÎÇ ÁÎ ÁÐÐÅÁÌȢ    4ÈÉÓ ÔÅÃÈ ÔÒÁÎÓÆÅÒ ÏÆÆÉÃÅ ÄÏÅÓ ÎÏÔ 

seem like a team player. 

EXAMPLE:  Ȱ0ÒÏÖÉÓÉÏÎÓ ÏÆ ÔÈÉÓ ÐÏÌÉÃÙ ÍÁÙ ÂÅ ×ÁÉÖÅÄ ÏÎÌÙ ÉÎ 

extraordinary and compelling circumstances and in accordance 

×ÉÔÈ ÓÔÅÐÓ ÏÕÔÌÉÎÅÄ ÉÎ 0ÒÏÃÅÄÕÒÅÓȢȱ      

! ÕÎÉÖÅÒÓÉÔÙȭÓ )0 ÐÏÌÉÃÙ ÒÅÖÅÁÌÓ ×ÈÅÔÈÅÒ ÔÈÁÔ ÐÁÒÔÉÃÕÌÁÒ 

university views itself as a publicly funded organization with social 

responsibility, or as a private corporation that whose commercial 

ȰÐÒÏÄÕÃÔȱ ÉÓ ÏÎ-campus research.  As expressed by entrepreneur Neil 

Kane in testimony to U.S. Congress in a special hearing on university 

technology transfer,  

Ȱ2ÁÔÈÅÒ ÔÈÁÎ ÓÅÅÉÎÇ ÔÈÅÍÓÅÌÖÅÓ ÁÓ ÓÔÅ×ÁÒÄÓ ÏÆ ÐÕÂÌÉÃ ÐÒÏÐÅÒÔÙȟ 

due to the Bayh-Dole Act, universities have to come to believe that 

innovations developed with federal funds are theirs. I suggest 

modifying Bayh-Dole to require that any license agreements 

executed for subject technologies become publicly accessible. This 

should be legislatively mandated. Universities will vigorously 

oppose it, but it will level the playing field and reduce transaction 

costs across the board. This action will dramatically shorten the 

time needed to get companies formed and licenses executed. From 

the university or federal lab standpoint, the public contract should 

ÃÈÁÎÇÅ ÆÒÏÍ ȰÔÈÅ ÇÏÖÅÒÎÍÅÎÔ ÆÕÎÄÅÄ ÉÔ ÂÕÔ ×Å Ï×Î ÉÔȟȱ ÔÏ ȰÉÆ ×Å 

want to profit from retaining title to the intellectual property 

which was funded by the taxpayers, then we have to be willing to 

ÔÅÌÌ ÔÈÅ ÔÁØÐÁÙÅÒÓ ×ÈÁÔ ×Å ÃÈÁÒÇÅÄ ÔÈÅÍ ÆÏÒ ÉÔȢȱ 

Universities have their work cut out for them and many of them 

are doing an extraordinary job of wrestling with complicated and 

ÃÏÎÔÒÏÖÅÒÓÉÁÌ ÉÎÔÅÌÌÅÃÔÕÁÌ ÐÒÏÐÅÒÔÙ ÉÓÓÕÅÓȢ  )Î ÁÄÄÉÔÉÏÎȟ ×Å ÃÁÎȭÔ 
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easily change the patent system, nor the stipulations of the Bayh-

Dole Act. 

7ÈÉÌÅ ÔÈÅÒÅȭÓ Á ÌÏÔ ÏÆ ÄÅÂÁÔÅ ÁÂÏÕÔ ÅØÁÃÔÌÙ ÈÏ× ÍÕÃÈ ÌÅÅ×ÁÙ 

universities have in IP clauses while still remaining compliant with 

their tax-ÅØÅÍÐÔ ÓÔÁÔÕÓȟ ÉÔȭÓ ×ÏÒÔÈ ÕÎÄÅÒÓÔÁÎÄÉÎÇ ÔÈÁÔ ÕÎÉÖÅÒÓÉÔÙ 

research contracts are bound to stringent federal tax regulations.  

Many universities attempt to meet their tax exempt obligations by 

offering an industry sponsor an exclusive option to later license any 

resulting patents from a sponsored research project.  A university 

may request that the sponsoring company license any resulting 

patents at a fair market rate.   

While many companies would prefer that a university offer a 

set, upfront price for a patent at the time the sponsorship is 

ÁÒÒÁÎÇÅÄȟ ÍÏÓÔ ÕÎÉÖÅÒÓÉÔÉÅÓ ÄÏÎȭÔ ÆÅÅÌ ÔÈÁÔ ÄÏÉÎÇ ÓÏ ×ÏÕÌÄ ÂÅ 

ÅÓÔÁÂÌÉÓÈÉÎÇ Á ȰÆÁÉÒ ÍÁÒËÅÔ ÖÁÌÕÅȱ ÆÏÒ ÔÈÅ ÐÁÔÅÎÔ ɉÁÎÏÔÈÅÒ 

requirement as a tax-exempt organization).  Some universities are 

exploring ways to make the sponsored research process easier by 

offering one-time upfront payments in exchange for patent rights, or 

by allowing the sponsoring company to have a no-cost, non-exclusive 

patent license.   

U.S. universities, particularly publicly funded ones, must 

manage their sponsored research agreements carefully to honor 

their 501(c)(3) tax exempt status.  When companies sponsor private 

research in a non-profit organization such as a university, according 

to U.S. tax law, the university is required to serve the public interest 

ÂÙ ÅÎÓÕÒÉÎÇ ÔÈÁÔ ÁÎÙ ÒÅÓÕÌÔÉÎÇ ÉÎÔÅÌÌÅÃÔÕÁÌ ÐÒÏÐÅÒÔÙ ÉÓ ȰÍÁÄÅ ÐÕÂÌÉÃ 

on a non-ÄÉÓÃÒÉÍÉÎÁÔÏÒÙ ÂÁÓÉÓȢȱ  An IP clause in a sponsored research 

ÁÇÒÅÅÍÅÎÔ ÓÏÕÎÄÓ ÁÒÃÁÎÅ ÁÎÄ ÁÎÎÏÙÉÎÇÌÙ ÔÒÉÖÉÁÌȢ  "ÕÔ ÉÔȭÓ ×ÏÒÔÈ 

getting right. 
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Most companies no longer invest in open-ended, early stage 

ÒÅÓÅÁÒÃÈȢ  )ÎÓÔÅÁÄȟ ÃÏÍÐÁÎÉÅÓ ÃÏÎÄÕÃÔ ×ÈÁÔȭÓ ËÎÏ×Î ÁÓ ȰÁÐÐÌÉÅÄ 

ÒÅÓÅÁÒÃÈȱ ÔÈÁÔ ÄÉÒÅÃÔÌÙ ÁÉÍÓ ÁÔ ÉÎÃÒÅÍÅÎÔÁÌ ÉÍÐÒÏÖÅÍÅÎÔ ÉÎ Á 

particular commercial product or process.  Modern corporate R&D 

activities (if  they exist at all), are lean and mean stripped-down 

versions of the grand and glorious in-house R&D labs of the 1960s 

and 70s exemplified by Bell Labs and Xerox Research Parc.   

In the 1970s and 1980s many Fortune 500 companies shifted 

their focus away from exploratory, long-term product research in 

favor of quicker profits.  Corporate in-house R&D labs were closed 

and product research focused on incremental improvements rather 

than great leaps forward.  Today, with some notable exceptions such 

as Microsoft, IBM and Proctor & Gamble, most large or small 

companies do not conduct their own in-house, early-stage, 

exploratory scientific research.   

As corporations focus on short-ÔÅÒÍ ÒÅÖÅÎÕÅȟ ÔÏÄÁÙȭÓ 5Ȣ3Ȣ 

universities are assuming more and more responsibility for 

conducting open-ended, scientific research across a broad range of 

industries.  As a result, companies look to universities for new 

product ideas, data and game-changing research and technology.  

According to the Association of University Technology Managers, in 

2009, companies paid for over $4 billion worth of research, about 

ρπϷ ÏÆ Á ÔÙÐÉÃÁÌ ÕÎÉÖÅÒÓÉÔÙȭÓ ÁÎÎÕÁÌ ÒÅÓÅÁÒÃÈ ÂÕÄÇÅÔȢ     

Ideally, ȰpÒÏÔÅÃÔÉÎÇȱ ÕÎÉÖÅÒÓÉÔÙ ÒÅÓÅÁÒÃÈ ÓÈÏÕÌÄ ÂÅ ÄÏÎÅ ÉÎ ÔÈÅ 

name of protecting the public interest and helping companies 

advance their products and services.  But if things go wrong and 

businesses and university inventors are forced to pay prowling 

ÕÎÉÖÅÒÓÉÔÙ ÁÄÍÉÎÉÓÔÒÁÔÏÒÓ ȰÐÒÏÔÅÃÔÉÏÎȱ ÍÏÎÅÙ ÉÎ ÅØÃÈÁÎÇÅ ÆÏÒ ÂÅÉÎÇ 

ÌÅÆÔ ÁÌÏÎÅȟ ÓÏÍÅÔÈÉÎÇȭÓ ÎÏÔ ÒÉÇÈÔȢ 
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Underfunded or underpe rforming? Depends on who 

you ask 

A neat bit of wordplay takes place when people talk about 

whether U.S. research universities need to change their strategies for 

commercializing the inventions and patents that arise from on-

campus labs.  This particular debate involves two camps:  those who 

ÂÅÌÉÅÖÅ ÕÎÉÖÅÒÓÉÔÉÅÓ ÁÒÅ ÕÎÄÅÒÆÕÎÄÅÄȟ ÁÎÄ ÔÈÏÓÅ ×ÈÏ ÂÅÌÉÅÖÅ ÔÈÅÙȭÒÅ 

underperforming.  

4ÈÅ ÆÉÒÓÔ ÃÁÍÐȟ ÔÈÅ ȱ5ÎÄÅÒÆÕÎÄÅÒÓȟȱ ÁÒÅ ÉÎ ÆÁÖÏÒ ÏÆ ÔÈÅ ÃÕÒÒÅÎÔ 

approach.  They claim that the university unit that patents and 

licenses inventions ɀ aka the technology transfer office ɂ  is doing 

fine but just needs more money.  This is the stepping off point for 

ÔÈÉÓ ÇÒÏÕÐȭÓ ÒÅÃÏÍÍÅÎÄÁÔÉÏÎ ÔÈÁÔ ÔÈÅ ÂÅÓÔ ÓÏÌÕÔÉÏÎ ×ÏÕÌÄ ÂÅ ÆÏÒ ÔÈÅ 

feds to give universities more money to keeping doing whaÔ ÉÔȭÓ 

doing, but bigger:  hire more staff, set up lots of entrepreneur 

networking events, institute on-campus classes to teach professors 

how to be better at business, and build proof of concept centers.  

)Î ÃÏÎÔÒÁÓÔȟ ÔÈÅ ÏÔÈÅÒ ÃÁÍÐȟ ÔÈÅ Ȱ5ÎÄÅÒÐÅÒÆÏÒÍÅÒÓȟȱ ÁÄÖÏÃÁÔÅ 

radical re-thinking of the current university technology transfer 

process.  Their recommendations focus on changing, not upgrading 

the current approach.  For example, an oft-discussed alternative 

strategy is that universities de-centralize  the technology transfer 

process by permitting faculty and students to manage the 

commercialization process themselves.  Another sometimes 

recommended alternative strategy is to ask science funding agencies 

to mandate that universities utilize non-exclusive, royalty-free 

licenses to enable cheap and easy public access to university-owned 

patents.  Additional alternative strategies include instituting 

regional,  multi-university patent pools, instituting an online patent 
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auction system, or releasing un-licensed university patents into the 

public domain.        

So what is it?  Underfunded or underperforming?  Two standard 

ÁÎÓ×ÅÒÓ ×ÏÒË ÊÕÓÔ ÆÉÎÅ ÈÅÒÅȡ  ÆÉÒÓÔȟ ȰÉÔ ÄÅÐÅÎÄÓ ÏÎ ×ÈÏ ÙÏÕ ÁÓËȟȱ ÁÎÄ 

ÓÅÃÏÎÄȟ ȰÔÈÅ ÔÒÕÔÈ ÉÓ ÓÏÍÅ×ÈÅÒÅ ÉÎ ÔÈÅ ÍÉÄÄÌÅȢȱ   .ÏÔ ÖÅÒÙ ÓÁÔÉÓÆÙÉÎÇȟ 

eh?  HÅÒÅȭÓ ÍÙ ÑÕÉÃË ÁÎÄ ÅÑÕÁÌÌÙ ÕÎÓÁÔÉÓÆÙÉÎÇ ÁÎÓ×ÅÒ ÔÏ ÔÈÉÓ 

ÑÕÅÓÔÉÏÎȡ  ȱÎÏÂÏÄÙ ËÎÏ×Ó ×ÈÅÔÈÅÒ ÕÎÉÖÅÒÓÉÔÙ ÔÅÃÈÎÏÌÏÇÙ ÔÒÁÎÓÆÅÒ 

ÓÔÒÁÔÅÇÉÅÓ ÁÒÅ ÕÎÄÅÒÆÕÎÄÅÄ ÏÒ ÕÎÄÅÒÐÅÒÆÏÒÍÉÎÇȢȱ 

7ÈÁÔ ÄÏ ) ÍÅÁÎ ÂÙ ÔÈÉÓȩ  ) ÍÅÁÎȟ ÔÈÁÔ ÔÈÅ ÃÌÁÓÓÉÃ ȰÕÎÄÅÒÆÕÎÄÅÄȱ 

ÖÓȢ ȰÕÎÄÅÒÐÅÒÆÏÒÍÉÎÇȱ Äebate is not the core discussion here; 

instead, it represents the tip of a larger iceberg.  Hulking underneath 

the surface of the water lurks a more imposing challenge:  no one can 

ÁÇÒÅÅ ÏÎ ×ÈÁÔ ÃÏÎÓÔÉÔÕÔÅÓ ȰÅÆÆÅÃÔÉÖÅ ÕÎÉÖÅÒÓÉÔÙ ÔÅÃÈÎÏÌÏÇÙ ÔÒÁÎÓÆÅÒȱ 

since the question of underlying mission remains a moving target.  If 

ÙÏÕ ÁÓË ÔÅÎ ÄÉÆÆÅÒÅÎÔ ÐÅÏÐÌÅ ×ÈÁÔ Á ÕÎÉÖÅÒÓÉÔÙȭÓ ÔÅÃÈÎÏÌÏÇÙ ÔÒÁÎÓÆÅÒ 

mission should be, you get ten different answers.    

No clear mission = countless different ideas of what success 

should look like = no clear discussion.  Intelligent discussions of 

university technology transfer strategy end up shipwrecked since 

stakeholders come to the table to lobby for, or to defend their own 

version of things should be.   But of course everybody has harbors 

ÈÅÒ Ï×Î ÁÇÅÎÄÁ ÁÎÄ ÐÒÉÏÒÉÔÉÅÓȦ   4ÈÁÔȭÓ ÎÏÔ ÔÈÅ ÓÏÕÒÃÅ ÏÆ ÔÈÅ 

ÐÒÏÂÌÅÍȠ ÔÈÁÔȭÓ ÊÕÓÔ ÒÅÁÌÉÔÙȢ  4ÈÅ ÐÒÏÂÌÅÍÓ ÁÒÉÓÅ ×ÈÅÎ ÓÔÁËÅÈÏÌÄÅÒÓ 

ÔÈÉÎË ÔÈÅÙȭÒÅ ÔÁËÉÎÇ ÐÁÒÔ ÉÎ ÔÈÅ ÓÁÍÅ ÄÉÓÃÕÓÓÉÏÎ ÂÕÔ ÁÒÅ ÁÃÔÕÁÌÌÙ 

debating within their own unique frame of reference without 

ÁÃËÎÏ×ÌÅÄÇÉÎÇ ÔÈÅÉÒ ÂÉÁÓÅÓ ÁÎÄ ÁÇÅÎÄÁÓȢ  4ÈÁÔȭÓ ÈÏ× ÇÒÏÕÐÓ ÏÆ 

ÐÅÏÐÌÅ ÓÕÃÈ ÁÓ ÔÈÅ Ȱ5ÎÄÅÒÆÕÎÄÅÒÓȱ ÁÎÄ ÔÈÅ Ȱ5ÎÄÅÒÐÅÒÆÏÒÍÅÒÓȱ ÅÎÄ 

up speaking past one another. 

Consider the following groups:    1) university scientists 

/inventors   2) federal and state scientific funding agencies   3) 
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university administrators and technology transfer staff   4) 

companies and entrepreneurs and 5) humanitarian agencies.    

Imagine asking these diverse groups of people to intelligently 

debate one another on the merits and drawbacks of the current 

system of university technology transfer.  Would meaningful dialog 

ÅÍÅÒÇÅȩ  ,ÏÔÓ ÏÆ ÉÎÔÅÒÅÓÔÉÎÇ ÉÄÅÁÓ ×ÏÕÌÄ ÌÉËÅÌÙ ÂÅ ÏÆÆÅÒÅÄȟ ÂÕÔ )ȭÄ ÂÅÔ 

ÔÈÁÔ ÙÏÕȭÄ ×ÏÎÄÅÒ ×ÈÅÔÈÅÒ ÔÈÅÙȭÒÅ ÁÌÌ ÔÁÌËÉÎÇ ÁÂÏÕÔ ÔÈÅ ÓÁÍÅ 

system.  Even better, imagine asking them for recommendations on 

how to make the current system better.  Cacophony. 

In psychological lingo, the tendency of people to view things a 

certain way as a result of what role they play in a social system is 

ÃÁÌÌÅÄ ȰÒÏÌÅ ÂÉÁÓȢȱ  5ÎÅØÁÍÉÎÅÄ ÒÏÌÅ ÂÉÁÓ És a large part of the reason 

that technology transfer stakeholders appear to be interpreting the 

same situation is such dramatically different ways.   John Tyler, 

general counsel for Kauffman Foundation, once aptly described the 

situation as follows: 

Ȱ4Ï Óome degree, how universities have operated under Bayh-Dole 

might be analogized to people who tend to look at advancing 

innovation through a particular window in a room with a full 

circle, panoramic view of forests, meadows, beaches, and 

mountains, depending on the window. Even if the view through 

any particular window is good, it is not the only window in the 

room. There are other viewsɀɀother windowsɂthat contribute to 

the overall view from the room with the other windows enhancing 

appreciation of the beauty. Failing or refusing to take advantage 

of the views offered from other windows denies potential by 

denying information and alternatives; it also can lead to a 

ÄÉÓÔÏÒÔÅÄ ÒÅÁÌÉÔÙ ÒÅÍÉÎÉÓÃÅÎÔ ÏÆ 0ÌÁÔÏȭÓ !ÌÌÅÇÏÒÙ ÏÆ ÔÈÅ #ÁÖÅȢȱ 
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How do we break this gridlock?  )ÔȭÓ ÔÉÍÅ ÆÏÒ ÓÔÁËÅÈÏÌÄÅÒÓ ÔÏ 

surface their role biases and factor in its effect on their perception of 

the university technology transfer process.  Imagine the corrective 

power of understanding role bias in discussions in which 

stakeholders ɂ despite good intentions and even good information 

ɂ continue to insist on widely varying interpretations of the same 

ÒÅÁÌÉÔÙȢ  ,ÏÂÂÙÉÎÇ ÆÏÒ ÏÎÅȭÓ ÓÅÌÆÉÓÈ ÁÇÅÎÄÁÓ ÂÅÃÏÍÅÓ ÍÏÒÅ ÄÉÆÆÉÃÕÌÔȢ  

Disagreements over core issues begin to make more sense.  

What to do?   The federal government has made various 

attempts to learn more about the university technology transfer 

process but my sense is that their efforts are also stymied by the 

ȰÕÎÄÅÒÆÕÎÄÅÄ ÖÓȢ ÕÎÄÅÒÐÅÒÆÏÒÍÉÎÇȱ ÄÉÌÅÍÍÁȢ  In 2009, the White 

House, Office of Science and Technology Policy and National 

Economic Council issued a Request for Information two years ago to 

ask regular people their opinions on how to improve the university 

technology transfer process.  More than 200 people and 

organizations toiled to craft thoughtful and comprehensive 

responses, but there was no public follow up or actions that resulted 

from the information.  (Did they issue that RFI just to keep us busy 

and quiet, like giving little kids crayons in a restaurant?)   

4ÈÅ $ÅÐÁÒÔÍÅÎÔ ÏÆ #ÏÍÍÅÒÃÅȭÓ ÌÁtest stab at leadership has 

been to sponsor a recent gargantuan report on technology transfer 

and federal laboratories.  The report has a lot of intriguing insights in 

ÉÔ ÂÕÔ )ȭÌÌ ÂÅ Αρπ ÔÈÁÔ ÌÉËÅ ÔÈÅ 2&) ÒÅÓÐÏÎÓÅÓȟ ÉÔ ÁÌÓÏ ÓÉÔÓ ÁÎÄ ÃÏÌÌÅÃÔÓ 

dust with no resulting action.  Other federal attempts include the $12 

million  i6 challenge launched by the Economic Development 

Administration (EDA), and its follow-on, the i6 Green Challenge.  

These are all worthy attempts. But my sense is that research and RFI 

respoÎÓÅÓ ÈÁÖÅÎȭÔ ÂÅÅÎ ÔÒÁÎÓÆÏÒÍÅÄ ÉÎÔÏ ÃÏÎÃÒÅÔÅ ÁÃÔÉÏÎȢ  !ÎÄ ÔÈÅ Éφ 

proof-of-concept centers expand on an approach that already exists 
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ÎÏ× ÁÔ -)4 ÁÎÄ 5#3$ȟ ÂÕÔ ×ÏÎȭÔ ÂÒÉÎÇ ÕÓ ÁÎÙ ÃÌÏÓÅÒ ÔÏ ÅØÐÌÏÒÉÎÇ 

alternative strategies that should be piloted as well.  

The Department of Commerce -  to lead us towards greater 

clarity ɀ should toss a few dollars at the problem of role bias.  It will 

be money well spent. The Department of Commerce should fund a 

study to learn whether stakeholder role bias is preventing 

meaningful and productive discussion of the university technology 

transfer process.  Here are the blind spots that appear to be 

ÃÕÒÒÅÎÔÌÙ ÉÍÐÅÄÉÎÇ ÏÕÒ ÕÎÄÅÒÓÔÁÎÄÉÎÇȡ  ρɊ ÐÅÏÐÌÅ ÃÁÎȭÔ ÁÇÒÅÅ ÏÎ ÔÈÅ 

ÕÎÄÅÒÌÙÉÎÇ ÍÉÓÓÉÏÎ ÆÏÒ Á ÕÎÉÖÅÒÓÉÔÙȭÓ ÅÆÆÏÒÔÓ ÔÏ ÐÌÁÃÅ ÒÅÓÅÁÒÃÈ ÉÎÔÏ 

ÃÏÍÍÅÒÃÉÁÌ ÕÓÅȢ  ςɊ  3ÏÍÅ ÂÅÌÉÅÖÅ ÔÏÄÁÙȭÓ ÁÐÐÒÏÁÃÈ ×ÏÒËÉÎÇ ×ÅÌÌȟ 

others want to change it   3) for those who believe that change is 

ÎÅÅÄÅÄȟ ×ÈÁÔ ÁÓÐÅÃÔÓ ÏÆ ÔÏÄÁÙȭÓ ÓÔÒÁÔÅÇÙȟ ÅØÁÃÔÌÙȟ ÎÅÅÄÓ ÔÏ ÃÈÁÎÇÅ 

and how? 

It would be interesting to see who believes what.  Do you think 

ÔÈÁÔ Á ÐÅÒÓÏÎȭÓ ÁÎÓ×ÅÒÓ ÔÏ ÔÈÅ ÆÏÌÌÏ×ÉÎÇ ÑÕÅÓÔÉÏÎÓ ×ÏÕÌÄ ÃÈÁÎÇÅ ÉÆ 

ÓÁÙȟ ÔÈÅÙ ×ÏÒËÅÄ ÉÎÓÉÄÅ Á ÕÎÉÖÅÒÓÉÔÙȭÓ ÔÅÃÈÎÏÌÏÇÙ ÔÒÁÎÓÆÅÒ ÏÆÆÉÃÅȟ ÏÒ 

were trying to spin off a startup, or were an inventor?  For example: 

1.  Should a university technology transfer office be an optional 

service to university faculty or should it be a profit center for 

the university? 

2.  IÓ ÔÈÅ ÕÎÉÖÅÒÓÉÔÙȭÓ ÒÏÌÅ ÔÏ ÅÎÓÕÒÅ ÂÒÏÁÄ ÁÄÏÐÔÉÏÎ ÏÆ ÆÅÄÅÒÁÌÌÙ 

funded research or should the university manage its collection 

of patents and inventions as if it were an intellectual property 

broker or merchant? 

3.  IÆ Á ÕÎÉÖÅÒÓÉÔÙ ÉÎÖÅÎÔÉÏÎ ȰÇÅÔÓ Á×ÁÙȱ ÁÎÄ ÆÁÌÌÓ ÉÎÔÏ 

widespread mainstream use without being patented or earning 

the university any money, did the university fail in its 

technology transfer mission? 
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4.  Why do almost a third of patents attributed to a university 

faculty member land in companies without the university 

administering a license.  Is this a good thing or should a 

university attempt to curtail the dissemination of what some 

ÃÁÌÌ ȰÒÏÇÕÅ )0Ȣȱ 

5.  IÓ ÔÈÅ ÕÎÉÖÅÒÓÉÔÙȭÓ ÐÁÔÅÎÔÉÎÇ ÁÎÄ ÌÉÃÅÎÓÉÎÇ ÐÒÏÃÅÓÓ ÈÁÖÉÎÇ Á 

beneficial or negative effect on innovation in your industry or 

field of research? 

6.  Should university faculty be permitted to play a formal 

leadership role in a startup based on their invention?   

7.  Should the current system remain the same, or should it 

change?  If so, what should change?    

8.  What should government policy makers do to improve the 

current process?  Should changes be mandated as a condition of 

a university receiving federal funding for scientific research?  

I, personally, would love to see the impact, if any, of role bias in 

determining how people answer meaty questions such as these.  

These stakeholders may be speaking their truth, but given the 

complexity of the process of bringing raw university research to the 

marketplace, several versions of the truth can ricochet around 

without connecting.   

So back to the Big Question:  underfunded or underperforming?    

My hunch is that role bias has a strongÌÙ ÉÎÆÌÕÅÎÃÅ ÏÎ ÏÎÅȭÓ ÁÎÓ×ÅÒȢ  

But right now, given the lack of real insight and honest discussion, 

ÉÔȭÓ ÉÍÐÏÓÓÉÂÌÅ ÔÏ ËÎÏ×Ȣ 
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Introducing the free market into university technology 

transfer services  

An effective university technology transfer model should take 

advantage of lessons learned from the current process, tap into the 

ÐÏ×ÅÒ ÏÆ ÔÈÅ ÆÒÅÅ ÍÁÒËÅÔȟ ÕÓÅ ÔÏÄÁÙȭÓ ÉÎÔÅÒÎÅÔ ÔÅÃÈÎÏÌÏÇÉÅÓȟ ÁÎÄ 

enlist emerging open innovation paradigms.   The good news is that 

ÄÒÁÓÔÉÃ ÃÈÁÎÇÅ ÔÏ ÔÏÄÁÙȭÓ ÕÎÉÖÅÒÓÉÔÙ ÔÅÃÈ ÔÒÁÎÓÆÅr process may not be 

necessary.   

I propose an new, alternative method to commercialize 

university research.  ,ÅÔȭÓ ÃÁÌÌ ÔÈÉÓ ÐÒÏÐÏÓÅÄ ÍÏÄÅÌ ÔÈÅ Ȱ0ÌÁÎ "ȱ 

approach.  Plan B would complement, rather than replace, the work 

of the university TTO.   This proposed model would maintain the 

ÃÏÒÅ ÏÆ ÔÏÄÁÙȭÓ ÕÎÉÖÅÒÓÉÔÙ ÔÅÃÈ ÔÒÁÎÓÆÅÒ ÍÏÄÅÌȟ ÂÕÔ ×ÏÕÌÄ ÔÁËÅ 

advantage of the power of the free market, capture the long tail of 

invention licensing, and make use of open innovation  licensing 

paradigms.  

In the Plan B approach, universities would give their TTO first 

right of refusal for new inventions, remaining the first step in the 

university commercialization process.  Within a specified time frame, 

the TTO would choose one of two options:  commit to managing an 

invention or formally turn down the opportunity and would hand 

the reins over to the inventor.  If the TTO declined, faculty would be 

offered the chance to manage the invention themselves, or would be 

permitted to enlist third party commercial agents.   

The selected agent would work on commission only and would 

assume the costs associated with getting an invention ready for 

market such as patent, marketing and prototyping expenses.  In 

essence, the agent would fully step into the role ordinarily played by 
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the universÉÔÙ 44/Ȣ   2ÅÇÁÒÄÌÅÓÓ ÏÆ ÔÈÅ 44/ȭÓ ÄÅÃÉÓÉÏÎȟ ÔÈÅ ÕÎÉÖÅÒÓÉÔÙ 

would still retain title to the invention.   

The university TTO would continue to co-exist with faculty-led, 

third party commercialization efforts.   By adding a second 

alternative pathway to technology transfer, there would be no 

reason for hardworking, under resourced university TTOs to 

struggle under the avalanche of inventions they simply do not have 

time or resources to work on.    

The Plan B approach would make it clear to university 

administrators that each languishing unpatented and unlicensed 

invention represents a real and marked opportunity cost to the 

university and inventors.   As a result, the university would strongly 

encourage the university TTO to share its workload with inventors 

and third party agents, especially since the commercial agents would 

assume all costs and get paid on commission.  Rather than 

continuing to store thousands of unpatented and unlicensed 

inventions in a central university tech transfer office, commercial 

agents would get a crack at finding a use for the thousands of 

inventions the TTO does not have the time to fully focus on.   

Agents could write their own license terms as long as they 

agreed to the single university-mandated condition, royalty 

distribution.  Agents would receive a third of the distributed 

royalties for any license they execute; the inventor and the 

university would receive the remaining 2/3s.   The university would 

continue to receive a third of distributed royalties, regardless of 

whether the invention was executed by the university TTO, by the 

inventor, or by a third party commercial agent. 

To prevent aging inventions from dying a slow, silent death in 

the university TTO, after two or three years of disclosure, 

universities would place all unpatented, unlicensed inventions into 
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the public domain.  Regardless of who was managing the 

commercialization process, all unpatented, unlicensed inventions 

would be handled the same way, by being released into the public 

domain.  If businesses or tinkerers wanted to use the technology, 

they could sign an optional, click-thru, non-exclusive variant of a 

Creative Commons license.  The motivation to do this small bit of 

paperwork would be that this license would bind neither the 

university nor the licensee; instead, its purpose would be to release 

the university from indemnity and provide verification that the 

university gave up title, therefore will not sue over IP issues.   

)Î ÓÕÍÍÁÒÙȟ ÈÅÒÅȭÓ ÈÏ× ÔÈÉÓ ÐÒÏÐÏÓÅÄ ÍÏÄÅÌ ×ÏÕÌÄ ×ÏÒËȢ  

1. Faculty and student inventors would disclose their invention 
online to the university-provided tech transfer office.  To 
accurately capture the technology and ease the TTO workload, 
inventors would describe and post their own inventions. 

2. All disclosed inventions and materials would be immediately 
publicly available in a database that anybody could search and 
browse. 

3. The university TTO would first assess the invention.  They 
would exercise the first right of refusal within a specified time 
period of 2-3 few months (some universities already do this; 
Stanford is a good example). 

4. If the university TTO decides that it lacks sufficient resources 
or subject expertise to effectively patent and market the 
invention, then the TTO would formally hand the reins over to 
inventor to manage the commercialization process.  

5. The inventor would now be at the helm of the 
commercialization process. Key point: even if the university 
TTO elected not to manage the commercialization process, the 
university would continue to retain title to any future patent or 
copyright.  

6. The inventor would now have a few choices: do nothing (this 
is why the initial disclosure should publicly posted online), 



University technology transfer strategy 

42 

pursue a patent and license on her own, or select a third party, 
commercial agent. This is where the free market would come in. 

7. If the inventor were to select a commercial agent, the agent 
would work on a commission model to manage the 
commercialization process.  Key point: Commercial agents 
×ÏÕÌÄ ÈÁÖÅ ÔÏ ÁÇÒÅÅ ÔÏ ÔÈÅ ÕÎÉÖÅÒÓÉÔÙȭÓ ÒÏÙÁÌÔÙ ÐÁÙÍÅÎÔ ÓÃÈÅÍÅ 
as a condition of accepting the job. Therefore, if a license were to 
be successfully executed by an agent, the university and the 
inventor would still receive 1/3 apiece.  The agent would take 
the remaining 1/3 as commission. 

8. If neither the university TTO, nor the commercialization agent 
chose to pursue a patent and license for an invention, two years 
after the initial public disclosure of the invention, all 
unpatented, unlicensed inventions would go into the public 
domain. The invention would now be available via a simple, 
non-exclusive license that would release the university from 
indemnity and verify the university gave up title and will not 
sue for patent rights. 

9.  To increase transparency, hence accountability, all inventions 
in the public database would be clearly flagged as to their status, 
the name of the selected commercialization agent, and the time 
elapsed since the invention was first publicly disclosed. 

Everybody benefits.  

The great thing about the Plan B approach is that it addresses 

the backlog of unpatented, unlicensed inventions that comprise the 

majority of most university IP portfolios.  The university still gets 

first chance to cherry pick the inventions it considers the most 

valuable.  Since the university receives royalty payments regardless 

of whether their TTO or a third party agent made the deal, 

universities have nothing to lose by opening up their tech transfer 

process to third parties, especially on inventions the university TTO 

does not have the time and money to develop.  
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Fear, uncertainty and doubt and university IP strategy  

Fear, uncertainty and doubt (FUD) provide a shoddy foundation 

for an effective innovation strategy.  Blogger Jeffrey Phillips argued 

that FUD-ÂÁÓÅÄ ÍÁÒËÅÔÉÎÇ ÃÁÍÐÁÉÇÎÓ ÖÁÌÕÅ Ȱ×ÈÁÔȭÓ ËÎÏ×Î ÁÎÄ 

experiencÅÄ ȣ ÉÎ Á ÄÅÃÉÓÉÏÎ ÐÒÏÃÅÓÓ ɍÍÏÒÅɎ ÔÈÁÎ ×ÈÁÔȭÓ ÎÅ× ÏÒ 

unknown. [FUD marketing] argues that consistency in decision 

making and loyalty to the status quo are more valuable and more 

ÄÅÆÅÎÓÉÂÌÅ ÔÈÁÎ ÃÈÁÎÇÅȢȱ    

&5$ ÍÁÙ ÂÅ Á ÓÈÏÄÄÙ ÓÔÒÁÔÅÇÙ ÂÕÔ ÉÔȭÓ ×ÉÄÅÌÙ ÕÓÅÄȢ  (ÅÒÅȭÓ ÁÎ 

example of a typical FUD marketing technique:  FUD-utilizing 

ÃÏÍÐÁÎÙ 8 ÓÁÙÓ ȰÉÆ ÙÏÕ ÂÕÙ ÃÏÍÐÅÔÉÔÏÒȭÓ ЃÒÉÖÁÌ ÐÒÏÄÕÃÔ ɉÓɊЄȟ ÔÈÏÕÇÈ 

you will pay less for their product at first, you will pay far more 

down the road in support fees, poor product security and poor 

compatibility  ×ÉÔÈ ÅØÉÓÔÉÎÇ ÉÎÄÕÓÔÒÙ ÓÔÁÎÄÁÒÄÓȢȱ   

FUD is a great technique for incumbent companies that have a 

strong incentive to want things to stay the same.  However, a 

company too fluent in FUD marketing puts their own internal culture 

at risk.  How?  A relentless focus on defending the status quo may 

spill over into ÆÒÏÍ ÅØÔÅÒÎÁÌ ÍÁÒËÅÔÉÎÇ ÍÅÓÓÁÇÅÓ ÉÎÔÏ Á ÃÏÍÐÁÎÙȭÓ 

core culture.  When FUD becomes part of an organizational fabric, it 

fosters a negative, innovation-resistant internal environment, 

steering would-be strategy-setters away from fact-based decisions 

and deterring them from exploring great new ideas.    

Inward-facing FUD is devastating to ÁÎ ÏÒÇÁÎÉÚÁÔÉÏÎȭÓ ÁÂÉÌÉÔÙ ÔÏ 

innovate.  Inward-facing FUD is when people use fear as a tool to 

make a point or to justify to their peers and management or 

shareholders why strategic change is dangerous and should be 

avoided.  Frequently, inward-facing FUD also goes by another name:  

ȰÐÏÌÉÔÉÃÓ.ȱ   
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Inside a FUD-infected company, inward-facing FUD is employed 

as a tool by competing fiefdoms to gain control.  FUD-slinging 

political animals use fear, uncertainty and doubt to justify strategy 

that wins them a bigger slice of the pie and limits the productivity of 

other parts of the organization.  When inward-facing FUD works, 

eventually, a strategic decision-making process that would have 

been best carried out in a rational, fact-based manner ends up 

becoming a deformed, unrecognizable version of its former itself. 

3ÏÍÅ ÐÅÏÐÌÅ ÃÁÌÌ ÔÈÉÓ ȰÁ $ÉÌÂÅÒÔ ÍÏÍÅÎÔȢȱ 

Internal FUD has an even darker side.  It can provide a 

smokescreen for someone defending a self-serving and unpopular 

course of action.  Internal FUD can be is harder to identify than 

outward-focused marketing FUD, and more difficult to inoculate 

against when youȭÒÅ Ó×ÉÍÍÉÎÇ ÒÉÇÈÔ ÉÎ ÔÈÅ ÍÉÄÓÔ ÏÆ ÉÔȢ    #ÏÍÐÁÎÉÅÓ 

use marketing FUD to defend their incumbency against their 

competitors.  Internal divisions use FUD to convince themselves and 

others that even though the status quo is miring an organization in 

dysfunctional procedures and antiquated products or services, the 

ÄÉÖÉÓÉÏÎ ÁÎÄ ÃÏÍÐÁÎÙ ÎÅÅÄ ÔÏ ËÅÅÐ ÄÏÉÎÇ ×ÈÁÔ ÔÈÅÙȭÒÅ ÄÏÉÎÇ or else 

ȰÂÁÄ ÔÈÉÎÇÓ ×ÉÌÌ ÈÁÐÐÅÎ.ȱ   

)ȭÖÅ ÓÅÅÎ ÉÎÔÅÒÎÁÌ &5$ ÕÓÅÄ ÅÖÅÒÙ×ÈÅÒÅ )ȭÖÅ ×ÏÒËÅÄ ɂ 

corporate, academic and government ɂ so no sector is exempt.  In 

my experience, however, despite good intentions, university 

administrations are particularly vulnerable to rampant infestations 

of inward-facing FUD.   While undoubtedly all parts of a university 

administration are riddled with FUD-slinging fiefdoms, in my 

experience, a particularly FUD-ridden university strategy ɂ or lack 

thereof ɀ is conducted by the university fiefdoms that manage 

university patent portfolios .   
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Most universities work hard to develop a reasonable strategy to 

navigate the complicated ecosystem that surrounds innovative 

university research.   However, too frequently, universities, even 

prestigious ones striving to foster an entrepreneurial climate on 

campus, use fear, not facts, to justify their IP policy, particularly 

when it comes to IP clauses in industry/university research 

sponsorships.  

For those unfamiliar with university/industry research 

collaborations, when a company wants to formally conduct joint 

research with university scientists, the company is required to agree 

to an IP clause that gives the university full ownership of any 

patents, materials and data that result from the research project.  

Since businesses, obviously, also have a stake in the results of the 

ÒÅÓÅÁÒÃÈ ÔÈÅÙ ÁÒÅ ÓÐÏÎÓÏÒÉÎÇȟ ÔÈÅÙȭÒÅ ÎÏÔ so eager to both fund the 

research project and to also sign away their rights.  As a result, many 

businesses report that their biggest barrier to joining forces with 

universities to pursue innovative research is an IP clause whose 

purpose appears to be to ÐÒÏÔÅÃÔ ÔÈÅ ÕÎÉÖÅÒÓÉÔÙȭÓ ÉÎÔÅÒÅÓÔÓȢ   )Æ 

ÎÅÉÔÈÅÒ ÓÉÄÅ ÉÓ ×ÉÌÌÉÎÇ ÔÏ ÇÉÖÅ ÉÎȟ ÉÔȭÓ ÎÏÔ ÕÎÃÏÍÍÏÎ ÆÏÒ Á ÏÎÅ-sided IP 

clause to become a deal-breaker.   

Why would a university jettison a perfectly good research 

collaboration by insisting on owning phantom patents that may or 

may not arise from research results?   Because the technology 

commercialization unit is tasked with monetizing and safeguarding 

ÔÈÅ ÕÎÉÖÅÒÓÉÔÙȭÓ )0 ÐÏÒÔÆÏÌÉÏȢ  7ÈÅÎ Á ÆÁÃÕÌÔÙ ×ÉÎÓ ÁÎ ÉÎÄÕÓÔÒÙ 

research contract, the tech commercialization office must approve 

the deal.   

)ÍÁÇÉÎÅ ÙÏÕȭÒÅ ÒÅÓÐÏÎÓÉÂÌÅ ÆÏÒ ÙÏÕÒ ÕÎÉÖÅÒÓÉÔÙȭÓ ÐÁÔÅÎÔ 

portfolio.  Just this once, you agree to an industry-sponsored 

research collaboration that has no IP clauses.  In other words, the 
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company gets to walk away with whatever intellectual property (if 

any) results from the sponsored research.   

Now imagine this:  the company walks away with a new 

algorithm that becomes the next Google, or a new chemical formula 

that becomes the next Gatorade.  You, the unfortunate soul who 

approved the contract, have seriously dented your professional 

standing ÁÎÄ ÉÎ ÔÈÅ ÕÎÉÖÅÒÓÉÔÙȭÓ ÅÙÅÓȟ ÈÁÖÅ ÌÅÔ ÍÉÌÌÉÏÎÓ ÏÆ ÄÏÌÌÁÒÓ ÏÆ 

intellectual property slip out the door.  Because of the one-in-a-

thousand chance that a joint research project might result in a 

lucrative new idea, the technology transfer office is incented to err 

on the side of caution and insist on strong and mandatory IP clauses.     

(ÅÒÅȭÓ ×ÈÅÒÅ &5$ ËÉÃËÓ ÉÎȢ  !t unfortunate universities where a 

conscientious tech commercialization service is perceived by its 

customers as the grim reaper of innovation, to defend its frequently 

unpopular position, its administration will claim that without 

stringent IP clauses, the university would be mercilessly fleeced by 

greedy companies (fear).  Rather ÔÈÁÎ ÄÅÆÅÎÄÉÎÇ ÔÈÅ ÕÎÉÖÅÒÓÉÔÙȭÓ )0 

strategy with rational arguments backed by solid data and several 

convincing case studies, instead, a skilled FUD-meister will paint a 

fear-based, statistically unlikely, but compelling picture of how he or 

she is singlehandedly saving the university from foolishly giving 

away millions and millions of dollars in licensing revenue. 

Letting phantom patent revenue stifle research partnerships is 

not in the best interests of the university, the faculty, and the tax-

payers.   At most universities, future patent revenue is a case of 

wishful thinking since 99% of university patents never earn money.  

In fact, since universities take a hefty overhead cut on every research 

grant ɂ corporate and federal ɂ that comes in the door, the income 

a university earns from research grants far outweighs the revenue 

ÅÁÒÎÅÄ ÆÒÏÍ ÌÉÃÅÎÓÉÎÇ ÐÁÔÅÎÔÓȢ  )Î ÃÏÎÔÒÁÓÔȟ ÔÈÅ ÕÎÉÖÅÒÓÉÔÙȭÓ 
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technology commercialization service, with a few exceptions, costs 

its universities a million or two dollars a year in office overhead and 

in legal fees for patents that no one ever uses.   

Most U.S research universities lose money on patenting and 

licensing university technologies. Almost 75% of universities with 

ÔÅÃÈÎÏÌÏÇÙ ÔÒÁÎÓÆÅÒ ÏÐÅÒÁÔÉÏÎÓ ÄÏÎȭÔ ÅÁÒÎ ÅÎÏÕÇÈ ÉÎ ÌÉÃÅÎÓÉÎÇ 

revenue to cover the costs of procuring patents and paying for 

technology transfer office operations. Approximately 15% barely 

break even, re-couping less than 4% of university research 

expenditures.   

Fewer than 10% earn enough income from licenses to earn 

ÍÏÒÅ ÔÈÁÎ υϷ ÏÆ ÒÅÓÅÁÒÃÈ ÅØÐÅÎÄÉÔÕÒÅÓȠ ÏÆ ÔÈÅÓÅ ȰÈÉÇÈ ÅÁÒÎÅÒÓȟȱ 

ÏÖÅÒ ÈÁÌÆ ÒÅÌÙ ÏÎ ÒÅÖÅÎÕÅ ÆÒÏÍ ÏÎÅ ÏÒ Ô×Ï ȰÊÁÃËÐÏÔȱ ÌÉÃÅÎÓÅÓ ÒÁÔÈÅÒ 

than a robust, sustainable and distributed revenue stream.  Yet, ever 

hopeful, 76% of surveyed university administrators from 100 top 

research universities reported that their university viewed patents 

as a "sought-after revenue-generating source.11   

Aside from money, perhaps the most biggest opportunity cost of 

faltering university/industry partnerships are the intangible 

benefits.  Our society benefits from unfettered information-sharing 

between university and company researchers, job opportunities and 

internships for students, and perhaps most importantly, an open, 

collaborative atmosphere where researchers can work together 

without worrying about their university cracking down on 

unreported inventions or unapproved resource sharing. 

To be fair, universities sometimes have good reasons to be wary 

of companies bearing gifts in the form of sponsored research 

agreements.  Many responsible, astute university administrators 

correctly want to ensure that their labs do not end up being cheap, 
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outsourced corporate research satellites.  And, although it may be 

unpopular, a flexible, case-by-case basis IP clause is not without 

merit.  (Ï×ÅÖÅÒȟ )0 ÃÌÁÕÓÅÓ ÂÅÃÏÍÅ ÉÎÎÏÖÁÔÉÏÎ ËÉÌÌÅÒÓ ×ÈÅÎ ÔÈÅÙȭÒÅ 

enforced rigidly and mechanically.   FUD may be a proven and 

powerful marketing technique, but should not be the foundation for 

ÁÎ ÏÒÇÁÎÉÚÁÔÉÏÎȭÓ ÉÎÅÆÆÅÃÔÉÖÅ ÉÎÎÏÖÁÔÉÏÎ ÓÔÒÁÔÅÇÙȢ  

Since universities lack the corrective force of a firm bottom line, 

they can afford the high cost of FUD-driven innovation strategy.  

Thanks to the Internet and new business models, the past few 

decades have brought about profound changes in the way innovative 

research and technologies are generated, managed and shared.   

Universities, however, are buffered from these winds of change.   

5ÎÉÖÅÒÓÉÔÙȭÓ ÄÅÅÐ ÐÏÃËÅÔÓ ÁÎÄ ÌÏÙÁÌ ÃÕÓÔÏÍÅÒÓ ÏÆÆÅÒ ÕÎÉÖÅÒÓÉÔÙ 

administrations little incentive to set up a culture of checks and 

balances to protect their strategic capacities against the quicksand of 

FUD-driven thinking.  Unlike a company that must continue to please 

its customers, universities have the luxury of exceedingly loyal 

ȰÃÕÓÔÏÍÅÒÓȱ ɀ current and prospective students, alumni donors, 

businesses that sponsor research, and federal funding agencies.   

University Ȱcustomersȱ are forced to be tenacious; switching 

universities, while possible, is not a simple as switching cell phone 

providers.  As a result, universities enjoy the dubious benefit of being 

able to fail slowly.  

If we continue to defend the status quo in our university IP 

ÐÏÌÉÃÉÅÓȟ ×Å ÒÉÓË ÃÈÏËÉÎÇ ÏÆÆ ÏÕÒ ÎÁÔÉÏÎȭÓ ÕÎÉÖÅÒÓÉÔÉÅÓ ÁÂÉÌÉÔÙ ÔÏ ÆÒÅÅÌÙ 

explore fresh ideas, and the opportunity for faculty and students to 

tap into the industry know-ÈÏ× ÁÎÄ ÆÕÎÄÉÎÇ ÔÈÅÙ ÎÅÅÄȢ  ,ÅÔȭÓ ÔÈÉÎË 

positive for a second:  perhaps university IP clauses are NOT a 

necessary evil.  Maybe open and flexible management of 
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university/industry partnerships would have FEWER negative 

consequences than maintaining the course universities are on now.   

Even many frontline university IP managers (yes, lots of them 

are forward-thinking people who would love to try new approaches) 

ÐÒÉÖÁÔÅÌÙ ÄÉÓÁÇÒÅÅ ×ÉÔÈ ÔÈÅÉÒ ÕÎÉÖÅÒÓÉÔÙȭÓ )0 ÐÏÌÉÃÙȟ ÙÅÔȟ ×ÈÅÎ ÆÁÃÅÄ 

with a stone walling management, keep their heads down and their 

mouths shut.  What a shame that the process of hammering out IP 

strategy is based on FUD, and not informed by factual insight from 

the practitioners actually managing the sponsored research 

contracts and patent licensing deals.    

FUD-oriented marketing has its uses, and defending an 

incumbent market position is not always a bad corporate strategy.  

However, continuing to permit inward-facing FUD to justify 

suboptimal university IP strategy could paralyze ÏÕÒ ÎÁÔÉÏÎȭÓ ÖÉÔÁÌ 

innovation ecosystem.  Since technology commercialization staff are 

muzzled and most university administrators are incented to restrict 

the free flow of university innovation, who on campus will lead the 

charge to dismantle their universÉÔÙȭÓ &5$-based IP strategy?   

) ÔÈÉÎË ÉÔȭÓ ÔÉÍÅ ÆÏÒ ÕÎÉÖÅÒÓÉÔÙ ÉÎÖÅÎÔÏÒÓ ÔÏ ÐÕÔ ÓÏÍÅ ÓËÉÎ ÉÎ ÔÈÅ 

game.  Inventors need to band together and push their 

administrators to justify incumbent IP policies with real facts and 

ÒÅÁÌ ÒÅÓÅÁÒÃÈȢ  $ÏÎȭÔ ÇÒÉÅÖÅȟ ÏÒÇÁÎÉze!   

/È ÙÅÓȟ ×ÈÉÌÅ ×ÅȭÒÅ ÏÎ ÔÈÅ ÔÏÐÉÃ ÏÆ ÁÎÔÉ-entrepreneurial 

university environments.  Some universities are claiming ownership 

of their employees inventions that were created offsite, on their own 

time, not using university resources.  Under the guise oÆ Á ȰÃÏÎÆÌÉÃÔ ÏÆ 

ÉÎÔÅÒÅÓÔȱ ÐÏÌÉÃÙȟ ÔÈÅÓÅ ÃÌÕÍÓÉÌÙ ÃÒÁÆÔÅÄ ÅÆÆÏÒÔÓ ÔÏ ÐÒÅÖÅÎÔ Á "ÉÇ )ÄÅÁ 

from getting away by prying into university employeesȭ after-work 

activity are perhaps the epitome of fear driven, doubt inducing 

ÉÎÅÆÆÅÃÔÉÖÅ ÕÎÉÖÅÒÓÉÔÙ ÓÔÒÁÔÅÇÙȢ  7ÅȭÒe all against corruption and 
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misuse of tax-payer funded resources.  But it seems that rampant 

FUD may make the prophylactic -- IP clauses and all-encompassing 

claims to any output of employee brains  -- more devastating than 

the original disease. 
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Why offshoring some tech transfer functions could help 

create U.S. jobs 

U.S. research universities churn out roughly 2/3rds of our 

ÎÁÔÉÏÎȭÓ ÂÁÓÉÃȟ ÇÁÍÅ-changing research.  In this era of tight budgets, 

some universities are offshoring the work involved in bringing on-

campus inventions to market, paying companies in India to do 

market research and low level legal work such as patent prior art 

searches.  Offshoring remains a taboo subject in our faltering 

economy, but it may not be as simple as we have been led to believe.  

I share the same reservations about offshoring work that any 

American does ɂ after all, I live in upstate New York, the land of 

decaying manufacturing cities.   

)ÔȭÓ ÃÏÕÎÔÅÒ-intuitive, but could offshoring  the 

commercialization process of university inventions help bust out 

some of the un-used backlog of innovative university technologies, 

and actually *help* our universities create domestic, high-value jobs?   

Strange as it may seem, universities that offshore knowledge work 

such as patent analysis and market research reports report a 

significant increase in new invention disclosures and happier faculty 

inventors.  And, giving overworked tech transfer staff some freed up 

time to work on more strategic, higher-visibility projects could raise 

the perÃÅÉÖÅÄ ÖÁÌÕÅ ÏÆ ÔÈÅ ÕÎÉÖÅÒÓÉÔÙȭÓ ÔÅÃÈ ÔÒÁÎÓÆÅÒ ÓÅÒÖÉÃÅÓȢ  

)Ô ÇÏÅÓ ÁÇÁÉÎÓÔ ×ÈÁÔ ÍÏÓÔ ÏÆ ÕÓ ÂÅÌÉÅÖÅȟ ÂÕÔ ÔÈÅÒÅȭÓ ÉÎÃÒÅÁÓÉÎÇ 

evidence that offshored jobs do not decrease the number of domestic 

ÊÏÂÓȢ  )Î ÆÁÃÔȟ ÒÅÃÅÎÔ ÒÅÓÅÁÒÃÈ ÃÏÎÃÌÕÄÅÓ ÔÈÁÔ ȰÁÎ ÉÎÃÒÅÁÓÅ ÉÎ 

offshoring pushes the average task performed by [U.S] natives 

toward higher cognitive and non-ÒÏÕÔÉÎÅ ÃÏÎÔÅÎÔȢȱ12  Of course 

nothing in life is free, or free of risk.  Like anything that offers 
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tempting upfront cost savings, offshoring has significant 

downsides.13   

Some people fear that offshoring could put the university at risk 

of violating export control laws, expose university innovation to 

intellectual property (IP) theft, and undermine the perceived value 

of existing on-campus tech transfer services.  Not to mention the 

horrors of modern-day sweatshops in unregulated work 

environments.    There are serious and proven downsides to 

offshoring knowledge work.  What could be the potential upsides?     

)ÔȭÓ ÅÎÔÉÒÅÌÙ ÐÏÓÓÉÂÌÅ ÔÈÁÔ ÏÆÆÓÈÏÒÉÎÇ ÐÁÔÅÎÔ ÁÎÄ ÍÁÒËÅÔ ÒÅsearch 

is not the right strategy for managing a university IP portfolio.  But if 

something could offer your university some of the benefits listed 

ÂÅÌÏ×ȟ ×ÏÕÌÄÎȭÔ ÙÏÕ ÁÔ ÌÅÁÓÔ ÂÅ ÃÕÒÉÏÕÓ ÅÎÏÕÇÈ ÔÏ ÉÎÖÅÓÔÉÇÁÔÅ 

further?   

1.  Cost savings on legal fees:   Patenting early stage 

university technologies is an expensive and uncertain business.  

In 2008, the top 20 U.S. research universities spent an average 

of $6.7 million a year on patent-related activities.  However, on 

average, these same universities got only half of that investment 

paid back.  (AUTM, 2010 data)   

Each year, the top 20 U.S. research universities continue to 

file on average, 150 or so ÐÒÏÖÉÓÉÏÎÁÌ ȰÐÌÁÃÅÈÏÌÄÅÒȱ ÐÁÔÅÎÔ 

applications (AUTM 2010).   Investing in prior art patent 

searches may save money; if a report uncovers prior art for a 

new invention, a university will know not to file a provisional 

patent application.   Universities that commission offshore prior 

art reports find that on average, prior art exists for about 15% 

of new inventions.  Some faculty, based on what they learn in a 
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prior art report, have steered their research into a fresh and 

novel direction.   

Further down the road, if a university has already paid for a 

prior art search and then later decides to file a utility patent on 

an invention, the U.S.-based attorneys that draft the final patent 

claims can do that a lot faster, hence more cheaply.         

2.  Speed:  The top 20 U.S. research universities receive an 

average of about 340 new invention disclosures each year.
14

   

University staff are burdened with hundreds of inventions to 

manage, so digging into the details of a single invention can take 

months (80-90% of university inventions never find a home in 

industry).  It takes an offshoring company about a week to 

conduct a simple prior art and market search and three weeks 

to conduct a complex analysis.    

3.  Being business capable:  Raw, early stage university 

research has no commercial value without a market context.  

When I worked in a university tech transfer office, the most 

common complaint about our technology marketing efforts was 

from business people.  They complained that we only provided 

technical information, but nothing about the potential business 

value of an invention.  We agreed completely agreed with their 

feedback, but staff simply did not have time; providing 

inventors and businesses high quality market research reports 

and patent assessments of university inventions (perhaps fairly 

enough) were not a priority of the administrators of our 

tech transfer office.    

4.  Freeing up staff time for higher -value functions:   One 

technology transfer manager told me that he commissions 

patentability and market reports for about 40% of new 
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inventions.  The reason he pays somebody else to do these 

reports is that his tech transfer office has four staff members, a 

tight budget, and needs to continually prove value to university 

inventors and administrators.   

His situation is typical.  Small tech transfer offices are 

actually the norm in U.S. research universities.  Over ninety 

percent of U.S. university tech transfer offices have fewer than 

ten professional staff members.  As a result, sixty percent of 

universities must rely on undergraduate and graduate students 

to conduct patent prior art searches and do marketing research 

on new inventions.
15

 

5.  More, and happier university inventors:   During my 

ÄÁÙÓ ÁÓ ÁÎ ÅÍÐÌÏÙÅÅ ÉÎ Á ÕÎÉÖÅÒÓÉÔÙȭÓ ÔÅÃÈ ÔÒÁÎÓÆÅÒ ÏÆÆÉÃÅȟ Ét used 

to worry me that we did not based our patenting decisions on 

facts.  When we told an inventor his technology was not worth 

patenting, no one had time to conduct a real market analysis.  

Hence we could not offer the disappointed inventor substantial 

evidence to support our decision.  As a result, some inventors 

lost trust in us.  The benefit of having real data would have been 

that lÉËÅ ÈÕÍÁÎÓ ÏÆ ÁÌÌ ÁÇÅÓȟ ×ÈÅÎ ×ÅȭÒÅ ÔÏÌÄ ȰÎÏȱ ÁÎÄ ÈÁÎÄÅÄ Á 

convincing reason why, we walk away feeling much better.       

Inventors like quick, objective and precise feedback on their 

invention.  Happy inventors are more likely to come back again with 

new inventions in the future.  University technology transfer units 

that offshored prior art searches to give to their inventors find that 

inventors responded positively and started to submit more 

invention disclosures.      

In conclusion, all of us want to help the U.S. economy find more 

ÓÏÌÉÄ ÆÏÏÔÉÎÇȢ  9ÏÕ ×ÏÕÌÄÎȭÔ ÂÅ ÒÅÁÄÉÎÇ ÔÈÉÓ ÉÆ ÙÏÕ ×ÅÒÅÎȭÔ Á 
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passionate advocate of the potential social and economic value of 

federally funded university research.  Offshoring some of the work 

associated with managing university inventions is not a step that 

should be taken lightly, or without significant investigation.  Rural 

and land-grant universities face additional PR challenges if they 

were to offshore what today are core university functions, since they 

tend to be the largest and most visible employer in the region.        

Yet, rather than dismiss a potential catalyst for university 

ÉÎÎÏÖÁÔÉÏÎ ×ÉÔÈÏÕÔ Á ÆÁÉÒ ÈÅÁÒÉÎÇȟ ÌÅÔȭÓ ÁÔ ÌÅÁÓÔ ÅØÐÌÏÒÅ ÔÈÅ ÐÒÏÓ ÁÎÄ 

cons of offshoring some university tech transfer functions.  What if a 

university could save money, place more inventions into the 

marketplace, create more startups, attract more invention 

disclosures and free up staff time for more strategic work activities?   
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7ÈÁÔ ÕÎÉÖÅÒÓÉÔÉÅÓ ÃÁÎ ÌÅÁÒÎ ÆÒÏÍ )"-ȭÓ )0 ÌÉcensing 

strategies  

U.S. research universities have something to ÌÅÁÒÎ ÆÒÏÍ )"-ȭÓ 

intellectual property (IP) licensing strategies.  )"- Ï×ÎÓ ÔÈÅ ×ÏÒÌÄȭÓ 

biggest patent portfolio.  Now I am not saying that I approve of every 

IP strategy used by Big Blue.  Nor do I mean that universities should 

behave like a for-profit corporation and attempt to wring revenue 

out of the plethora of intellectual activity that takes place on campus.  

4ÈÉÓ ×ÏÕÌÄÎȭÔ ×ÏÒË ÆÏÒ ÓÅÖÅÒÁÌ ÒÅÁÓÏÎÓȢ  I mean that some elements 

ÏÆ )"-ȭÓ )0 licensing strategy might improve the way U.S. research 

universities manage the patents that result from publicly funded on-

campus research projects.  

(ÅÒÅ ÁÒÅ ÓÏÍÅ ÅÌÅÍÅÎÔÓ ÏÆ )"-ȭÓ )0 ÌÉÃÅÎÓÉÎÇ ÓÔÒÁÔÅÇÙ ÔÈÁÔ ÁÒÅ 

relevant to university patent portfolios, although not necessarily in 

the way you would expect: 

¶ At IBM, revenue related to intellectual property holdings 

includes more than just royalties from licensing patent 

rights.  Instead, IBM includes consulting fees, payments 

ÒÅÌÁÔÅÄ ÔÏ Ȱknow-how,ȱ ÁÎÄ ÏÔÈÅÒ ÉÎÔÁÎÇÉÂÌÅÓ ÁÓ Ȱ)0-ÒÅÌÁÔÅÄȱ 

revenue  

¶ At IBM, decisions on what new technologies are patent-worthy 

are made in a de-centralized manner; individual inventors 

given performance bonuses  

¶ Selected IBM patents are cross-licensed out to other 

companies  

¶ Some IBM-created technologies that could be patented are 

placed into the public domain for anyone to use 

¶ Some selected IBM-owned patents are donated to open source 

projects      
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¶ Instead of just attorneys, IBM engineers are encouraged to 

search for potential patent infringements   

#ÌÅÁÒÌÙȟ )"-ȭÓ ÌÉÃÅÎÓÉÎÇ ÓÔÒÁÔÅÇÙ ÉÓ ÄÅÓÉÇÎÅÄ ÔÏ ÓÕÉÔ Á ÆÏÒ-profit, 

corporate environment.  What could universities learn from IBM and 

what would strategies might be appropriate for a university mission 

and culture?   

IBM strategy 1:   Monetize a broad swath of company know-how 

ÁÎÄ ÒÅÓÏÕÒÃÅÓȢ  )"-ȭÓ ÒÅÐÏÒÔÅÄ ÒÅÖÅÎÕÅ ÓÔÒÅÁÍ ÆÒÏÍ ÌÉÃÅÎÓÉÎÇ 

intellectual property is earned by monetizing a number of different 

types of company expertise and resources, not just patents.   

IBM earnings category 1:  Sales and other transfers of IP ($138 

million USD a year):  this category involves fixed fee transfers of 

IP and cross-licensing arrangements of patents.   Some of this 

includes valuation of IP in IBM divisions that were sold or spun 

off.  

IBM earnings category 2:  Licensing/royalty -based fees ($514 

million USD a year):   this category contains patent licensing 

revenue, which, according to a figure cited in an article by Joff 

Wild, accounts for an estimated 40% of earnings.   The 

remaining revenue in this category is from technology licensing.  

That includes the transfer of trade-secrets, technical know, 

training, loans of personnel, or providing access to IBM labs.    

IBM earnings category 3:  Custom development income ($501 

million USD a year):   this income consists of consulting fees for 

IBM developers who are providing customized software 

solutions to clients running proprietary IBM solutions.     

In a university setting:   Unlike IBM, universities do not license 

most of the innovative technologies and know-how that comes out of 
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university research labs.  There are good reasons for this.  University 

research is funded to improve public health and promote open-

ended scientific inquiry.  Therefore, university inventions are 

typically exploratory and in an early stage of development.   

Some university inventions make their way into a patent, but 

ÍÏÓÔ ÕÎÉÖÅÒÓÉÔÙ ÐÁÔÅÎÔÓ ÁÒÅÎȭÔ ÃÏÍÍÅÒÃÉÁÌÌÙ ÁÐÐÌÉÃÁÂÌÅȟ ÈÅÎÃÅ 

remain unlicensed. In addition, university research careers are built 

on broadcasting knowledge and know-how,  not contributing to 

commercial product development efforts.  As a result, the vast 

majority of university IP is distributed via scientific publications, 

personal relationships with industry researchers and by graduating 

students out into the work force.   IBM licenses as much of its 

company IP as it can; universities, however, should continue to favor 

open innovation.     

IBM strategy 2:    Patenting decisions are de-centralized; IBM 

inventors get bonuses.   Within each business unit, teams of 

engineers and lawyers meet regularly to review invention disclosure 

forms filed by unit engineers.  About half of the reviewed inventions 

end up filed as patent applications, earning its inventor a $1,000 

bonus.  If an invention gets a patent, the inventor receives a second 

bonus.  Each year, the company CEO identifies three or four 

inventors who have made a special contribution. Their rewards can 

reach as high as $100,000. 

In a university setting:    ) ÄÏ ÎÏÔ ÂÅÌÉÅÖÅ ÔÈÁÔ Á ÆÁÃÕÌÔÙȭÓ 

commercialization activity should factor into her tenure process (i.e. 

ÁÓ ÍÅÁÓÕÒÅÄ ÂÙ Á ÆÁÃÕÌÔÙȭÓ ÎÕÍÂÅÒ ÏÆ ÐÁÔÅÎÔÓȟ ÃÏÍÍÅÒÃÉÁÌ ÌÉÃÅÎÓÅÓȟ 

ÏÒ ÉÎÖÏÌÖÅÍÅÎÔ ÉÎ ÓÔÁÒÔÕÐÓɊȢ   (Ï×ÅÖÅÒȟ ÔÈÅÒÅȭÓ Á ÍÏÒÅ ÓÕÂÔÌÅ ÐÏÉÎÔ 

ÈÅÒÅȟ ÔÈÁÔ )"-ȭÓ ÅÎÇÉÎÅÅÒÓ ÃÏÎÄÕÃÔÉÎÇ ÉÎÎÏÖÁÔÉÖÅ ÁÎÄ ÃÏÍÍÅÒÃÉÁÌÌÙ 

viable research are not only tolerated by their departments, but 



Tech Transfer 2.0  

59 

recognized for their contribution to the larger organization.  To 

recognize inventive faculty, universities could award annual cash 

bonuses per patent issued or add patents into the formula used to 

calculate faculty annual raises.  While many university technology 

transfer offices recognize their leading inventors, small-scale 

ÃÅÒÅÍÏÎÉÁÌ ÒÅÃÏÇÎÉÔÉÏÎ ÉÓ ÎÏÔ ÁÓ ÁÔÔÒÁÃÔÉÖÅ ÁÓ Á ÎÉÃÅ ÂÕÍÐ ÉÎ ÏÎÅȭÓ 

paycheck.  

The second point here is that patenting decisions are made by 

)"-ȭÓ ÉÎÖÅÎÔÏÒÓȟ ÎÏÔ ÂÙ Á ÃÅÎÔÒÁÌÉÚÅÄ ÕÎÉÔȢ  !Ô )"-ȟ Á ÃÅÎÔÒÁÌ ÕÎÉÔ 

manages the legal and contractual aspects only after a patent has 

been identified and licensed.  In contrast, university patent decisions 

are made in a centralized technology transfer office with varying 

degrees of input from the university inventor.  

If universities were to de-centralize their patent decision-

making process, a few staff members could remain in a central 

technology transfer unit to manage patent paperwork and license-

related billing transactions.  Remaining headcount and budget could 

be distributed amongst university departments in proportion to 

inventor activity (as measured by the number of invention 

disclosures per department for the past five years).  In-college 

technology transfer staff would work directly with faculty to identify 

inventions and their patentability.  Staff placed directly into colleges 

would gain a better understanding of faculty research.  Each 

department could retain a share of resulting patent licensing 

revenue; each department would make its own patent decisions 

using its own allotted budget. 

IBM strategy 3:      Cross-license patents to other companies.  To 

save money on potential patent infringement litigation, IBM cross-

licenses selected patents with other companies.  Companies agree to 
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ÆÒÅÅÌÙ ÓÈÁÒÅ ÓÅÌÅÃÔÅÄ ÐÁÔÅÎÔÓ ÉÎ ÏÎÅ ÁÎÏÔÈÅÒȭÓ ÐÁÔÅÎÔ ÐÏÒÔÆÏÌÉÏ 

without negotiating each separate transaction.     

In a university setting:   5ÎÉÖÅÒÓÉÔÉÅÓ ÃÁÎȭÔ ÄÉÒÅÃÔÌÙ ÃÒÏÓÓ-license 

their patent portfolios w ith a single company given the obligations 

associated with publicly funded university research.  However, 

universities could cross-license patents with other research 

universities to form large, central patent pools.  Once pooled, 

corporations interested in licensing one or several patents from the 

university patent pool would sign a single license.   Participating 

ÕÎÉÖÅÒÓÉÔÉÅÓ ×ÏÕÌÄ ÄÉÖÉÄÅ ÔÈÅ ÒÅÖÅÎÕÅ ÁÔ ÙÅÁÒȭÓ ÅÎÄȟ ÅÉÔÈÅÒ ÅÖÅÎÌÙ ÏÒ 

proportionately by the number of patents licensed.   Non-profit, 

public health initiatives would also benefit from university patent 

pools.  Organizations such as UAEM and UNITAID are advocates of 

pooling university-owned patents to foster lower-cost treatments for 

AIDS, TB and malaria.      

IBM strategy 4:  Donate patents to open source projects:  In a well-

publicized maneuver in 2005, IBM donated 500 software patents to 

open source software projects, promising not to sue anyone who 

used them.  Unfortunately, five years later, IBM ended up suing a 

company that used a few of the donated patents. 

In a university setting:   Most university scientists already place 

ÔÈÅÉÒ ÄÉÓÃÏÖÅÒÉÅÓ ÉÎÔÏ ÔÈÅ ÐÕÂÌÉÃ ÄÏÍÁÉÎ ÂÙ ÐÕÂÌÉÓÈÉÎÇ ÉÔȟ ÏÒ ÉÆ ÉÔȭÓ 

software, releasing it under an open source license. Universities 

should consider placing patents that are more than five years old and 

still unlicensed into the public domain.   Taking a cue from IBM, 

universities should consider open sourcing patents that are more 

than 3-5 years old and still unlicensed.    
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IBM strategy 6:     Hunt down patent infringers.  At IBM, within 

each business unit, engineers and lawyers search out patent 

infringers.  Some engineers are even tasked with pulling apart 

ÃÏÍÐÅÔÉÔÏÒȭÓ ÔÅÃÈÎÏÌÏÇÉÅÓ ÔÏ ÆÉÇÕÒÅ ÏÕÔ ×ÈÅÔÈÅÒ ÔÈÅÙ ÁÒÅ ÕÔÉÌÉÚÉÎÇ 

IBM patents without paying IBM a license fee.  If an engineer finds 

and reports an infringement, company lawyers pressure the 

company to pay for a license.   

)"-ȭÓ ÄÅÄÉÃÁÔÉÏÎ ÔÏ ÆÉÎÄÉÎÇ ÐÏÔÅÎÔÉÁÌ ÉÎÆÒÉÎÇÅÒÓ ÉÓ ÖÉÅ×ÅÄ ÂÙ 

some as a bullying behavior that halts innovation.  Particularly in 

cases when a poteÎÔÉÁÌÌÙ ÉÎÆÒÉÎÇÉÎÇ ÃÏÍÐÁÎÙ ÃÁÖÅÓ ÉÎÔÏ )"-ȭÓ ÌÉÃÅÎÓÅ 

demands simply because it cannot afford litigation. 

In a university setting:     Not a good idea.  Several lawsuits over 

the past two decades were the result of a university suing a company 

ɂ even its own researcher ɀfor perceived patent infringement.   On a 

philosophical level, I believe that when a university launches a 

ÐÁÔÅÎÔ ÉÎÆÒÉÎÇÅÍÅÎÔ ÌÁ×ÓÕÉÔȟ ÉÔȭÓ Á ÓÉÇÎ ÔÈÅÒÅȭÓ ÓÏÍÅÔÈÉÎÇ ÄÅÅÐÌÙ 

amiss with its approach to managing federally funded university 

research.   

/Î Á ÐÒÁÃÔÉÃÁÌ ÌÅÖÅÌȟ Á ÕÎÉÖÅÒÓÉÔÙ ÓÉÍÐÌÙ ÃÁÎȭÔ ×ÉÎ ÏÎ ÐÁÔÅÎÔ 

infringement issues.  If a university sues a small company, the 

ÕÎÉÖÅÒÓÉÔÙȭÓ ÉÍÁÇÅ ÓÕÆÆÅÒÓȢ  )Æ Á ÕÎÉÖÅÒÓÉÔÙ ÓÕÅÓ Á ÌÁÒÇÅ ÃÏÍÐÁÎÙȟ ÔÈÅ 

ÕÎÉÖÅÒÓÉÔÙȭÓ ÐÏÃËÅÔÓ ÍÁÙ ÂÅ ÓÌÏ×ÌÙ ÄÒÁÉÎÅÄ ÂÙ ÙÅÁÒÓ ÏÆ pointless 

litigation.  Finally, universities do not have the personnel to search 

for infringers.  University inventors have other concerns.  Staff in the 

technology transfer office do not have the technical skill, the time, 

nor the organizational backing to follow up on reported 

infringements.     

Conclusion  
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IBM has a staunch corporate commitment to monetizing IP. It 

has deep pockets, and is willing and resourced to play patent-related 

hardball with competitors and standards bodies.  In contrast, the 

university mission and revenue model is not well-suited for 

aggressively monetizing intellectual resources.  Nor is IP-based 

hardball an appropriate role for a university that has agreed to act as 

a steward of federally funded scientific research.   

Some elemenÔÓ ÏÆ )"-ȭÓ ÁÐÐÒÏÁÃÈȟ ÈÏ×ÅÖÅÒȟ ÓÈÏÕÌÄ ÂÅ 

ÃÏÎÓÉÄÅÒÅÄȢ  5ÎÉÖÅÒÓÉÔÉÅÓ ÓÈÏÕÌÄ ÁÐÐÌÙ )"-ȭÓ ÌÁÒÇÅÌÙ ÄÅ-centralized 

patent decision-making process and shift patent decisions, staff and 

budgets into university departments.  Universities should also 

recognize and reward prolific inventors.  Universities should 

consider forming patent pools and donating unlicensed patents to 

open source initiatives. Finally, when conventional methods to find a 

commercial use for a patent have failed, universities should embrace 

alternative agent-based methods to bring research to the  

marketplace. 
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$ÏÎȭÔ ÓÈÉÐ ÔÈÅ ÏÒÇ ÃÈÁÒÔ 

One of the former Vice Presidents at Microsoft Steve Sinofsky, 

×ÁÓ ÆÏÎÄ ÏÆ ÓÁÙÉÎÇ ȰÄÏÎȭÔ ÓÈÉÐ ÔÈÅ ÏÒÇ ÃÈÁÒÔȢȱ   7ÈÁÔ ÄÏÅÓ ÔÈÁÔ ÍÅÁÎȩ  

It means your product or service (in the software business, a product 

ÉÓ ÃÏÍÐÌÅÔÅÄ ×ÈÅÎ ÉÔ ÉÓ ȰÓÈÉÐÐÅÄȱ ÔÏ ÃÕÓÔÏÍÅÒÓɊ ÓÈÏÕÌÄ ÒÅÆÌÅÃÔ ÙÏÕÒ 

ÃÕÓÔÏÍÅÒÓȭ ÎÅÅÄÓȟ ÎÏÔ ÙÏÕÒ ÏÒÇÁÎÉÚÁÔÉÏÎȭÓ ÉÎÔÅÒÎÁÌ ÓÔÒÕÃÔÕÒÅ ÁÎÄ 

politics.    

Revenue-dependent organizations such as businesses, 

intuitively undersÔÁÎÄ ÔÈÉÓȟ ÁÎÄ ÉÆ ÔÈÅÙ ÄÏÎȭÔȟ ÔÈÅÙ ÇÏ ÏÕÔ ÏÆ ÂÕÓÉÎÅÓÓȢ    

)ÔȭÓ ÎÏÔ ÓÏ ÓÉÍÐÌÅ ÆÏÒ ÕÎÉÖÅÒÓÉÔÙ ÂÕÓÉÎÅÓÓ ÕÎÉÔÓ ÓÕÃÈ ÁÓ ÔÈÅ ÔÅÃÈÎÏÌÏÇÙ 

transfer office.  On campus, university business units are the campus 

ÁÄÍÉÎÉÓÔÒÁÔÉÖÅ ÕÎÉÔÓ ÔÈÁÔ ÄÏÎȭÔ ÔÅÁÃÈ ÏÒ ÄÏ ÒÅÓÅÁÒÃÈȢ 

LeÔȭÓ ÓÔÁÒÔ ×ÉÔÈ ÔÈÅ ÏÒÇ ÃÈÁÒÔ ÐÁÒÔȢ   5Ȣ3Ȣ ÒÅÓÅÁÒÃÈ ÕÎÉÖÅÒÓÉÔÉÅÓ ÁÒÅ 

split into two major service areas:  the teaching and research portion 

(faculty and students) and the administrative portion (the university 

workers who run programs, handle grant applications, process 

student applications, athletic coaches, and high-level figureheads 

such as college Deans and the President).   In the U.S., almost all 

formal university technology transfer efforts are housed in the 

ÕÎÉÖÅÒÓÉÔÙȭÓ ÒÅÓÅÁÒÃÈ ÄÉÖÉÓÉÏÎȢ    

The research divisions is administrative, not academic.  What 

this means is that research division employees ÄÏÎȭÔ ÔÅÁÃÈ ÏÒ ÄÏ 

research.  Research division employees handle mostly internal 

university paperwork and research-related logistics.   A typical 

research division is made up of the following units, or offices: 

¶ The unit that processes the paperwork for faculty grant 

applications for research funding  

¶ The unit that processes the paperwork associated with getting 

and receiving research grant money  
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¶ The unit that takes care of the lab animals on campus  

¶ The unit that keeps an eye out for potential conflicts of interest 

of university employees  

ȣ ÁÎÄ ÔÈÅ ÔÅÃÈÎÏÌÏÇÙ ÔÒÁÎÓÆÅÒ ÕÎÉÔ  

(ÅÒÅȭÓ ×ÈÅÒÅ ÉÔ ÇÅÔÓ ÉÎÔÅÒÅÓÔÉÎÇȢ  4ÈÅ ÔÅÃÈÎÏÌÏÇÙ ÔÒÁÎÓÆÅÒ ÕÎÉÔ ÉÓ 

supposed to be a bridge between industry and university.  Somehow, 

this unit ÔÈÁÔȭÓ buried deep within an administrative division is 

supposed to successfully meet the following lofty expectations of its 

stakeholders: 

¶ Stay on top of the fast-moving world of IP issues and changing 

licensing paradigms  

¶ Deeply understand the potential market value of each 

disclosed university technology  

¶ Launch and run highly visible marketing campaigns for a few 

thousand active university inventions  

¶ Win tough negotiations quickly against top notch corporate IP 

lawyers  

¶ Write and oversee quick processing of high quality patent 

applications  

¶ Make sure licensees are paying their bills on time  

¶ Build strong networks of business people, entrepreneurs and 

6#Ó ÓÉÎÃÅ ÁÓ ÉÓ ÃÏÍÍÏÎÌÙ ÓÔÁÔÅÄȟ ȰÕÎÉÖÅÒÓÉÔÙ tech transfer is a 

ÃÏÎÔÁÃÔ ÓÐÏÒÔȢȱ      

¶ Respond quickly and effectively to stakeholder questions and 

problems  

Is it working?  Are university tech transfer offices shipping the 

above services or are they shipping their org chart?  Would you be 

reading this if they were shipping the above services?  Would I be 

writing this?  Probably not.  
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However, university tech transfer offices themselves are not the 

root of the problem:  they operate in a difficult environment.  Given 

ÔÈÅ "ÁÙÈ $ÏÌÅ !ÃÔȭÓ ÁÍÂÉÔÉÏÕÓ ÁÎÄ ÏÐen-ÅÎÄÅÄ ÍÁÎÄÁÔÅ ÔÏ ȰÔÁËÅ ÔÈÉÓ 

early stage university research and make sure it gets used 

ÓÏÍÅ×ÈÅÒÅ ÉÎ ÉÎÄÕÓÔÒÙȟȱ ÉÔȭÓ Á ÔÒÉÂÕÔÅ ÔÏ ÔÈÅ ÄÅÔÅÒÍÉÎÁÔÉÏÎ ÁÎÄ ÇÒÉÔ 

of university tech transfer professionals that they have managed to 

tackle as many of these goals as they have.   

The Bayh-Dole Act was a bold and wonderful experiment, but it 

did not provide a clear set of instructions, nor did it earmark federal 

funding to pay for an on campus technology transfer unit.   As a 

result, without a clear roadmap, funding, and without the ability to 

think and behave like a real, for-profit business, over the years, 

universities have tasked their tech transfer units with a set of 

spectacularly unrealistic goals.  If you read the mission statements of 

most university tech transfer offices, they appear to be additionally 

tasked with several grand but hopeless missions:  1) help the greater 

good and 2) foster regional economic development and 3) enrich the 

university and faculty inventors.  

So what should we do?  What do successful companies do when 

negative customer feedback indicates the company product is a 

shipped org chart, rather than a quality product that customers 

×ÁÎÔȩ    (ÅÒÅȭÓ ×ÈÁÔ used to happen at Microsoft during its glory 

ÄÁÙÓȢ  'ÉÖÅÎ ÔÈÅ ÃÏÍÐÁÎÙȭÓ ÕÎÆÏÒÔÕÎÁÔÅ ÒÅcent performance, 

however, I suspect that this may no longer apply. 

If the product development process was corrupted, impacting 

product quality, the first step was for the product team to spread the 

word internally t o company executives and staff that therÅȭÓ Á ÔÈÒÅÁÔ 

on the horizon ɀ that things need to improve (yes, when Microsoft 

used to be top dog, its employees are *encouraged* to point out what 

could be better and paranoia is commonplace).  Once the threat was 
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accepted, internal working groups would take shape.  These groups 

were not assigned committees; instead these teams would form 

rapidly and organically as people with needed skills were swept into 

the group.  Useful people became part of the internal working group.    

At the senior levels, execs and sales people would fan out and do 

as many customer visits as they can handle in a few weeks.   The 

internal working group would continue to pull together the 

learnings, dig into existing data and if there was time, unearth new 

information.     People were assigned to learn what the competitors 

eat for breakfast.  Potential alternative strategies were synthesized 

and sketched out.   

Finally, a rough course-correct strategy would be crafted.  If part 

of the course-correct strategy was a re-org:  people would get a new 

manager, a few people would be promoted and a few people would 

be fired.  If all went well, the product improveȢ  4ÈÅ ȰÏÒÇ ÃÈÁÒÔȱ 

ÓÙÎÄÒÏÍÅ ×ÏÕÌÄ ÂÅ ÔÅÍÐÏÒÁÒÉÌÙ ÈÁÌÔÅÄȢ  4ÈÅ ÃÏÍÐÁÎÙȭÓ customers 

no longer have to struggle with a product that was a reflection of the 

ÃÏÍÐÁÎÙȭÓ ÉÎÔÅÒÎÁÌ politics.  

This kind of fast-moving ȰÁÌÌ ÈÁÎÄÓ ÏÎ ÄÅÃËȱ ÒÅÓÐÏÎÓÅ would be 

impossible to coordinate in a slow-moving major research 

university.  Universities are built to stay the same over long periods 

of time, not tÏ ÔÕÒÎ ÏÎ Á ÄÉÍÅȢ 4ÈÁÔȭÓ ÐÁÒÔ ÏÆ ×ÈÁÔ ÍÁËÅÓ ÔÈÅÍ ÇÒÅÁÔȟ 

their longstanding traditions and ivy-covered walls.  The downside, 

however, is that university administrative units have become 

notorious for shipping their org chart rather than a killer product.  

University units are immune to the forces of industrial Darwinism 

ÓÉÎÃÅ ÔÈÅÙȭÒÅ ÎÏÔ ÒÅÌÉÁÎÔ ÏÎ ÒÅÖÅÎÕÅ ÆÒÏÍ ÐÁÙÉÎÇ ÃÕÓÔÏÍÅÒÓȢ   
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Chapter 2 
 
Federal policy  

 

 

 

Three tribes, policy, and three realities  

In 2009, the U.S. Office of Science and Technology Policy (OSTP) 

put out a Request for Information (RFI) and asked anybody who 

wanted to comment to offer weigh in on the process of 

commercializing university research.  I wrote up a response.  And 

later waded through ÅÖÅÒÙÏÎÅ ÅÌÓÅȭÓ writings -- many from 

university provosts, some from entrepreneurs, a couple from state 

economic development agencies and a few cranky essays from 

individuals disgruntled by a difficult experience with a university 

patent. 

As I read through the submitted responses, I felt like I was 

reading a conversation between three tribes, each with its own 

unique language the other could not understand.  Expressed 

perceptions of current problems as well as proposed solutions were 

strikingly consistent with tribal identities:  the tribe of universi ty 

administrators, the tribe of university faculty and researchers, and 

finally the business tribe. 

University engineering and science faculty and grad students 

are tuned into industry trends and problems, and industry 

researchers read scientific publications.  When a bit of research 

ÍÁÔÕÒÅÓ ÉÎÔÏ Á ÃÏÍÍÅÒÃÉÁÌÌÙ ÖÉÁÂÌÅ ÏÒ ÕÓÅÆÕÌ ÔÅÃÈÎÏÌÏÇÙȟ ÉÔȭÓ ÎÏ 
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different.  In fact, the majority of licensing deals are brought to the 

university tech transfer office by the faculty inventor, not the other 

way around.    

At many major U.S. research universities, engineering faculty 

are given a full day off every week for industry consulting 

ÅÎÇÁÇÅÍÅÎÔÓȢ  4ÈÅÙ ÁÌÓÏ ÃÏÍÐÅÔÅ ÆÏÒ ÉÎÄÕÓÔÒÙ ÒÅÓÅÁÒÃÈ ÄÏÌÌÁÒÓȢ  )ÔȭÓ 

not unusual to see a long line of professors in suit jackets, patiently 

standing in line in the hallway of the engineering quad, awaiting 

their 10-minute slot to pitch their research to a visiting rep from 

McDonnell Douglass or Kodak or DuPont.           

But, if you look at university-ÓÐÏÎÓÏÒÅÄ ÐÒÏÇÒÁÍÓȟ ÙÏÕȭÄ ÔÈÉÎË 

that university faculty and graduate students are innocent lambs 

being led to slaughter.   

(ÅÒÅȭÓ ×ÈÁÔ ÅÁÃÈ ÔÒÉÂÅ ÓÁÉÄ ÉÎ ÔÈÅÉÒ ÒÅÓÐÏÎÓÅÓ ÔÏ ÔÈÅ /340 2&)Ȣ 

University administrators and tech transfer offices wrote that 

the best course of action would be to maintain the current 

technology transfer model as it is.  Their recommendations were 

incremental.  The most popular recommendation was that federal 

funding should sponsor on-campus classes on entrepreneurship for 

faculty and grad students.  

Another popular suggestion was that networking events would 

help university faculty and students meet industry coaches and 

mentors who could mentor them to have more commercial hustle.  

After classes, networking and mentoring, university administrators 

suggested that the federal government fund university-based proof 

of concept centers, or POCCs,  where early-stage university 

inventions could be developed to form startups or be licensed to an 

existing company.     

4ÈÅ ÓÅÃÏÎÄ ÔÒÉÂÅ ÔÈÁÔ ÒÅÓÐÏÎÄÅÄ ÔÏ ÔÈÅ ÇÏÖÅÒÎÍÅÎÔȭÓ ÒÅÑÕÅÓÔ 

for information was the scientists and researchers themselves:  



Tech Transfer 2.0  

69 

university faculty.  In contrast to the administrative tribe, the 

inventor tribe had no interest in attending on-campus classes to 

teach them to become more entrepreneurial.  Based on my own 

direct experience, this makes sense.  Most universities already offer 

countless courses on how to be an entrepreneur; in fact, a primary 

function of many tech transfer offices is to set up a steady stream of 

networking events.     

The third tribe was that of business people and venture 

capitalists.  They recommend that universities improve their 

technology transfer process by stepping out of the way.  Common 

suggestions were that universities should offer businesses and 

startups quick and transparent license options, not ask for 

administrative fees on patent licenses, impose fewer reporting 

requirements onto anyone licensing patent, and to ease IP-related 

clauses and restrictions in university/industry collaborations.    

Interestingly, most people in the business tribe did not want the 

university to give them access to a university-based proof of concept 

center.  Their perception was that the technology development 

process is too iterative, consisting of several feedback loops between 

inventors and their industry colleagues.  In contrast, proof of concept 

centers assume a linear product development process, from 

ÐÒÏÔÏÔÙÐÅ ÔÏ ÆÉÎÁÌ ÐÒÏÄÕÃÔȟ ÈÅÎÃÅ ÏÆÆÅÒÅÄ ÒÅÓÏÕÒÃÅÓ ÁÒÅÎȭÔ ÆÌÅØÉÂÌÅ 

enough to move as quickly as small businesses demand.  

Two university faculty from the University of California, Davis 

ÏÆÆÅÒ ÓÏÍÅ ÒÅÆÒÅÓÈÉÎÇ ÉÎÓÉÇÈÔȢ  4ÈÅÙȭÒÅ ÃÕÒÒÅÎÔÌÙ ÓÕÒÖÅÙÉÎÇ Á ÃÏÕÐÌÅ 

hundred faculty inventors at the University of Minnesota to ask them 

to share their experience and perceptions of the university 

technology transfer process.       

Ȱ'ÉÖÅÎ ÔÈÅ ÉÍÐÏÒÔÁÎÃÅ ÏÆ ÔÅÃÈÎÏÌÏÇÙ ÔÒÁÎÓÆÅÒ ÁÎÄ ÔÈÅ ÌÁÔÅÎÔ 
problems that have emerged with this process, it is remarkable 
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that there has been no comprehensive large N study of the 
experiences and perceptions of the inventors producing the 
inventions regarding the operation of their university Technology 
Transfer Office. Only through such a study will the data become 
available to make informed national decisions on how to increase 
the flow and utilization of taxpayer-funded research and the goal 
of increasing technology-ÂÁÓÅÄ ÅÎÔÒÅÐÒÅÎÅÕÒÓÈÉÐȢȱ16       

These UC researchers raise a good point and a well-kept secret:  

on university campuses, faculty and grad students are already 

closely tuned to industry, perhaps more than anybody at the 

university.  However, most university IP policies continue to reflect 

ÔÈÅ ÐÏÐÕÌÁÒ ÓÔÅÒÅÏÔÙÐÅ ÔÈÁÔ ÕÎÉÖÅÒÓÉÔÙ ÉÎÖÅÎÔÏÒÓ ÄÏÎȭÔ ËÎÏ× ÈÏ× ÔÏ 

work with industry.  In addition, as part of their employment 

contract, faculty and grad students are required to hand off their 

research results to a central technology transfer office that will 

manage the patenting process, set a marketing strategy to find 

industry partners, and then write and negotiate any resulting 

licenses.   

Campus licensing staff work hard to cultivate strong and 

productive relationships with their faculty and grad students.  

However, at many universities (for various well-intended reasons), 

after handing over an interested business partner, the inventor is not 

allowed a seat at the negotiation table, nor permitted to read the 

resulting license for his or her own invention.    University 

administrators justify the centralized control over technology 

commercialization by claiming that their faculty and grad students 

need oversight when they venture out of their academic Ivory 

Tower.    

Clearly there are major disconnects between people with a 

ÓÔÁËÅ ÉÎ ÕÎÉÖÅÒÓÉÔÙ ÔÅÃÈÎÏÌÏÇÙȢ  7ÈÙȩ  (ÅÒÅȭÓ ×ÈÁÔ ÓÏÍÅÂÏÄÙ ÎÅÅÄÓ 
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to ask the different tribes who are passionately conversing with one 

another in mutually unintelligible tongues. 

 How would university scientists and researchers prefer to find 

their research a productive home off campus?  What about their 

industry colleagues?  Would-be entrepreneurs?    What would be the 

best incentives?  Should university inventors be permitted to take 

the lead on commercialization strategies and licensing options?  

What would be the most efficient operational arrangement?  What if 

we opened up the university IP portfolio to third party agents who 

would manage the inventions the university-provided tech transfer 

ÏÆÆÉÃÅ ÄÉÄÎȭÔ ÈÁÖÅ ÔÉÍÅ ÔÏ ÍÁÎÁÇÅȩ     

I wonder whether the Office of Science and Technology Policy 

learned anything from their Request for Information.  In a way, they 

captured the cacophony of conflicting versions of reality in writing -- 

not an entirely unproductive exercise.  However, my hunch is that 

whoever waded through the pile on their side was overwhelmed by 

the conflicting perspectives, not to mention the mystery of how ten 

people can examine the same situation and come up with ten 

different interpretations and corresponding solutions.  Rather than 

funding yet another series of classes or office space for university 

ÓÔÁÒÔÕÐÓȟ ×ÏÕÌÄÎȭÔ ÉÔ ÂÅ ÒÅÆÒÅÓÈÉÎÇ ÉÆ ÔÈÅ ÆÅÄÅÒÁÌ ÇÏÖÅÒÎÍÅÎÔ ÃÏÕÌÄ 

fund a bit of formal exploration and sponsor some independent 

research to make some sense of the Tower of Babel? 
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Fund the future, not the past  

Two pieces of proposed federal legislation --  the America 

Innovates Act  (bill proposed April, 2012) and the Startup 2.0 Act   

(revised in May, 22, 2012) share a common goal:  to improve the 

flow of university research to society and thereby, increase industry 

innovation and create startups that create jobs.  After that, their 

similarity ends. 

These two bills reflect the Great Debate:  are university 

commercialization efforts just underfunded, or are they 

underperforming? 

For years now, people have held strong, diametrically opposed 

opinions about whether universities are doing a good job of getting 

on-campus research into commercial use.  The dissonance 

sometimes ÍÁËÅÓ ÙÏÕ ×ÏÎÄÅÒ ×ÈÅÔÈÅÒ ÔÈÅÙȭÒÅ ÁÌÌ ÔÁÌËÉÎÇ ÁÂÏÕÔ ÔÈÅ 

same system.   It seems that federal legislators are as divided as the 

rest of us. 

On one side, the America Innovates Act presumes that 

university commercialization strategies, policies and programs are 

essentially on the right track ɂ they just need more funding.  In 

ÃÏÎÔÒÁÓÔȟ ÔÈÅ 3ÔÁÒÔÕÐ ςȢπ !ÃÔ ÆÁÌÌÓ ÉÎÔÏ ÔÈÅ ȰÕÎÉÖÅÒÓÉÔÉÅÓ ÁÒÅ 

ÕÎÄÅÒÐÅÒÆÏÒÍÉÎÇȱ ÃÁÍÐȢ  ,ÉËÅ ÔÈÅ !ÍÅÒÉÃÁ )ÎÎÏÖÁÔÅÓ !ÃÔȟ ÔÈÅ 

Startup 2.0 Act intends to give funding to universities to help them 

bring research to market (in addition to proposing broader changes 

to U.S. immigrant and visa policies).  However, the Startup 2.0 Act is 

disruptive:  it proposes to give commercialization grants directly to 

entrepreneurial faculty, thus enabling them to take charge of 

bringing their own research to market, should they choose to. 

Not surprisingly, the Startup Act has stirred both ire and 

jubilation.   Many university faculty, of course, would be happy to get 



Tech Transfer 2.0  

73 

funding to get their research into commercial use, or to found a 

startup.  Not so thrilled are those who feel strongly that university 

administrations ɂ not individual faculty ɂ should set strategy, 

policy and run programs. 

)Æ ÂÏÔÈ ÂÉÌÌÓ ÂÅÃÏÍÅ ÌÁ×ȟ ÉÔȭÓ ÇÏÉÎÇ ÔÏ ÂÅ ÉÎÔÅÒÅÓÔÉÎÇ ÔÏ ×ÁÔÃÈ 

what happens when the funding starts to flow.  First, some more 

background. 

7ÈÁÔȭÓ ÉÎ ÔÈÅ !ÍÅÒÉÃÁ )ÎÎÏÖÁÔÅÓ !ÃÔ 

The bill for the America Innovates Act proposes that the big 

federal funding agencies hand over 15% of their research budgets to 

the Department of Commerce to set up an independent agency called 

the American Innovation Bank.  Guided by an appointed Advisory 

Board, the American Innovation Bank would give grants to 

university administrations. 

Innovation Bank grant money would go directly to university 

administrators, not to individual university faculty.  Administrations 

would use commercialization grants to develop raw inventions into 

working proofs-of-concept.  Some of the money would pay for the 

creation of new, university-approved curriculum to train graduate 

students in STEM fields.  Some grants would support as-yet-

unspecified university commercialization activity.  All in all, basically 

sound ideas. 

(ÅÒÅȭÓ ÔÈÅ ÃÁÔÃÈȡ  ÔÈÅ !ÃÔ ÐÒÏÐÏÓÅÓ ÔÏ ÆÕÎÄ ÐÒÏÊÅÃÔÓ ÁÎÄ 

ÃÕÒÒÉÃÕÌÕÍ ÔÈÁÔ ÒÅÆÌÅÃÔ ÔÏÄÁÙȭÓ ÉÎÃÕÍÂÅÎÔȟ ÂÕÔ ÁÒÇÕÁbly out-of-date 

(some would even say faltering) system.  Conspicuously absent from 

the bill is funding that would let university faculty and companies 

explore newer, and perhaps better strategies.   Why fund what we 

already have? 
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The America Innovates Act reminds me of the way people fondly 

describe their well-ÉÎÔÅÎÄÅÄ ÂÕÔ ÍÉÓÇÕÉÄÅÄ ÃÏÕÓÉÎȟ ȰÈÉÓ ÈÅÁÒÔȭÓ ÉÎ ÔÈÅ 

ÒÉÇÈÔ ÐÌÁÃÅȢȱ  7ÈÁÔȟ ÅØÁÃÔÌÙȟ ÉÓ ÁÓËÅ× ÉÎ ÔÈÅ !ÍÅÒÉÃÁ )ÎÎÏÖÁÔÅÓ !ÃÔȩ  

)ȭÌÌ ÂÅ ÍÏÒÅ ÓÐÅÃÉÆÉÃȢ 

Stop counting patents  

The first shortcoming of the proposed AIA is the performance 

metrics for Annual Reports from funding recipients.  Of four listed 

ÍÅÔÒÉÃÓȟ ÔÈÅ ÆÉÒÓÔ ÉÓȣ ÙÏÕ ÇÕÅÓÓÅÄ ÉÔȣ ÐÁÔÅÎÔÓȢ   "Ù ÃÈÏÏÓÉÎÇ ÐÁÔÅÎÔÓ 

as a core metric, it seems that AIA sponsors are laboring under one 

of the biggest and most stubborn misconceptions about bringing 

university research to market ɂ that in order to be commercially 

ÖÉÁÂÌÅȟ ÕÎÉÖÅÒÓÉÔÙ ÒÅÓÅÁÒÃÈ ÍÕÓÔ ÆÉÒÓÔ ÂÅ ȰÐÒÏÔÅÃÔÅÄȱ ÂÙ Á ÐÁÔÅÎÔȢ 

Managing university research as if it were potentially lucrative 

intellectual properÔÙ ÉÎ ÎÅÅÄ ÏÆ Á ÐÁÔÅÎÔȭÓ ÐÒÏÔÅÃÔÉÏÎ ÉÓ ÌÉËÅ ÔÒÙÉÎÇ ÔÏ 

ÌÁÙ ÃÌÁÉÍ ÔÏ ÔÈÅ ÏÃÅÁÎȭÓ ×ÁÔÅÒÓ ÂÙ ÆÒÁÎÔÉÃÁÌÌÙ ÓÃÏÏÐÉÎÇ ÏÕÔ ÓÉÎÇÌÅ 

jarfuls for yourself.  Patents are a relatively tiny conduit of 

ËÎÏ×ÌÅÄÇÅ ÔÒÁÎÓÆÅÒ ÃÏÍÐÁÒÅÄ ÔÏ ÔÈÅ ÆÉÒÅÈÏÓÅ ÏÆ ×ÈÁÔȭÓ ÃÁÌÌÅÄ ȰÏÐÅÎ 

scieÎÃÅȱ ɂ published papers, conferences and interpersonal 

relationships.  Other active channels are graduating students, 

industry collaborations and faculty consulting gigs. 

Now, patents have their place in product development and 

startups.  After all, if a university researcher feels her research is 

best brought to market by patenting parts of it, then she should be 

given the resources she needs to do that.  However, if the 

government plans to go as far as to scrape 15% from budgets 

intended to fund basic science and spend it on commercializing that 

ÓÃÉÅÎÃÅȟ ÔÈÅÎ ÆÏÒ ÈÅÁÖÅÎȭÓ ÓÁËÅȟ ÌÅÔȭÓ ÆÉÇÕÒÅ ÏÕÔ ÓÏÍÅ ÍÏÒÅ ÒÅÌÅÖÁÎÔ 

performance metrics. 
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Commercialization grants to faculty should be applied for, 

and given, at the individual level  

Next issue.  The AIA reflects another common misconception 

about university research:  that a single strategy under central 

control works better than a decentralized and diverse set of 

strategies.  The Act is built on a faulty foundation, the notion that 

university knowledge and technoÌÏÇÉÅÓ ×ÏÎȭÔ ÆÌÏ× ÏÆÆ ÏÆ ÃÁÍÐÕÓ 

unless channeled through, and controlled by a university technology 

transfer office. 

For example, in Section 105:  GRANTS TO INDIVIDUALS, the AIA 

proposes to give commercialization grants to individual university 

researchers.  However, in order to apply for one of these 

commercialization grants, the investigator must apply together with 

ÈÉÓ ÕÎÉÖÅÒÓÉÔÙȭÓ ÔÅÃÈÎÏÌÏÇÙ ÔÒÁÎÓÆÅÒ ÏÆÆÉÃÅȢ  3ÕÃÈ Á ÍÁÎÄÁÔÅ ÄÏÅÓ Á 

ÄÉÓÓÅÒÖÉÃÅ ÔÏ ÔÈÅ ÐÅÏÐÌÅ ÔÈÁÔ ×ÏÒË ÉÎ ÔÈÅ ÕÎÉÖÅÒÓÉÔÙȭÓ ÔÅÃÈÎÏÌÏÇÙ 

transfer office.  Tech transfer services should be a valued and 

optional administrative service available to faculty and graduate 

students, not an administratively imposed tax. 

4Ï ÂÅ ÃÌÅÁÒȟ ÉÔȭÓ ÎÏÔ ÔÈÅ ÓÔÁÆÆ ÉÎ ÔÈÅ ÔÅÃÈ ÔÒÁÎÓÆÅÒ ÕÎÉÔ ÔÈÁÔ ÉÓ ÔÈÅ 

problem with thi s part of the AIA.   In fact, university technology 

transfer offices are full of smart, hard-working people who do a lot 

×ÉÔÈ ÔÈÅ ÒÅÓÏÕÒÃÅÓ ÔÈÅÙȭÒÅ ÇÉÖÅÎȠ ÍÁÎÙ ×ÏÕÌÄ ÒÅÌÉÓÈ ÔÈÅ ÏÐÐÏÒÔÕÎÉÔÙ 

to work more freely and creatively with university researchers.   IȭÖÅ 

seen, first-hand, how capable and imaginative staff struggle against 

administrative constraints.  The real problem lies at a deeper level, 

that the AIA proposes to force yet more federally funded research 

ÔÈÒÏÕÇÈ Á ÓÉÎÇÌÅ ÐÉÐÅȢ  4ÈÁÔȭÓ ÎÏÔ ÈÏ× ÕÎÉÖÅÒÓÉty knowledge transfer 

works. 

Fund disruption, not the status quo  
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Third issue.  If the America Innovates Act proposes to fund what 

we already have, in contrast, the Startup Act proposes to fund a 

ÃÒÉÔÉÃÁÌ ÐÉÅÃÅ ÏÆ ×ÈÁÔȭÓ ÂÅÅÎ ÍÉÓÓÉÎÇ ÆÒÏÍ ÕÎÉÖÅÒÓÉÔÙ ÔÅÃÈÎÏÌogy 

commercialization strategies in the U.S. ɂ strategic diversity.   (Note, 

ÔÈÅ 3ÔÁÒÔÕÐ !ÃÔ ÉÓÎȭÔ ÔÈÅ ÆÉÒÓÔ ÔÉÍÅ ÔÈÁÔ Á ÆÁÃÕÌÔÙ-led model has been 

proposed:  the Kauffman Foundation, one of the sponsors of the bill, 

proposed it two years ago; I proposed a modified version last year.) 

As mentioned earlier, this particular provision in the Startup 2.0 

Act has been met with quite a bit of resistance by stakeholders 

invested in maintaining university commercialization programs as 

they stand now.  On the one hand, I suppose it makes sense to fight 

this proposal if you fully believe that university faculty should not 

make decisions about the commercial prospects of their own 

ÒÅÓÅÁÒÃÈȢ  (Ï×ÅÖÅÒȟ ÈÅÒÅȭÓ ×ÈÁÔ ) ÄÏÎȭÔ ÕÎÄÅÒÓÔÁÎÄȡ  ÉÆ ÙÏÕȭÒÅ ÉÎ ÔÈÅ 

business of getting ÕÎÉÖÅÒÓÉÔÙ ÒÅÓÅÁÒÃÈ ÔÏ ÍÁÒËÅÔȟ ÓÈÏÕÌÄÎȭÔ ÙÏÕ ÂÅ 

ÅÁÇÅÒ ÔÏ ÔÒÙ ÏÕÔ ÄÉÆÆÅÒÅÎÔ ÍÅÔÈÏÄÓȟ ÅÓÐÅÃÉÁÌÌÙ ÉÆ ÔÈÅÒÅȭÓ Á ÃÈÁÎÃÅ ÔÈÁÔ 

some of them might yield better results? 

Think about it.  If entrepreneurial university researchers were 

to given the resources and freedom to commercialize their own 

research, several good things could happen.  First, faculty and 

graduate students would likely create some pretty useful and 

creative strategies that could perhaps be applied in other 

universities.  Next, if faculty were given access to commercial 

research commercialization services, they would get the chance to 

compare their campus technology transfer services against other 

options. 

Sure, there would be some greedy apples in the faculty barrel ɀ 

there always are.  However, IȭÖÅ ÓÅÅÎ ÓÏÍÅ ÑÕÅÓÔÉÏÎÁÂÌÅ ÁÐÐÌÅÓ ÉÎ 

the administrative ranks and in government and businesses too ɂ 

×ÈÏ ÈÁÓÎȭÔȩ  #ÏÎÓÉÄÅÒ ÔÈÁÔ ÔÈÅÒÅȭÓ ÁÌÒÅÁÄÙ ÁÎ ÁÃÔÉÖÅ ÇÒÅÙ ÍÁÒËÅÔ ÏÆ 
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research commercialization on university campuses.  And, 

administrative efforts to clamÐ ÄÏ×Î ÔÉÇÈÔÌÙ ÏÎ ȰÒÏÇÕÅ ÒÅÓÅÁÒÃÈȱ ÉÓ 

costly in terms of staff time and industry and faculty good will. 

I would be the first to agree that tight administrative control 

should be exercised if it were proven that faculty are using tax-payer 

funded research to line their own pockets.  However, the irony of the 

ÃÏÍÍÅÒÃÉÁÌÉÚÁÔÉÏÎ ÇÒÅÙ ÍÁÒËÅÔ ÉÓ ÔÈÁÔ ÉÔȭÓ ÎÏÔ ÔÙÐÉÃÁÌÌÙ ÁÂÏÕÔ ÍÏÎÅÙȢ  

Instead, faculty, students and companies find themselves sharing 

research in the grey market in order to find freedom to freely 

collaborate with, share information, and learn from one another. 

2ÁÔÈÅÒ ÔÈÁÎ ÒÏÕÎÄÌÙ ÃÏÎÄÅÍÎÉÎÇ ÔÈÅ 3ÔÁÒÔÕÐ ςȢπ !ÃÔȭÓ ÐÒÏÖÉÓÉÏÎ 

to give funding directly to faculty, university administrators should 

be pleased to support it.  What if faculty and companies were to 

ÄÉÓÃÏÖÅÒ ÔÈÁÔ ÔÈÁÔ ÔÈÅÉÒ ÕÎÉÖÅÒÓÉÔÙȭÓ ÔÅÃÈÎÏÌÏÇÙ ÔÒÁÎÓÆÅÒ ÓÅÒÖÉÃÅÓ ÁÒÅ 

better than other options?  If faculty and companies were given a 

ÃÈÏÉÃÅ ÁÎÄ ÓÔÉÌÌ ÃÈÏÓÅ ÔÏ ×ÏÒË ×ÉÔÈ ÔÈÅÉÒ ÕÎÉÖÅÒÓÉÔÙȭÓ ÔÅÃÈÎÏÌÏÇÙ 

transfer office, that would be the ultimate endorsement.  In fact, 

faculty freedom of choice could finally get hard-working university 

tech transfer licensing staff the credit they deserve for their efforts. 

Nobody can pick the winners  

Fourth issue.  The AIA proposes that the Director of the 

American Innovation Bank appoint an Advisory Panel.  This expert 

panel would decide which university technologies should get 

commercialization grants.   In gambling, trying to pick winners when 

ÔÈÅÒÅȭÓ ÖÅÒÙ ÌÉÔÔÌÅ ÅÖÉÄÅÎÃÅ ÁÎÄ ÌÏÔÓ ÏÆ ÕÎËÎÏ×Î ÖÁÒÉÁÂÌÅÓ ÉÓ ÃÁÌÌÅÄȣ  

well, gambling.  The same thing is true when a committee of experts 

attempts to pick out which early-stage inventions have the most 

commercial potential. 
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Venture capitalists and stock brokers have already learned that 

ÎÏ ÏÎÅ ÃÁÎ ÐÉÃË ÔÈÅ ×ÉÎÎÅÒÓȢ  4ÈÁÔȭÓ ×ÈÙ 6Cs invest in so many 

companies, and why there are index funds.  University technology 

transfer licensing staff are learning that despite repeated attempts, 

ÅÖÅÎ ÔÈÅÙ ÃÁÎȭÔ ÐÒÅÄÉÃÔ ×ÈÉÃÈ ÏÆ ÔÈÅÉÒ  ÈÕÎÄÒÅÄÓ ÏÆ ÕÎÉÖÅÒÓÉÔÙ 

inventions will score big in industry. 

)Æ ÎÏ ÏÎÅ ÅÌÓÅ ÈÁÓ ÂÅÅÎ ÓÕÃÃÅÓÓÆÕÌȟ ÈÏ× ÐÏÓÓÉÂÌÙ ×ÉÌÌ ÁÎ ȰÅØÐÅÒÔ 

ÐÁÎÅÌȱ ÏÆ ÁÐÐÏÉÎÔÅÄ !ÄÖÉÓÏÒÓ ÃÈÏÏÓÅ ×ÈÉÃÈ ÕÎÉÖÅÒÓÉÔÙ ÉÎÖÅÎÔÉÏÎÓ 

will be winners?  Each year, university researchers create thousands 

of new inventions.  Maybe the proposed America Innovates Act 

should just honestly acknowledge reality and instead, hand out 

thousands of micro-grants each year in near-random fashion to 

university researchers, startups and businesses. 

$ÏÎȭÔ ÔÅÁÃÈ ÉÄÅÏÌÏÇÙȟ ÔÅÁÃÈ ÓÏÍÅÔÈÉÎÇ ÕÓÅÆÕÌ 

Last but not least, the AIA, in Section C. 202. INDUSTRY-

RELATED REQUIREMENTS FOR CERTAIN GRADUATE RESEARCH 

FELLOWSHIPS, proposes to establish a set of training requirements 

for graduate students on federal fellowships in STEM programs.   

This portion of the proposed Act would be managed by the big 

federal funding agencies, namely the National Science Foundation 

and the National Institutes for Health. 

For decades, these large federal funding agencies have given out 

billions of dollars in grant money to university researchers to fund 

basic, exploratory research.  The results have been mostly 

magnificent.  Yet, if you look at what federal agencies propose in 

their portion of the AIA, these funding agencies, once proud 

advocates of exploratory science, seem to have been put to the 

political plow. 
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As the AIA is proposed, to get fellowship funding from federal 

agencies, STEM graduate students will be mandated to take the 

following curriculum. 

1.  The importance of disclosing discoveries and filing for 

patents. 

2.  Obtaining proof of concept or development funding. 

3. The characteristics that make a scientific discovery attractive 

to private investment. 

4.  Resources that may assist researchers in creating a new 

start-up company. 

) ÄÏÎȭÔ ËÎÏ× ÁÂÏÕÔ ÙÏÕȟ ÂÕÔ ÉÆ ) ×ÅÒÅ Á ÇÒÁÄÕÁÔÅ ÓÔÕÄÅÎÔ ÉÎ 

engineerÉÎÇȟ ) ×ÏÕÌÄ ×ÁÎÔ Á ÂÉÔ ÍÏÒÅ ÔÈÁÎ ÔÈÉÓȢ  7ÈÅÎ Á ÃÏÕÒÓÅȭÓ 

ÓÔÁÔÅÄ ÉÎÔÅÎÔ ÉÓ ÔÏ ÔÅÁÃÈ Á ÓÔÕÄÅÎÔ ȰÔÈÅ ÉÍÐÏÒÔÁÎÃÅ ÏÆ ÄÉÓÃÌÏÓÉÎÇ 

ÄÉÓÃÏÖÅÒÉÅÓ ÁÎÄ ÆÉÌÉÎÇ ÆÏÒ ÐÁÔÅÎÔÓȣȱ ÔÏ ÍÅȟ ÔÈÁÔȭÓ Á ÂÉÇ ÒÅÄ ÆÌÁÇ ÔÈÁÔ 

the course is going to teach ideology.  The worst case scenario would 

be if the American Innovates bill became law and this training were 

to deteriorate into a cynical, mandatory exercise, sort of like 

Defensive Driving School. 

Federal agencies whose charter is to fund exploratory, open-

ended scientific research should know better than to fund 

ÃÕÒÒÉÃÕÌÕÍ ÔÈÁÔ ÔÅÁÃÈÅÓ ȰÔÈÅ ÉÍÐÏÒÔÁÎÃÅ ÏÆȢȱ  )ÎÓÔÅÁÄȟ ÔÈÅÙ ÓÈÏÕÌÄ 

teach what students can actually apply.  Just for starters, how about 

teaching students how to navigate the gritty details of SBIR and 

STTR grants and federal accounting  regulations, state and regional 

sales tax regulations, the basics of intellectual property law, and 

other topics entrepreneurs need. 

Topics (2), and (4) in the proposed AIA curriculum sound more 

promising.  I wonder whether the intent of the NSF is to aligm Item 
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(4) above with another similar but separate NSF curriculum 

program, the Innovation Corps which aims to teach faculty and 

graduate students basic business concepts.   However, NSF  funding 

rules to get money for Innovation Corps reflects the same top-down 

mentality that pervades the America Innovates Act:  the NSF 

mandates that only academic Deans and higher can apply. 

)ȭÄ ÂÅ ÃÕÒÉÏÕÓ ÔÏ ÈÅÁÒ ×ÈÙ ÔÈÅ .3& ÉÓ ×ÉÌÌÉÎÇ ÔÏ ÇÉÖÅ ÒÅÓÅÁÒÃÈ 

grants to individual faculty, yet is so hesitant give faculty resources 

to help them to further commercially develop the resulting 

inventions and technologies. 

Fund the future, not the past  

The upside is that legislators have joined the debate.  The 

downside is that even at the legislative level, it seems that we still 

ÈÁÖÅÎȭÔ ÍÁÄÅ ÐÒÏÇÒÅÓÓ ÏÎ ÔÈÅ ÃÏÒÅ ÑÕÅÓÔÉÏÎÓ ÔÈÁÔ ÎÏ ÏÎÅ ÓÅÅÍÓ 

willing to ask, or to answer:  is the current model the best solution?  

Why or why not?  If not, what would be better and what funding and 

policy changes need to take place to get there? 

Making good policy on top of this unresolved, gaping fault-line is 

going to be challenging.  Universities are fumbling towards a solution 

ÔÏ×ÁÒÄÓ Á ÃÏÍÐÌÉÃÁÔÅÄ ÐÒÏÂÌÅÍ ÁÎÄ ÔÈÅÙȭÒÅ ÕÎÄÅÒ ÌÏÔÓ ÏÆ ÐÏÌÉÔÉÃÁÌ 

pressure to prove their worth.  Stakeholders of the university 

research ecosystem, despite their disagreement with one another, 

ÁÒÅ ÆÉÇÈÔÉÎÇ ÈÁÒÄ ÔÏ ÄÏ ×ÈÁÔ ÔÈÅÙ ÂÅÌÉÅÖÅ ÉÓ ÒÉÇÈÔȢ  4ÈÅÒÅȭÓ ÎÏ ÅÁÓÙ 

answer. 

The American Innovates Act needs to dig deeper and give grants 

to universities, faculty and small businesses to fund exploratory pilot 

programs.  I suspect that many universities would be happy to 

accept federal funding to test-drive daring new methods of getting 

ÕÎÉÖÅÒÓÉÔÙ ÒÅÓÅÁÒÃÈ ÉÎÔÏ ÃÏÍÍÅÒÃÉÁÌ ÐÌÁÙȢ  "ÕÔ ÔÈÅÙȭÒÅ ÃÁÕÔÉÏÕÓȟ 
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keeping quiet while their more vocal brethren strong voice 

disapproval of giving university faculty some freedom to tinker. 

Both of these proposed Acts are exciting pieces of legislation.  

)ÔȭÓ ÇÏÏÄ ÔÏ ÓÅÅ ÔÈÁÔ ÉÎÔÅÒÅÓÔ ÉÎ ÓÔÒÁÔÅÇÙ ÔÏ ÃÏÍÍÅÒÃÉÁÌÉÚÅ ÕÎÉÖÅÒÓÉÔÙ 

research is reading the highest levels.    However, policymakers need 

to understand that resources should be directed towards the future, 

ÎÏÔ ÔÈÅ ÐÁÓÔȢ  )Æ ÌÅÇÉÓÌÁÔÏÒÓ ÃÈÏÏÓÅ ÔÏ ÆÕÎÄ ×ÈÁÔȭÓ ÆÁÍÉÌÉÁÒȟ ÎÏÔÈÉÎÇ 

will significantly improve.  
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)ÔȭÓ ÎÏÔ ÌÁ×ȡ  ÌÅÇÁÌ ÒÅÑÕÉÒÅÍÅÎÔÓ ÆÏÒ ÕÎÉÖÅÒÓÉÔÙ tech 

transfer are minimal  

Federal policymakers continually struggle to interpret the 

original intent of the Bayh Dole Act.  In a scenario that seems to be 

regularly re-enacted, yet another assessment of the Act studied the 

original intent of the Act.  This time, a few government officials 

delved into whether the Act permits universities to try new 

technology licensing strategies that utilize some elements of e-

commerce.   

It seems the answer is a cautiously worded yes.  To share the 

results of this particular deliberation, in 2011, Henry Wixon, Chief 

Counsel for the National Institute of Standards and Technology 

(NIST), wrote an open letter to Thomas Kalil, the Deputy Director for 

the Office of Science and Technology Policy (OSTP).  In the letter, 

Wixon comÂÓ ÔÈÒÕ "ÁÙÈ $ÏÌÅȭÓ ÌÅÇÁÌ ÕÎÄÅÒÐÉÎÎÉÎÇÓ ÔÏ ÃÏÎÃÌÕÄÅ ÔÈÁÔ  

Ȱ.ÅÉÔÈÅÒ "ÁÙÈ $ÏÌÅ ÎÏÒ ÉÔÓ ÉÍÐÌÅÍÅÎÔÉÎÇ ÒÅÇÕÌÁÔÉÏÎÓ 
imposes upon contractors [meaning the university that 

receives the grant funding] any particular approach to be 
used in licensing subject inventioÎÓȣ×ÈÅÔÈÅÒ ÔÈÒÏÕÇÈ Å-
ÃÏÍÍÅÒÃÅ ÏÒ ÏÔÈÅÒ ÃÒÅÁÔÉÖÅ ÁÐÐÒÏÁÃÈÅÓȢȰ 

"ÅÌÏ× ÉÓ .)34ȭÓ ÄÅÆÉÎÉÔÉÖÅ ÒÅÁÄ ÏÆ ×ÈÁÔ ÔÈÅ "ÁÙÈ $ÏÌÅ !ÃÔ 

requires of universities.  My comments, in italics, demonstrate why 

universities have much more leeway than most people think.  In 

writin g, tÈÅ "ÁÙÈ $ÏÌÅ !ÃÔ ÒÅÑÕÉÒÅÓ ÔÈÁÔȣ 

1.  University employees disclose in writing each invention 

they create while under contract  

ЇÍÅÌÂÁËȡ  4ÈÉÓ ÉÓ Á ÂÉÇ ÐÏÉÎÔ ÏÆ ÃÏÎÆÕÓÉÏÎ ÏÎ ÃÁÍÐÕÓȡ  ÉÔȭÓ 
mandatory for the university to require *disclosure* of the 
inventÉÏÎȟ ÂÕÔ ÉÔȭÓ ÎÏÔ ÍÁÎÄÁÔÏÒÙ ÔÈÁÔ ÔÈÅ ÕÎÉÖÅÒÓÉÔÙ ɕÏ×Îɕ ÔÈÅ 
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invention.  Alternative license approaches are entirely possible if 
the university gives up the traditional ownership ɂ> commercial 
license model for some technologies.> 

2.  That th e university disc lose each resulting invention to 

the funding Federal agency within two months after the  

inventor informs the university about it  

3.  That the university notify the Federal government 

within two years of receiving the invention disclosure 

whether or not t he university wants to retain title to any 

subject invention  

<melbak:  So universities ARE NOT required to take title; they just 
get first crack at it.  In a perfect world, university tech transfer 
offices would quickly give up  rights (in a specified time period) to 
ÔÅÃÈÎÏÌÏÇÉÅÓ ÔÈÅÙ ÄÏÎȭÔ ×ÁÎÔ ÔÏ ÐÁÔÅÎÔȢ  4ÅÃÈ ÔÒÁÎÓÆÅÒ ÓÔÁÆÆ  ×ÏÕÌÄ 
be supported in this, and assured that they will not be punished if 
a refused technology hits the marketplace some other way.  
Universities could choose who gets title next:  faculty or an 
ecosystem of free agents.   

Having the university offer a clear flow of title would open up all 
kinds of potential new licensing models.  One of many possibilities 
could be for universities to post unwanted inventions on a web 
site; for example, non-patented inventions could be made 
available via an available smorgasbord of ecommerce-style click-
thru, non-exclusive license whose primary function would be to 
document university consent and help track high-level trends in 
public uptake.> 

4.  That the university must file an initial patent 

application within a year after disclosure if it chooses to 

retain title to an invention    
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<melbak:  In the same perfect world, if a university did elect to 
take title and file a patent application, the faculty member should 
be offered the option to choose to lead the patenting process.  
Most may not want to, but for the ones who really care about the 
outcome, they could do a better job than overworked licensing 
staff who routinely handle brutal case loads of over 200 active 
inventions.  And the faculty would be less likely to complain about 
the outcome.> 

5.   That the university must notify the Federal agency of 

any decision not to continue the prosecution of a patent 

application  

6.  That anyone who files a pat ent application on an 

invention created with federally funded research must 

state that the invention was made with government 

support  

7.  That the university or whoever ends up with title must 

ÐÅÒÍÉÔ ÔÈÅ ÇÏÖÅÒÎÍÅÎÔ ÔÏ ÅØÅÒÃÉÓÅ ȰÍÁÒÃÈ ÉÎ ÒÉÇÈÔÓȱ 

whereby th e Federal government may step in and grant a 

license to an appropriate applicant  

8.  That the Bayh-Dole Act has requirements that involve 

licensees [the companies that license the university-owned patent] 

of federally funded inventions that universities must meet.  

These include: 

9.  That the licensee submit periodic reports on the 

utilization of an invention and efforts towards that 

utilization  
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<melbak:  while required, the reporting requirements pose a 
burden to both tech transfer office and the licensee.  Licensees 
hate the reporting burden that universities impose on them.  For 
small companies, detailed, multi-page reports have a real impact 
on their staff time.  However, universities could work towards a 
very streamlined and automated approach towards reporting 
that could ease the burden on everyone.> 

10.  If the licensee [the company using the university-owned 

patent] wants the exclusive right to use or sell any 

inventions, a substantial amount of their product must be 

manufactured in the U.S.  

<melbak:  while required, this mandate imposes an unfair burden 
on the tech transfer staff.  These days, for better or for worse, most 
products are made in many different locations and later 
assembled; biotech research is also worldwide.  The tech transfer 
officÅ ÓÈÏÕÌÄÎȭÔ ÈÁÖÅ ÔÏ ÄÏ ÔÈÅ ÐÏÌÉÃÉÎÇ ÏÎ ÔÈÉÓȢ  4ÈÅÙ ÄÏÎȭÔ ÈÁÖÅ 
the time or training.  Nor should companies have to spend time 
putting together manufacturing roadmaps of complicated 
products.> 

Finally, universities must share royalties with inventors  

11. Utilize resulting royalties to support scientific research 

or education  

<melbak:  Most universities give about 30-40% of 

royalties to fund the costs of running the tech transfer 

office and the research division administration, neither of 

which count as research or education.> 

12.  Make reasonable efforts to attract licensees that are 

small businesses  

(ÅÒÅȭÓ ×ÈÁÔ ÔÈÅ ÆÅÄÅÒÁÌ ÁÇÅÎÃÉÅÓ ÉÎÖÏÌÖÅÄ ×ÉÔÈ ÕÎÉÖÅÒÓÉÔÙ 2Ǫ$ 

should encourage universities to do: 
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Explor e new licensing strategies:   federal agencies should 

support initiatives that push the boundaries of new ways to 

commercialize university technology, particularly with an eye to the 

tools used in e-commerce such as good online catalogs, easy click-

thru license templates, transparent license terms and so on. 

Clarify  university  IP policy:   Á ÕÎÉÖÅÒÓÉÔÙȭÓ )0 ÐÏÌÉÃÙ ÓÈÏÕÌÄ ÂÅ 

ÃÏÎÃÉÓÅȟ ÓÐÅÃÉÆÉÃ ÁÎÄ ÃÌÅÁÒȢ  6ÁÇÕÅ ÐÏÌÉÃÙ ÔÈÁÔ ÃÌÁÉÍÓ ÉÔȭÓ ÆÕÌÆÉÌÌÉÎÇ 

requirements of federal law is not appropriate. IÔȭÓ ÎÏÔ ÉÎÎÁÔÅÌÙ Á ÂÁÄ 

thing for universities write their own local IP policies, but in order 

for universities to offer effective radical new licensing models, there 

needs to be a clear understanding of where federal mandates stop 

and where local policy begins. 

Think outside the box:   The current university technology 

transfÅÒ ÍÏÄÅÌ ÉÓ ÓÈÁÐÅÄ ÂÙ ÒÅÃÅÉÖÅÄ ×ÉÓÄÏÍ ÔÈÁÔȭÓ ÎÅÉÔÈÅÒ ÂÁÓÅÄ ÏÎ 

real law, nor solid  data.  Universities should aggressively lighten the 

required reporting requirements on businesses.  What this all boils 

down to is that Bayh Dole leaves a lot more space than many people 

think for other ways to share university inventions. 

 

Turning the battleship with small -scale, high risk, high 

reward pilot programs  

)Æ ÉÔ ÁÉÎȭÔ ÂÅÃÁÕÓÅ ÏÆ ÆÅÄÅÒÁÌ ÌÁ×ȟ ÔÈÅÎ ×ÈÙ ÎÏÔ ÔÒÙ ÄÉÆÆÅÒÅÎÔ 

things?  Since the federal government already spends billions of 

dollars each year on university scientific research, the least it can do 

is to spend a few million to fund a series of small-scale, test pilot 

programs to tÅÓÔ ÏÕÔ ÐÅÏÐÌÅȭÓ ÓÕÇÇÅÓÔÉÏÎÓȢ  2ÉÇÈÔ ÎÏ×ȟ ÍÏÓÔ ÆÅÄÅÒÁÌÌÙ 
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funding for university tech commercialization are in the form of 

large grants that are doled out to large universities to build up 

existing programs. 

What would be better would be small scale, government-funded 

pilot programs.  Funding for the pilot programs would be targeted 

towards small, regional businesses who would define their proposed 

pilot and if they received funding, would then implement the pilot 

over the next 2-3 years.  The small business would be required to 

pair up with a local university as a condition of the funding, much 

like an STTR grant.   

Successful pilot programs would offer a solution that is novel 

and can be quickly implemented and later scaled up.  Small programs 

given to lots of different universities and regional businesses would 

yield fast results and enable a lot of different tech transfer models to 

be tested.   Small pilot programs would reflect the diversity of IP 

models needed by different industries.   

A small business ÔÈÁÔȭÓ ÎÏÔ ÐÁÒÔ ÏÆ the university would be the 

ideal executor of a pilot program because they would be small, lean, 

agile and focused.  In order to receive the positive visibility and 

hopefully, learnings from the pilot, university administrators would 

need to agree to be host and advocate for the pilot.  To get things 

going, a chunk of the tech transfer function being tested would be 

handed over to the small business.  University inventors and 

students would be involved as advisors and test customers of the 

solution being pilot-tested.  To ease the logistical burden on 

everybody involved, university tech transfer offices would cooperate 

with the small business running the pilot program to clearly 

delineate pilot boundaries, rights and responsibilities.   

Each funded pilot could have a different assigned goal.  One 

possible pilot program could test out a new method to improve the 
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marketing of inventions.  Another pilot could test a novel best 

practice practiced by one university by placing the same process into 

a pilot at a university in a very different region.  Multiple pilot 

programs should run at the same time in different locations.  If there 

are several pilot programs going on at the same time, it would be 

possible to explore a number of different approaches in a relatively 

short period of time. 

The closest approach to this type of field-ÔÅÓÔÉÎÇ )ȭÖÅ ÓÅÅÎ ÉÓ ÔÈÅ 

$ÅÐÁÒÔÍÅÎÔ ÏÆ %ÎÅÒÇÙȭÓ ÒÅÃÅÎÔ ÉÎÖÅÓÔÍÅÎÔ ÉÎ ÆÉÖÅ ÕÎÉÖÅÒÓÉÔÙ 

ȰÉÎÎÏÖÁÔÉÏÎ ÅÃÏÓÙÓÔÅÍÓȢȱ  As I mentioned earlier, this DOE grant 

inadvertently bolsters what we already have now.  ) ÁÐÐÌÁÕÄ $/%ȭÓ 

vision and determination to make things better, but their approach 

ÉÓÎȭÔ ÇÏÉÎÇ ÔÏ ÈÅÌÐ ÍÁÔÔÅÒÓȢ 

4ÈÅ ȰÉÎÎÏÖÁÔÉÏÎ ÅÃÏÓÙÓÔÅÍÓȱ ÐÒÏÐÏÓÅÄ ÂÙ ÔÈÅ ÓÅÌÅÃÔÅÄ 

universities consist of activities which are already being handled by 

the campus TTO and business school.  The DOE funding will 

eventually end up paying for business plan competitions, 

university/industry consortiums, training for entrepreneurs are all 

valid and excellent tools.  TÈÅÒÅȭÓ ÎÏÔÈÉÎÇ ÎÅ× ÏÒ ÐÁÒÔÉÃÕÌÁÒÌÙ 

innovative about re-enacting commercialization techniques that 

have been kicking around for years.   

Now, if the DOE (or DOD or NSF or NIH) were instead, to fund 

small pilot programs, what would those look like?  A useful pilot 

program could be to fund potential solutions that would make it 

easier for university scientists to exchange, catalog and distribute 

biological research materials.  The good thing about starting with 

biological materials would be that the material transfer process is a 

thorn in the side of almost every university tech transfer office and 

ÒÅÓÅÁÒÃÈÅÒ ÔÈÁÔ )ȭÖÅ ÓÐÏËen to.   
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I was inspired to ÄÒÅÁÍ ÕÐ ÔÈÉÓ ȰÔÅÓÔ ÐÉÌÏÔȱ ÁÐÐÒÏÁÃÈ when I 

came across an online catalog managed by MIT that stores and 

distributes the building blocks of life.  The Registry, called -)4ȭÓ 

Registry of Standard Parts, was started by researchers (not assigned 

ÔÏ ÔÈÅÍ ÂÙ ÔÈÅ ÕÎÉÖÅÒÓÉÔÙȭÓ ÁÄÍÉÎÉÓÔÒÁÔÉÏÎɊ ÁÓ Á ÕÓÅÆÕÌ ÔÏÏÌ ÔÏ ÇÅÔ 

their job done.  A pilot program that utilizes core concepts of a 

successful tool such as -)4ȭÓ 2ÅÇÉÓÔÒÙ ÃÏÕÌÄ confirm whether such a 

solution could work at other universities.    

(ÅÒÅȭÓ ÈÏ× ÔÈÅ 2ÅÇÉÓÔÒÙ ×ÏÒËÓȡ  Ôhe Registry acts like a lending 

library of more than 3000 DNA segments.   Registered scientists and 

ÓÔÕÄÅÎÔÓ ÃÁÎ ÒÅÑÕÅÓÔ ÐÁÒÔÓ ÁÎÄ ÓÕÂÍÉÔ ÐÁÒÔÓȢ   4ÈÅ 2ÅÇÉÓÔÒÙȭÓ ÌÅÎÄÉÎÇ 

licensing model (or lack thereof) is loosely based on those of open 

source software, but so far, is less structured.  DNA segments 

ÓÕÂÍÉÔÔÅÄ ÔÏ ÔÈÅ 2ÅÇÉÓÔÒÙ ÃÏÎÆÏÒÍ ÔÏ ÔÈÅ  "ÉÏÂÒÉÃËÓ Ά ÓÔÁÎÄÁÒÄ ÓÏ 

each scientist and student can work independently but easily 

exchange biological building blocks (similar to software standards or 

machine part specifications). 

This de-centralized, low-overhead model for sharing biological 

ÒÅÓÅÁÒÃÈ ÍÁÔÅÒÉÁÌÓ ÉÓ Á ÆÁÒ ÃÒÙ ÆÒÏÍ ÔÈÅ ÕÎÉÖÅÒÓÉÔÙȭÓ ÔÅÃÈÎÏÌÏÇÙ 

transfer unit.  In my experience, material transfer agreements made 

up more than three times the volume of paperwork than any other 

sort of licensing agreement.  My former tech transfer unit exchanged 

such a high volume of research materials that we eventually had to 

hire a half-time person who was dedicated to processing the 

material transfer paperwork.   

The material transfer process was hard to manage, even for an 

administrative unit.  We struggled to understand and explain the 

byzantine paperwork process to our faculty and industry partners.  

The desire to streamline the process of materials transfer amongst 

researchers is universal. Yet without external support and a proven 
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better model in mind, ÕÎÉÖÅÒÓÉÔÉÅÓ ÁÄÍÉÎÉÓÔÒÁÔÉÖÅ ÕÎÉÔÓ ÄÏÎȭÔ ÈÁÖÅ 

the resources, support, or motivation to embrace radical, new 

approaches as risky as MI4ȭÓ ÂÉÏÌÏÇÉÃÁÌ ÐÁÒÔÓ ÒÅÇÉÓÔÒÙȢ    
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Would taxing universities save regional economies?  

Politicians keep popping up on podiums to urge university 

administrators and researchers to find new ways to contribute to 

ÔÈÅÉÒ ÒÅÇÉÏÎȭÓ ÅÃÏÎÏÍÉÃ ×ÅÌÌ-being.  However, ÉÔȭÓ ÁÎ ÕÎÆÏÒÔÕÎÁÔÅ ÆÁÃÔ 

that many university economic development programs are missing 

ÔÈÅ ÍÁÒËȢ  3ÔÁÎÄÁÒÄ ÕÎÉÖÅÒÓÉÔÙ ȰÅÃÏÎÏÍÉÃ ÄÅÖÅÌÏÐÍÅÎÔȱ ÐÒÏÇÒÁÍÓ 

×ÉÌÌ ÎÅÖÅÒ ÂÅÃÏÍÅ ÔÈÅ ÂÅÄÒÏÃË ÏÆ Á ÒÅÇÉÏÎȭÓ ÅÃÏÎÏÍÉÃ ÐÒÏÓÐÅÒÉÔÙ -- 

entrepreneurship mentoring, anyone?  How about a Patent 

Showcase?  No, the best way for universities to improve the local 

quality of life would be by literally sharing their wealth directly with 

local and state economies ɂ by paying federal, state and municipal 

taxes.  

Economic prosperity results when residents enjoy a high quality 

ÏÆ ÌÉÆÅ ÔÈÁÔȭÓ ÁÉÄÅÄ ÁÎÄ ÅÎÈÁÎÃÅÄ ÂÙ Á ÈÅÁÌÔÈÙ ÔÁØ ÂÁÓÅȢ  )Î ÔÈÅ ×ÏÒÄÓ 

of poet James Oppenheim, sung by striking women textile workers a 

ÈÕÎÄÒÅÄ ÙÅÁÒÓ ÁÇÏȡ Ȱ9ÅÓȟ ÉÔ ÉÓ ÂÒÅÁÄ ×Å ÆÉÇÈÔ ÆÏÒȟ ÂÕÔ ×Å ÆÉÇÈÔ ÆÏÒ 

roses too.ȱ  )ÔȭÓ ÔÈÁÔ ÓÉÍÐÌÅȢ  2ÅÇÉÏÎÓ ÆÌÏÕÒÉÓÈ ×ÈÅÎ ÐÅÏÐÌÅ ÈÁÖÅ ÇÏÏÄ 

public schools, reasonable tax rates, easy commutes, clean and safe 

streets and abundant recreational opportunities.    

Yet, U.S. universities do not pay federal, state and municipal 

taxes. Why not? In theory, at least, universities are considered non-

profit organizations by the IRS and their state-level tax codes, hence 

are tax exempt.  In these times of hardship, we need to at least 

publicly discuss this.  If the IRS and state tax agencies were given the 

right to tax universities at corporate rates, our devastated city and 

state economies would receive a badly needed infusion of billions of 

dollars.   

4ÈÅÒÅȭÓ ÎÏ ÓÉÍÐÌÅ ÁÎÓ×ÅÒȢ   "ÕÔ ÐÅÏÐÌÅ ÎÅÅÄ ÆÏÏÄȢ  0ÅÏÐÌÅ ÎÅÅÄ 

housing and safe communities.  Could we please think this issue 
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through?  We need you to push this issue to bring state governments 

and their local universities to the table, to talk about this openly.     

,ÅÔȭÓ ÆÁÃÅ ÉÔȢ 4ÏÄÁÙȭÓ ÂÉÇ ÒÅÓÅÁÒÃÈ ÕÎÉÖÅÒÓÉÔÉÅÓ ÁÒÅ ÎÏÎ-profit in 

name only. In the past twenty years, university culture has changed 

dramatically. Their original stated non-profit mission ɂ to provide 

education and to conduct research ɀ has been dwarfed by activities 

more typical of for-profit corporations:  reaping capital gains from 

multi -billion dollar university -owned investments, renting 

commercial real estate space, running pro-level athletic programs, 

brokering university -owned patents in exchange for revenue and 

selling, selling, selling the university brand to alumni to attract 

private donations.  Executives at large or private universities enjoy 

salaries and fringe benefits equal to those of private sector CEOs. 

Questioning university tax exempt status is not a condemnation 

of their tremendous social, scientific and economic contributions.   

Nor is re-assessing university non-profit status a criticism of the 

individual university administrators, professors and staff who work 

hard to maintain the high value of university degrees and to conduct 

world -class, innovative research.  Universities are not the bad guy.  

However, we can no longer afford to ignore the fact that major 

research universities have become commercially-oriented entities 

whose growing wealth, if taxed, could make a tremendous difference 

to their increasingly distressed state and city economies. 

How much money are we talking about here?   To give you a 

ÓÅÎÓÅ ÏÆ ÔÈÅ ÄÏÌÌÁÒÓ ÁÔ ÓÔÁËÅȟ )ȭÖÅ ÄÏÎÅ ÓÏÍÅ ÑÕÉÃË ÉÌÌÕÓÔÒÁÔÉÖÅ 

calculations on three major taxes from which universities are 

currently exempt.    

Federal capital ga ins taxes 
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&ÉÒÓÔȟ ÌÅÔȭÓ ÅØÐÌÏÒÅ ÔÈÅ ÓÉÚÅ ÁÎÄ ÐÏÔÅÎÔÉÁÌ ÔÁØ ÒÅÖÅÎÕÅ ÏÆ 

university -Ï×ÎÅÄ ÉÎÖÅÓÔÍÅÎÔ ÐÏÒÔÆÏÌÉÏÓȟ ÏÒ ÅÎÄÏ×ÍÅÎÔÓ ÁÓ ÔÈÅÙȭÒÅ 

ÓÏÍÅÔÉÍÅÓ ÃÁÌÌÅÄȢ  4ÈÅ ÔÁÂÌÅ ÂÅÌÏ× ÃÏÎÔÁÉÎÓ ÄÁÔÁ ÏÎ ÌÁÓÔ ÙÅÁÒȭÓ ÇÁÉÎÓ 

from the ten largest university endowments (source: Chronicle of 

Higher Education).  The two right-most columns were calculated and 

added by me to illustrate the dollar amounts that remain currently 

are tax exempt. I estimated a conservative 25% average tax on the 

gains. 

 

Now, keep in mind this potential tax revenue represents only 

ÏÎÅ ÙÅÁÒȭÓ ÅÁÒÎÉÎÇÓ ÆÒÏÍ ÔÈÅ ÔÏÐ ÔÅÎ ÌÁÒÇÅÓÔ ÕÎÉÖÅÒÓÉÔÙ ÅÎÄÏ×ÍÅÎÔÓȢ  

Imagine the additional billions that could be generated by taxing 

ÅÖÅÒÙ ÕÎÉÖÅÒÓÉÔÙȭÓ ÅÎÄÏ×ÍÅÎÔ ÇÁÉÎÓȢ  #ÁÐÉÔÁÌ ÇÁÉÎÓ ÔÁØÅÓ ÁÒÅ ÆÅÄÅÒÁÌȢ  

However, since this money would quickly be absorbed without little 

trace if it were paid to the federal government, tax revenue from 

university endowments should be re-directed to fund regional and 

local economic development programs where it could have a greater 

impact.   (For an excellent and detailed analysis of university 
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ÅÎÄÏ×ÍÅÎÔÓȟ ÒÅÁÄ ÔÈÅ Ȱ%ÄÕÃÁÔÉÏÎÁÌ %ÎÄÏ×ÍÅÎÔÓȱ ÒÅÐÏÒÔ ÂÙ ÔÈÅ 

Center for Social Philanthropy and Telus.) 

State sales tax 

.ÅØÔȟ ÌÅÔȭÓ ÌÏÏË ÁÔ ×ÈÁÔ ÕÎÉÖÅÒÓÉÔÉÅÓ ÁÒÅ ÎÏÔ ÐÁÙÉÎÇ ÉÎ ÓÔÁÔÅ ÓÁÌÅÓ 

taxes.  Large universities spend billions of dollars each year 

procuring in-state goods and services. University procurement data 

is not that readily available.  To give you a snapshot of the dollars 

involved, I dug up expenditure data from six, randomly selected 

universities.  Kudos to the universities listed here who had the civic 

spirit to publicly share their data on in-state expenditures.  Many 

universities unintentionally obfuscate or do not publicly share this 

number. 

Below is a chart that estimates how much money would become 

available each year if university spending was taxed. 

 

This data represents a fraction of the potential sales tax revenue 

that universities could in theory, contribute to their cash-starved 

state governments.  Clearly, given the complexity of this issue, to 

arrive at real numbers, more analysis is needed.  It makes you think, 

ÔÈÏÕÇÈȟ ÄÏÅÓÎȭÔ ÉÔȩ  

Imagine if some money from university sales taxes were 

earmarked to fund local economic development initiatives, for 
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example, to provide seed capital or low cost office space for small 

businesses.  Imagine if these millions were used to fund university 

scholarships for students in the state.  Or lower the cost of in-state 

university tuitions.  Or thinking bigger, to build local broadband 

infrastructure, or to re-build vital health and human services 

programs that are facing severe budget cutbacks.    

Local property taxes  

Finally, what about municipal property taxes?  Throughout the 

U.S., large universities own billions and billions of dollars in valuable 

real estate; however, since they do not pay local property taxes, 

cities lose out on a significant source of potential tax revenue.  In 

fact, local residents of college towns end up paying *higher* local 

taxes to offset the unpaid taxes of their regional university.  In 

smaller college towns, university real estate holdings can have an 

assessed value nearly equivalent to the taxable real estate of the 

entire town. 

3ÉÍÉÌÁÒ ÔÏ ÐÒÏÃÕÒÅÍÅÎÔ ÄÁÔÁȟ ÉÔȭÓ ÄÉÆÆÉÃÕÌÔȟ ÉÆ ÎÏÔ ÉÍÐÏÓÓÉÂÌÅȟ ÔÏ 

find solid numbers on the value of university real estate holdings, 

most of which is never made public.  Some universities negotiate 

their tax exemptions with the local and state governments and agree 

to make agreed upon payments in lieu of taxes (PILOTs).  However, 

may do not, or pay PILOTs that are a fraction of what they would pay 

otherwise.  

*ÕÓÔ ÔÏ ÇÉÖÅ ÙÏÕ Á ÔÁÓÔÅ ÏÆ ÔÈÅ ËÉÎÄ ÏÆ ÍÕÎÉÃÐÁÌ ÔÁØ ÍÏÎÉÅÓ ×ÅȭÒÅ 

ÔÁÌËÉÎÇ ÁÂÏÕÔ ÈÅÒÅȟ ÁÃÃÏÒÄÉÎÇ ÔÏ ÔÈÅ Ȱ%ÄÕÃÁÔÉÏÎÁÌ %ÎÄÏ×ÍÅÎÔÓȱ 

ÒÅÐÏÒÔȟ Ȱ"ÏÓÔÏÎ 5ÎÉÖÅÒÓÉÔÙȟ "ÒÁÎÄÅÉÓ 5ÎÉÖÅÒÓÉÔÙȟ $ÁÒÔÍÏÕÔÈ #ÏÌÌÅÇÅ, 

Harvard University and the Massachusetts Institute of Technologyɂ

ÁÓ ÍÁÊÏÒ ÐÒÏÐÅÒÔÙ ÈÏÌÄÅÒÓ ÉÎ ÔÈÅÉÒ ÃÏÍÍÕÎÉÔÉÅÓ ȣ Ï×Î ÔÁØ-exempt 

real estate worth more than $10.6 billion, yet collectively they made 
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negotiated payments in lieu of taxes (PILOTs) totaling less than 5% 

ÏÆ ÔÈÅ Αςσυ ÍÉÌÌÉÏÎ Éȣ ÔÈÅÙ ×ÏÕÌÄ Ï×Å ÉÆ ÔÈÅÙ ÄÉÄ ÎÏÔ ÈÁÖÅ ÔÈÅ 

privilege of their tax-ÅØÅÍÐÔ ÓÔÁÔÕÓȢȱ 

You should calculate and publish the value of university 

ÔÁØ ÅØÅÍÐÔÉÏÎÓȣ ÁÎÄ ÓÈÁÒÅ ÔÈÅ ÄÁÔÁ 

0ÌÅÁÓÅ ÄÏÎȭÔ ÍÉÓÕÎÄÅÒÓÔÁÎÄ ÍÅȢ  &ÕÎÄÉÎÇ ÕÎÉÖÅÒÓÉÔy scientific 

research is money well spent.  However, struggling families, cities 

and states should not have to pick up the tab to further enrich multi-

billion -ÄÏÌÌÁÒ ÔÁØ ÅØÅÍÐÔ ÕÎÉÖÅÒÓÉÔÙ ȰÃÏÒÐÏÒÁÔÉÏÎÓȢȱ   /ÕÒ ÎÅØÔ 

generation of skilled workers should not have to start out life 

crushed by student loan debt.  Residents of college towns should not 

have to scrimp and stretch to pay constantly increasing city and 

property taxes.  ,ÅÔȭÓ ÃÏÎÔÉÎÕÅ ÔÏ ÆÕÎÄ ÉÎÎÏÖÁÔÉÖÅ ÒÅÓÅÁÒÃÈȟ ÂÕÔ ÁÌÓÏ 

explore what would be the impact of fairly taxing universities and re-

directing the monies into regional economies and student aid. 

Transparency is the root of change.  Right now, university data 

on procurement, capital gains and property values is not easily 

publicly available.  True, many universities publish regular economic 

impact reports.  However, the intent of these reports is not to share 

data, but to sell the notion that universities are generous benefactors 

to their economically devastated regions.  For example, an argument 

popular in these reports is that university investment breeds a 

ȰÍÕÌÔÉÐÌÉÅÒ ÅÆÆÅÃÔȟȱ ÈÅÎÃÅ ÃÏÎÔÒÉÂÕÔÅÓ ÂÉÌÌÉÏÎÓ ÏÆ ÄÏÌÌÁÒÓ ÔÏ ÒÅÇÉÏÎÁÌ 

tax coffers.  In actuality, this so-called multiplier effect means simply 

that university employees are paying their local ÁÎÄ ÓÔÁÔÅ ÔÁØÅÓ ɉÉÔȭÓ 

a bit like making your kid brother cough up the money to pay for 

ÙÏÕÒ ÍÏÍȭÓ ÂÉÒÔÈÄÁÙ ÇÉÆÔȟ ÁÎÄ ÔÈÅÎ ÍÁËÉÎÇ ÈÉÍ ÌÅÔ ÂÏÔÈ ÏÆ ÙÏÕ ÓÉÇÎ 

the card). 
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Another frequently cited university contribution to the region is 

that universities are edÕÃÁÔÉÎÇ ÔÈÅ ÎÅØÔ ÇÅÎÅÒÁÔÉÏÎ ȣ ÂÕÔ ÈÅÃËȟ ÔÈÅÓÅ 

ÓÔÕÄÅÎÔÓ ÐÁÙ ÔÕÉÔÉÏÎ ÁÎÄ ÉÓÎȭÔ ÅÄÕÃÁÔÉÎÇ ÔÈÅ ÎÅØÔ ÇÅÎÅÒÁÔÉÏÎ ÔÈÅ ÊÏÂ 

that universities are paid to do?  One university report went so far as 

to include alumni wages in its calculation of its local economic 

contÒÉÂÕÔÉÏÎÓ ÓÉÎÃÅ ÔÈÅ ÕÎÉÖÅÒÓÉÔÙ ȰÈÅÌÐÅÄ ÇÒÁÄÕÁÔÅÓ ÅÁÒÎ ÍÏÒÅ ÔÈÁÎ 

ÔÈÅÙ ×ÏÕÌÄ ÈÁÖÅ ÏÔÈÅÒ×ÉÓÅȢȱ 

We, the tax-ÐÁÙÉÎÇ ÐÕÂÌÉÃȟ ÁÌÒÅÁÄÙ ÐÁÙ ÏÕÒ ÎÁÔÉÏÎȭÓ ÕÎÉÖÅÒÓÉÔÉÅÓ 

several times over. We pay for the scientific research that takes place 

in university labs.  Students and their families pay exorbitant costs 

for tuition.  We pay for the low cost, tax exempt bonds that enable 

universities to build new buildings while they reserve their 

endowment funds for higher risk, higher reward investments.  

According to the Congressional Budget Office, tax exempt university 

bonds cost the federal government an estimated $5.5-billion in 

forgone revenue in 2010.  

Those of us who live in college towns pay higher than average 

property taxes to pay for university use of community resources and 

infrastructure such as roads, public safety, local power grids, schools 

and city services.  In order for universities to provide real economic 

development to states and cities, it would be a good first step to look 

into whether universities begin to pay taxes. 
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First, four star Army generals, now four star university 

professors  

What if the unthinkable happened and the U.S. government 

imposed a mandatory and public ranking of research universities 

ÁÎÄ ÉÎÄÉÖÉÄÕÁÌ ÆÁÃÕÌÔÙ ÁÃÃÏÒÄÉÎÇ ÔÏ ÔÈÅÉÒ ȰÒÅÓÅÁÒÃÈ ÅØÃÅÌÌÅÎÃÅȩȱ   *ÕÓÔ 

ÔÏ ÂÅ ÃÌÅÁÒȟ )ȭÍ ÎÏÔ ÁÄÖÏÃÁÔÉÎÇ ÔÈÁÔ ÓÕÃÈ Á ÒÁÎËÉÎÇ ÂÅ ÄÏÎÅȢ  

However, no matter how strongly one might disagree with the idea 

of mandatory public rankings based on data that is currently largely 

ÐÒÉÖÁÔÅȟ )ȭÌÌ ÂÅÔ ÔÈÁÔ ÉÎ ÔÈÅ ÎÅØÔ ÆÅ× ÙÅÁÒÓȟ ×ÅȭÌÌ ÓÔÁÒÔ ÔÏ ÓÅÅ ÐÏÌÉÃÙ 

makers cautiously exploring this idea. 

Starting in 2013, those of us engaged in the university R&D 

ecosystem will get a rare opportunity to see such speculation in 

action. The U.K. university system is about to launch a major new 

government-ÍÁÎÄÁÔÅÄ ÕÎÉÖÅÒÓÉÔÙ ÁÓÓÅÓÓÍÅÎÔ ÐÒÏÃÅÓÓȟ ÔÈÅ Ȱ2ÅÓÅÁÒÃÈ 

%ØÃÅÌÌÅÎÃÅ &ÒÁÍÅ×ÏÒËȟȱ ÏÒ 2%&Ȣ   7ÈÅÎ ) ×ÁÓ ÉÎ ÔÈÅ 5+ ÒÅÃÅÎÔÌÙȟ ÔÈÅ 

upcoming REF dominated discussion at dinner tables and coffee 

breaks. 

In a radical new twist on university assessment, nearly 2/3rds 

ÏÆ Á ÕÎÉÖÅÒÓÉÔÙȭÓ 2%& ÓÃÏÒÅ ×ÉÌÌ ÂÅ ÂÁÓÅÄ ÏÎ ÔÈÅ ÒÅÓÅÁÒÃÈ ÏÕÔÐÕÔ ÏÆ 

individual faculty.  University faculty deemed by their departments 

to be the most likely to rank highly will submit their best four papers 

to a government appointed panel.  The panel will assess and then 

publicly rank each faculty member according to a star system, one 

star being the lowest and four stars the highest. 

)ȭÍ ÇÕÅÓÓÉÎÇ ÔÈÁÔ ÔÈÅ "ÒÉÔÉÓÈ ÇÏÖÅÒÎÍÅÎÔ ÄÉÄÎȭÔ ÉÎÔÅÎÄ ÁÎ 

academic version of a military-style hierarchy, yet a star-based 

ranking system is reminiscent of the tradition in the U.S. Army of 

anointing four star generals. Professors in the U.K. who fare well on 

their assessments will be assigned a four star ranking.  Of course 
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money has to enter this picture at some point: the more four star 

faculty a university employs, the more government funding the 

university will receive. Four star academics will be worth their 

×ÅÉÇÈÔ ÉÎ ȣ ÐÏÕÎÄÓȢ ,ÉÔÅÒÁÌÌÙȢ 

(ÅÒÅȭÓ ÔÈÅ ÃÁÔÃÈȡ  5Ȣ+Ȣ 2%& ÆÁÃÕÌÔÙ ÁÓÓÅÓÓÍÅÎÔÓ ÁÒÅ ÎÏÔ 

quantitative.  )ÎÓÔÅÁÄȟ Á ÐÒÏÆÅÓÓÏÒȭÓ ÍÅÒÉÔ ÉÓ ÂÁÓÅÄ ÏÎ ÅÖÁÌÕÁÔÉÏÎÓ 

conducted by the appointed panels of experts.  To evaluate 

university submissions, the government agency managing the REF 

process will oversee panels of government-appointed, nominated 

judges. 

A univerÓÉÔÙȭÓ ÔÏÔÁÌ 2%& ÓÃÏÒÅ ×ÉÌÌ ÂÅ ÂÁÓÅÄ ÏÎ ÒÅÐÏÒÔÅÄ Áctivity 

in three major arenas:  

¶ individual faculty research output 

¶ Á ÕÎÉÖÅÒÓÉÔÙȭÓ ÔÏÔÁÌ ÓÏÃÉÁÌ ÁÎÄ ÅÃÏÎÏÍÉÃ ÉÍÐÁÃÔȟ ÁÎÄ  

¶ Á ÕÎÉÖÅÒÓÉÔÙȭÓ ÅÎÖÉÒÏÎÍÅÎÔ ÁÎÄ ÆÁÃÉÌÉÔÉÅÓȢ   

In more detail, here are the three categories each 

university in the U.K. will be assessed on: 

1. faculty research output:   65% of total REF score.   Output 

equals the traditional scholarly stuff of publications, book chapters, 

conference activity, etc.   This is the portion of the REF where 

individual faculty will receive a star ranking from the REF 

oversight committee. 

2.  university impact:   20% of total score.  Impact is a university-

level measure.  Essentially, impact is the non-scholarly activities that 

benefit the world off-campus; impact is gauged by submitted case 

studies.  (This is how university technology commercialization 

offices have been pulled into the REF process.)  Impact measures can 
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include university startups, having a positive impact on government 

policy, or developing industry products and services. 

3.  ÕÎÉÖÅÒÓÉÔÙ ȰÅÎÖÉÒÏÎÍÅÎÔȡȱ  15% of total REF score.  This is 

mostly traditional educational data, e.g. the number of doctoral 

degrees a university grants, what percentage of those degrees went 

to women, how much research funding a university earns, what sort 

of facilities it has, and so on. 

I applaud the underlying goal of the British REF, to improve the 

quality of research and teaching at their universities.  Yet, a key 

shortcoming of the REF assessment process is its subjectivity.  Two 

of the three portions (faculty research output and university impact) 

ÏÆ ÔÈÅ 5Ȣ+ȢȭÓ 2%& ÁÓÓÅÓÓÍÅÎÔ ÁÒÅ ÑÕÁÌÉÔÁÔÉÖÅȢ 

A subjective judgment process may undermine exactly what the 

REF was intended to accomplish.  Peer reviewed measures of 

ȰÅØÃÅÌÌÅÎÃÅȱ ÍÁÙ ÓÅÔ ÕÐ Á ÐÒÏÃÅÓÓ ÔÈÁÔȭÓ ÒÉÐÅ ÔÏ ÂÅÃÏÍÅ ÈÅÁÖÉÌÙ 

ÐÏÌÉÔÉÃÉÚÅÄȟ ÒÅÎÄÅÒÉÎÇ ÉÔ ÐÅÒÈÁÐÓ ÙÅÔ ÁÎÏÔÈÅÒ ÅÍÐÔÙ ÅØÅÒÃÉÓÅ ÉÎ ×ÈÏȭÓ 

×ÈÏ ÉÎ Á ÐÁÒÔÉÃÕÌÁÒ ÁÃÁÄÅÍÉÃ ÆÉÅÆÄÏÍȢ  )Æ ÔÈÁÔ ÈÁÐÐÅÎÓȟ ÔÈÅ 5Ȣ+ȢȭÓ 

investment in REF will crumble into yet another non-productive 

counting activity that reinforces the entrenchment of already 

dominant academic fiefdoms ɀnot a strong strategy to improve the 

relevance, innovation-ÃÁÐÁÃÉÔÙ ÁÎÄ ÉÍÐÁÃÔ ÏÆ ÔÈÅ 5Ȣ+ȢȭÓ ÕÎÉÖÅÒÓÉÔÙ 

research infrastructure. 

A REF in the U.S:  data, good data mining tools and a user-

friendly interface  

3Ï ÌÅÔȭÓ ÉÍÁÇÉÎÅ ÔÈÁÔ ÔÈÅ 5Ȣ3Ȣ ÇÏÖÅÒÎÍÅÎÔ ɂ motivated by a 

current harsh economic climate and public concern over bloated, 

irrelevant and costly universities ɀ demands that universities and 

individual faculty prove that federal research funding is a 
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worthwhile investment.  If the government were to implement a 

nation-wide assessment, the heart of the process should be simple 

data transparency.  Both university-wide and individual faculty 

rankings should be based on quantitative data from external sources, 

not on the subjective judgments of government appointed panels. 

The university system in the U.S. is vast, decentralized and 

ÄÉÖÅÒÓÅȟ ÁÎÄ ÔÈÁÔȭÓ ÐÁÒÔ ÏÆ ÉÔÓ ÓÔÒÅÎÇÔÈȢ  4ÈÁÔȭÓ ×ÈÙ Á ÔÏÐ-down 

process to evaluate an arena as creative and fluid as research and 

ÔÅÃÈÎÏÌÏÇÙ ÄÅÖÅÌÏÐÍÅÎÔ ×ÏÎȭÔ ×ÏÒËȢ  )Î ÆÁÃÔȟ ÃÒÅÁÔÉÎÇ ÁÎÄ ÔÈÅÎ 

managing all the moving parts and pieces of a centrally orchestrated 

REF assessment will cost the U.K. government lots of money that 

could be better spent elsewhere.  University administrations will pay 

in terms of their time. 

Everyone likes to talk about transparency.  If transparency is the 

best process, what, exactly, do I mean when I say transparency 

should be the heart of any faculty assessment process? 

To have transparency, first you need data.  U.S. university 

systems already have the data they would need for a U.S. take-off on 

the REF.  However, just dumping data into yet another impenetrable 

government-ÆÕÎÄÅÄ ÄÁÔÁÂÁÎË ×ÏÎȭÔ ÈÅÌÐȢ )ÎÓÔÅÁÄȟ ÄÁÔÁ ÓÈÏÕÌd be 

placed into a smart, quantitative, publicly accessible tool. 

A good example of what a nation-wide university assessment 

tool should look like is Microsoft Academic Search. MS Academic 

Search lacks the content coverage of Google Scholar. But its user 

interface and pattern mapping and comparison capabilities are light-

years ahead.  Take a look at MS Academic Search to see the potential 

insight a good analytical tool could introduce into the world of 

university research and innovation strategy.  For example, in 

Academic Search, you can: 
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1.  Compare research productivity of individual faculty at 

universities around the world.  See how individual faculty fare 

when ranked according to their publications, citations, and h-

indexes. 

2. See the intellectual links between researchers who are citing, 

co-authoring and collaborating with one another. 

3.  At the university level, see how entire universities compare, 

and what their organizational-level h-indexes are. 

Academic Search is getting it right. Imagine its power if even 

more infographic and data mining capabilities were added to it. 

*ÕÓÔ ÆÏÒ ÆÕÎȟ )ȭÍ ÇÏÉÎÇ ÔÏ ÐÒÏÐÏÓÅ Á ÓÅÔ ÏÆ ÍÅÁÓÕÒÅÓ ÔÈÁÔ ÕÎÉÖÅÒÓÉÔÉÅÓ 

and individual faculty should be assessed on.  All of these datapoints 

are currently readily available.  They jÕÓÔ ÈÁÖÅÎȭÔ ÂÅÅÎ ÂÕÎÄÌÅÄ ÕÐ 

and placed into the right database that feeds a user-friendly web 

portal. 

University -level metrics  

In a nutshell, university administrations should be evaluated 

according to their ability as stewards, how much research and 

appliÅÄ ÉÎÎÏÖÁÔÉÏÎ ÔÈÅÙȭÒÅ ÍÁÎÁÇÉÎÇ ÔÏ ÅØÔÒÁÃÔ ÆÒÏÍ ÆÅÄÅÒÁÌ ÒÅÓÅÁÒÃÈ 

dollars.  Data that U.S. universities submit should be normalized by 

annual research funding received to correct for differences in 

resources. 

Metric 1.  University-wide scholarly impact:  university-wide h 

index:  the total average h -index of all full-time university 

researchers 

Metric 2.   Total, combined faculty research output:  the total 

number of scholarly papers, per institution, as logged in ISI 

ÎÏÒÍÁÌÉÚÅÄ ÂÙ ÔÈÅ ÕÎÉÖÅÒÓÉÔÙȭÓ ÁÎÎÕÁÌ ÒÅÓÅarch money received. 
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Metric 3 . University ability to turn research into public benefit:   

The number of university inventions in external use per federal 

ÒÅÓÅÁÒÃÈ ÄÏÌÌÁÒȠ ȰÅØÔÅÒÎÁÌ ÕÓÅȱ ÍÅÁÎÓ ÕÎÄÅÒ ÓÏÍÅ ÆÏÒÍ ÏÆ 

external contractual arrangement, paid or not.  This should 

include open source and Creative Commons type licenses too. 

Metric 4.   ! ÕÎÉÖÅÒÓÉÔÙȭÓ ÉÎÄÕÓÔÒÙ ÉÍÐÁÃÔȡ  ÐÅÒ ÆÅÄÅÒÁÌ ÒÅÓÅÁÒÃÈ 

dollar, the amount of industry funding received for on-campus 

collaborative research 

Metric 5.   University technology commercialization impact as 

measured according to the following technology transfer health 

indexes:  1) commercial health index:  distribution of patent 

licensing revenue across entire patent portfolio 2) jobs created 

by startups health index:  FTEs distributed across all startups 

founded on a licensed university patent and 3) speed to 

licensing index:  distribution of weeks between invention 

disclosed and date to executed license. 

Individual faculty -level metrics  

Public ranking of university faculty will make or break careers.  

Therefore, the process needs to be as free of politics as possible.  

4ÈÁÔȭÓ ×ÈÙ ÄÁÔÁ ÉÓ ÂÅÔÔÅÒȢ  )Ô ÓÐÅÁËÓ ÍÏÒÅ ÆÁÉÒÌÙȢ  4ÒÕÅȟ ÅÖÅÎ ÅØÔÅÒÎÁÌ 

and quantitative performance data is created in a political ecosystem 

of journal editors and grant reviewing committees.  But a system of 

evaluating committees nominated specifically to assign star rankings 

would be even worse. 

University faculty are evaluated all the time by their 

departments.  Nearly every working university professor knows her 

h-index, number of times cited, number of publications, and the 
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ÊÏÕÒÎÁÌ ÉÍÐÁÃÔ ÆÁÃÔÏÒ ÏÆ ÈÅÒ ÁÃÃÅÐÔÅÄ ÁÒÔÉÃÌÅÓȢ  (ÅÒÅȭÓ ÔÈÅ ÄÁÔÁ ÔÈÁÔ 

should be collected for individual faculty assessments; 

Faculty metric 1.  Scholarly productivity and impact:  the 

indiv idual h -index of all published scholarly work.  (This data 

exists on Google Scholar and on MS Academic Search already). 

Faculty metric 2.  )ÎÎÏÖÁÔÉÏÎ ÉÍÐÁÃÔȡ  ÈÏ× ÍÁÎÙ ÏÆ Á ÆÁÃÕÌÔÙȭÓ 

inventions or books are in external use (commercial or not) :   

This metric would be the number of formally disclosed 

inventions that are under some form of external contractual 

arrangement, paid or not.  Also published popular books and 

software.  This should include inventions that got patented, plus 

×ÏÒË ÔÈÁÔȭÓ ÂÅÅÎ ÒÅÌÅÁÓÅÄ under open source and Creative 

Commons type licenses. 

Faculty metric 3.   ! ÆÁÃÕÌÔÙȭÓ ÁÂÉÌÉÔÙ ÔÏ ÁÄÄ ÖÁÌÕÅ ÔÏ ÉÎÄÕÓÔÒÙȡ   

how much industry funding a faculty member has received in 

the past year for collaborative research 

Bidding over star faculty  

Maybe having a new class of elite, four-star of university 

professors would taint the system.  It could certainly take much of 

the fun out of being an academic, a profession in which tenure and 

ÔÈÅ ÆÒÅÅÄÏÍ ÔÏ ÐÕÒÓÕÅ ÏÎÅȭÓ Ï×Î ÒÅÓÅÁÒÃÈ ÁÇÅÎÄÁ ÁÒÅ ÃÏÒÅ ÐÅÒËÓ ÏÆ 

the job.  Public rankings also introduce the risk of bullying and 

finger-pointing towards those faculty who land in the bottom 50th 

percentile. 

For those fortunate faculty who end up at the top of the 

rankings, however, life would be sweet.  Rightly or wrongly, four star 

faculty will enjoy money and prestige. Four star professors would 

fend off ever-enriched job offers from competing universities vying 



Tech Transfer 2.0  

105 

to attract high-rated faculty. This reminds me of the article I wrote 

for NCURA magazine about faculty tenure. In this article, I speculated 

that if tenure were to go away and faculty were to become a mobile 

workforce, the top ten percent or so of faculty will be bid for, sort of 

like star baseball players. 

In the U.K., I suspect that an unintended outcome of ranking 

faculty publicly will be the creation of a tiered system in which top 

faculty will benefit from being hotly pursued and benefit in the form 

of higher wages.   The battle for four star faculty in the U.K. has 

already begun.   One highly productive professor I was scheduled to 

meet with emailed me the day before to tell me was no longer with 

that university: he and his students had been hired away by another 

university, and his entire lab was moving immediately. Another 

professor I spoke to  (whose distinguished career would likely make 

him a four star faculty) was brought back from retirement by his 

ÆÏÒÍÅÒ ÅÍÐÌÏÙÅÒ ÔÏ ÂÏÏÓÔ ÈÉÓ ÕÎÉÖÅÒÓÉÔÙȭÓ 2%& ÓÃÏÒÅȢ 

The first thing graduate students would do, while choosing 

where to apply, would be to shop for their future advisor by her 

national ranking.  Research money from governments and 

sponsoring companies would rain down on four star faculty.  

Companies would browse the faculty ranking tool to decide who to 

approach for research collaborations. 

A downside of transparent faculty rankings might be to further 

tip the balance towards rich universities who can afford to purchase 

an all-star faculty team.  Teaching universities would left out in the 

cold if this were to happen.  Some corrective, balancing provision 

would need to be set forth to help poorer universities purchase a few 

all-star faculty of their own.  Frequently, universities with smaller 

budgets are the same ones who offer cheaper tuition and therefore, a 

critical social path upwards for lower-income students. 
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Conclusion  

It remains to be seen whether the U.K. is helping or harming its 

world -class research university system by implementing mandatory 

assessments.   Reactions to the REF in people I spoke to while I was 

in England were passionately divided.  What everyone agreed on, 

however, is that faculty tenure and unpublished university 

performance measures are increasingly harder to defend in an era 

where unemployment and private-sector lay-offs are all too 

common. 
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Allocating broadband: university towns, ma nufacturing 

towns or rural areas?  

Would investing additional federal funding to build up 

additional broadband in university towns create new inventions that 

ultimately create high-value jobs? University towns contain a rich 

resource of raw data, scientific knowledge and highly educated 

scientists and researchers. However, just harboring a research 

university should not automatically qualify a town for additional 

broadband.  Many college towns lack a strong industrial base, 

meaning they are not home to manufacturing companies, nor to 

populations of people who make their living bringing products to 

market. 

Manufacturing towns innovate, too  

Why would the presence of a regional manufacturing base 

matter if a university town is already rich in human capital? Because 

mono-ÃÕÌÔÕÒÅÓ ÁÒÅ ÎÏÔ ÆÅÒÔÉÌÅȢ )Æ Á ÕÎÉÖÅÒÓÉÔÙȭÓ 2Ǫ$ ÌÁÂÓ ÁÒÅ ÉÓÏÌÁÔÅÄ 

from the demands of commerce and manufacturing, additional 

ÂÒÏÁÄÂÁÎÄȟ ÁÌÏÎÅȟ ×ÏÎȭÔ ÓÐÁÒË ÓÕÆÆÉÃÉÅÎÔ ÁÍÏÕÎÔÓ ÏÆ ÉÎÎÏÖÁÔÉÏÎȢ  

2Ǫ$ ÔÈÁÔ ÒÅÍÁÉÎÓ ÁÂÓÔÒÁÃÔ ÉÓ ÁÔ ÒÉÓË ÏÆ ×ÉÔÈÅÒÉÎÇ ÆÒÏÍ ȰÓmall 

ÐÉÃÔÕÒÅ ÍÙÏÐÉÁȢȱ )ÎÓÔÅÁÄȟ ÎÅ× ÉÄÅÁÓ ÅÍÅÒÇÅ ×ÈÅÎ ÃÏÌÌÁÂÏÒÁÔÉÏÎ ÉÓ 

decentralized and participants bring diverse skill sets to the table to 

address a particular technical problem. The most fertile regions will 

be those that boast local communities where university researchers 

and scientists rub elbows with industry engineers and technologists 

who have deep and applied industrial expertise. 

Gig U is an initiative launched by a group of universities to make 

a case to private network providers that university towns are an 

ideal test-bed for additional investment in ultra-high-speed 

networks.  It would be an interesting exercise to consider two 
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ÁÄÄÉÔÉÏÎÁÌ ËÅÙ ÖÁÒÉÁÂÌÅÓ ÉÎ ÔÈÅ ÃÏÎÔÅØÔ ÏÆ ×ÈÁÔ ÔÈÅÙȭÒÅ ÄÏÉÎÇȡ  ρɊ 

whether a university town has easy access to a manufacturing base, 

and 2) whether the local business community is of critical mass and 

knows how to work with manufacturing and design companies to 

transform raw university R&D into commercial goods and services.  

Gig U is a good start.  However, I would argue that even better, 

cities that should receive additional broadband are not necessarily 

university towns, but places that have people skilled in 

manufacturing, skilled in running businesses *and* a nearby 

research university ɂ these are the raw ingredients that will enable 

a city to put a hefty, high-speed network to good use.  Federally 

funded university research is rich raw clay from which many 

valuable new technologies and medicines are made. But supply 

chains, small businesses, and the collaborative spaces between 

people with different skill sets are also a rich and vital source of new 

thinking.  

In an excellent article by Fred Block and Matthew Keller called 

Ȱ7ÈÅÒÅ $Ï )ÎÎÏÖÁÔÉÏÎÓ #ÏÍÅ &ÒÏÍȩ 4ÒÁÎÓÆÏÒÍÁÔÉÏÎÓ ÉÎ ÔÈÅ 5Ȣ3Ȣ 

National Innovation System, 1970-2ππφȟȱ ÔÈÅ ÁÕÔÈÏÒÓ ÁÎÁÌÙÚÅ ÔÅÎ 

ÙÅÁÒÓȭ ×ÏÒÔÈ of 1,200 prize-winning inventions selected by R&D 

-ÁÇÁÚÉÎÅȭÓ ÐÒÅÓÔÉÇÉÏÕÓ ÁÎÎÕÁÌ ÃÏÎÔÅÓÔȢ 4ÈÅÉÒ ÇÏÁÌ ×ÁÓ ÔÏ ÆÉÇÕÒÅ ÏÕÔ 

whether the way inventions are made has changed over the past few 

decades. The authors discovered that in the 1970s, most winning 

inventions came from the R&D labs of a single, large, corporation. In 

recent years, however, more than two-thirds of winning inventions 

were the product of mostly federally-funded cross-sector 

collaborations between businesses and government and university 

research labs. 

Changing modes of invention aside, another advantage to 

factoring manufacturing capacity into broadband allocation is the 
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fact that innovation springs from the people and companies on the 

front lines. Many people still believe that innovation happens in a 

simple, linear model where early-stage research leaves the lab in a 

tidy pipeline, is taken up by an entrepreneur and/or corporate 

product development team, and then hammered and packaged into a 

viable commercial product. In fact, new ideas come from 

everywhere. 

According to an 2006 IBM study in which 750 CEOs ranked their 

sources of new ideas, over three quarters cited business partners, 

customers, even competitors as leading sources. Formal, internal 

R&D ÒÁÎËÅÄ ÅÉÇÈÔÈȢ (ÅÒÅȭÓ ÔÈÅ ÌÉÓÔȢ 

¶ Employees 

¶ Business partners 

¶ Customers directly 

¶ Consultants 

¶ Competitors 

¶ Associations 

¶ Internal Sales & Service Unites 

¶ Internal R&D 

¶ Academia 

¶ Think-tanks 

¶ Labs and/or other institutions 

R&D labs and academia are indeed a valuable source of new 

ideas. However, broadband investments should reflect the fact that 

the new ideas arise from all the people who work up and down in 

different parts of the industrial ecosystem.  The good news is that 

many top U.S. research universities are already located in an urban 

ÁÒÅÁ ÔÈÁÔȭÓ ÄÅÎÓÅ ×ÉÔÈ ÈÕÎÄÒÅÄÓ ÏÆ ÔÈÏÕÓÁÎÄÓ ÏÆ ÍÁÎÕÆÁÃÔÕÒÉÎÇ ÁÎÄ 

professional workers. Allocating additional broadband to these 

universities (network resources should be made freely available to 
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their local communities) could spark the new economy jobs 

glowingly described by Friedman. 

Remote rural areas could benefit from university 

broadband investment  

Most manufacturing regions are urban, not rural. What about 

rural areas? In the U.S., the key for broadband allocation has been a 

ÒÅÇÉÏÎȭÓ ÐÏÐÕÌÁÔÉÏÎ ÄÅÎÓÉÔÙȠ ÁÓ Á ÒÅÓÕÌÔȟ ÒÕÒÁÌ ÁÒÅÁÓ ÁÒÅ ÃÕÒÒÅÎÔÌÙ 

underserved. Network service providers recover infrastructure costs 

by attracting paying subscribers. Therefore, cable, telephone and 

internet companies are more incented to sink money into setting up 

high speed networks in regions with lots of affluent people. A 

community that is remote or populated by people that have low 

incomes (or both) is more likely to be on the wrong side of the digital 

divide. 

Perhaps participating Gig.U universities in rural areas could 

consider extending their efforts to include their regional 

communities. This would kill two big birds with one stone:  many 

rural areas are already currently underserved.  Second, high speed 

networks could jump start rural economies in university towns by 

bringing remote communities into closer contact with colleagues in 

commerce-rich, distant urban areas.  Since remote regions are 

divorced from tools of mass production, they could be well suited to 

do the abstract and theoretical analytical work of extracting 

commercial value out of vast reams of raw data as described by 

&ÒÉÅÄÍÁÎȟ ȰȢȢ ÍÏÕÎÔÁÉÎÓ ÏÆ ÄÁÔÁ ȢȢ  ×ÈÉÃÈ ÃÁÎ ÔÈÅÎ ÂÅ ÃÏÌÌÅÃÔÅÄȟ ÓÉÆÔÅÄȟ 

mined and analyzed ɂ like raw materials of old ɂ to provide the 

raw material for new inventions in health care, education, 

ÍÁÎÕÆÁÃÔÕÒÉÎÇ ÁÎÄ ÒÅÔÁÉÌÉÎÇȢȱ 

Conclusion  
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"ÒÏÁÄÂÁÎÄ ÂÏÔÈ ÁÆÆÅÃÔÓȟ ÁÎÄ ÒÅÆÌÅÃÔÓ Á ÃÏÍÍÕÎÉÔÙȭÓ ÅÃÏÎÏÍÉÃ 

ÏÐÐÏÒÔÕÎÉÔÉÅÓȢ 4ÈÁÔȭÓ ×ÈÙ ÉÔȭÓ ÅÓÓÅÎÔÉÁÌ ÔÈÁÔ ÈÉÇÈ ÓÐÅÅÄ ÎÅÔ×ÏÒËÓ ÁÒÅ 

allocated fairly and thoughtfully, and that all types of communities 

are considered potential sources of innovative new technologies and 

ÂÕÓÉÎÅÓÓ ÍÏÄÅÌÓȢ 9ÅÓȟ ÂÙ ÁÌÌ ÍÅÁÎÓȟ ÌÅÔȭÓ ÅØÐÌÏÒÅ ÔÈÅ ÐÏÔÅÎÔÉÁÌ 2/) ÏÆ 

investing in high-speed networks in university towns. But as the 

political battle over broadband alloÃÁÔÉÏÎ ÈÅÁÔÓ ÕÐȟ ÌÅÔȭÓ ÍÁËÅ ÓÕÒÅ 

that the allocation game plan accounts for the reality that talented 

human capital exists everywhere and that innovation is not a tidy, 

centralized process. 
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Chapter 3 
 
Intellectual property and 

licensing university 
paten ts 

 

 

Intel to universities: no patents, please, just open 

source 

What would you do if you were the university official in charge 

of company research partnerships and a Fortune 100 tech company 

offered to fund a research center at your university to the tune of 

$2.5 million dollars a year?  If it were me, in these tough financial 

ÔÉÍÅÓȟ )ȭÄ ÓÁÙ ȰÇÒÅÁÔȟ ÔÅÌÌ ÍÅ ÍÏÒÅȟȱ ÖÉÓÉÏÎÓ ÏÆ Á ÎÉÃÅ ÐÒÅÓÓ ÒÅÌÅÁÓÅ 

dancing in my head.  

"ÕÔ ×ÁÉÔȟ ÔÈÅÒÅȭÓ ! #ÁÔÃÈȡ  ÔÈÅ ÃÏÍÐÁÎÙ ÈÁÓ ÍÁÄÅ ÉÔ Á ÃÏÎÄÉÔÉÏÎ 

that in order to receive the millions, your university must open 

source any resulting software and inventions that come out of this 

research funding.  Yes, open source.  Your university cannot stake 

claim to any patents.  There will be no intellectual property clauses, 

no negotiatiÏÎÓȟ ÎÏȣ ÎÏÎÓÅÎÓÅȢ 

This situation is not hypothetical.  Since January 2012, four U.S. 

universities have agreed to host Intel Science and Technology 

Centers (ISTCs) that will be funded at the rate of $2.5 million a year 

for five years.   ISTCs will conduct research in various areas related 



 Intellectual property and licensing universirty patents 

114 

to cloud and embedded computing.  Each ISTC is led by two principal 

investigators, one from Intel and one from the faculty of the host 

university.  Each Center will host three Intel researchers who will act 

as technology scouts.  

)Î )ÎÔÅÌȭÓ Ï×Î ×ÏÒÄÓȡ 

Ȱ4ÈÅ )0 ÐÏÌÉÃÉÅÓ ÁÎÄ ÐÒÁÃÔÉÃÅÓ ×ÉÔÈÉÎ ÔÈÅ )34#Ó ×ÉÌÌ ÔÙÐÉÃÁÌÌÙ ÂÅ 

designed to level the playing field for all of the participants, 

thereby enhancing cooperation and open collaboration.  The 

preferred IP policy is to conduct open research wherein ISTC 

researchers, whether from academia or Intel, agree to not file 

patents and to publish all patentable inventions.  All significant 

software developed in the course of conducting research will be 

released under an open source licenseȢȱ 

)ÎÔÅÌ ÍÁÙ ÂÅ ÔÈÅ ÌÁÔÅÓÔȟ ÂÕÔ ÉÔȭÓ ÎÏÔ ÔÈÅ ÆÉÒÓÔ ÂÉÇ ÔÅÃÈ ÃÏÍÐÁÎÙ ÔÏ 

prefer to sidestep university intellectual property (IP) clauses 

involving the negotiation of patent rights.  Intel follows in the 

footsteps of HP and IBM, who also fund open source software 

collaborations with university researchers.   Applications for 

additional ISTCs were submitted last week and more will be 

ÁÎÎÏÕÎÃÅÄ ÂÅÆÏÒÅ ÙÅÁÒȭÓ ÅÎÄȢ  (ÅÒÅ ÁÒÅ ÃÕÒÒÅÎÔ ÒÅÃÉÐÉÅÎÔ ÕÎÉÖÅÒÓÉÔÉÅÓ 

of Intel funding: 

¶ Stanford, January, 2011, Visual computing,  

¶ UC Berkeley, June 2011, Secure computing,  

¶ Carnegie Mellon, August 2011, Cloud computing,  

¶ Carnegie Mellon, August 2011, Embedded computing,  

4Ï ÌÅÁÒÎ ÍÏÒÅȟ ) ÓÐÏËÅ ×ÉÔÈ )ÎÔÅÌȭÓ -ÁÔÔ (ÁÎÃÏÃËȟ $ÉÒÅÃÔÏÒ ÏÆ 

)ÎÔÅÌȭÓ 3ÃÉÅÎÃÅ ÁÎÄ 4ÅÃÈÎÏÌÏÇÙ #ÅÎÔÅÒÓ ÐÒÏÇÒÁÍ Ïffice.  Hancock 

ÅØÐÌÁÉÎÅÄ ÔÈÁÔ Ȱ7ÈÁÔÅÖÅÒ ÔÅÃÈÎÏÌÏÇÉÅÓ ÁÒÅ ÐÒÏÄÕÃÅÄ ÉÎ ÔÈÅ )34#Ó 

will be made public, meaning anybody else can continue to build off 
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ÏÆ ÉÔȟ ÉÎÃÌÕÄÉÎÇ )ÎÔÅÌȢȱ  (ÁÎÃÏÃË ÓÁÉÄ ÔÈÁÔ )ÎÔÅÌ ÈÁÄ ÔÈÒÅÅ ÍÁÊÏÒ ÇÏÁÌÓ 

in funding university-based Science and Technology Centers. 

¶ To increase the flow of ideas between the academic 

community and Intel  

¶ To build a robust hiring pipeline at top-notch universities  

¶ To change the way that the global research community thinks 

about cloud computing  

Of course Intel ÉÓÎȭÔ ÐÕÒÅÌÙ ÁÌÔÒÕÉÓÔÉÃȢ  !ÆÔÅÒ ÁÌÌȟ ÔÈÅ ÃÏÍÐÁÎÙ ÈÁÓ 

Á ÂÏÔÔÏÍ ÌÉÎÅ ÔÏ ÍÁÉÎÔÁÉÎ ÁÎÄ ÓÈÁÒÅÈÏÌÄÅÒÓ ÔÏ ÁÎÓ×ÅÒ ÔÏȢ   )ÎÔÅÌȭÓ 

investments in software development via ISTCs signal a new 

ÄÉÒÅÃÔÉÏÎ ÉÎ )ÎÔÅÌȭÓ ÐÒÏÄÕÃÔ ÓÔÒÁÔÅÇÉÅÓȢ  )Î ÓÅÁÒÃÈ ÏÆ ÂÅÔÔÅÒ ÍÁÒÇÉÎÓȟ 

Intel hopes to beef up its software practice to combat increasingly 

thin profit margins from chip sales.   

According to Hancock, Intel is funding research in areas aligned 

×ÉÔÈ )ÎÔÅÌȭÓ ÆÕÔÕÒÅȢ   Ȱ7Å ÈÏÐÅ ÔÈÁÔ ÔÈÅ ÒÅÓÅÁÒÃÈ ×ÉÌÌ ÉÎÄÉÒÅÃÔÌÙ 

ÂÅÎÅÆÉÔ )ÎÔÅÌȭÓ ÐÒÏÄÕÃÔ development efforts and perhaps Intel Capital, 

ÂÕÔ ÔÈÁÔȭÓ ÎÏÔ ÔÈÅ ÓÈÏÒÔ ÔÅÒÍ ÇÏÁÌȢ  7ÅȭÒÅ ÁÉÍÉÎÇ ÁÔ Á ÌÏÎÇ ÐÉÐÅÌÉÎÅȟ χ 

ɀ ρπ ÙÅÁÒÓ ÏÕÔȢȱ   

Why not open source everything invented in 

university/industry partnerships?  

Open sourcing research results sounds so reasonable.  In fact, 

×ÈÁÔȭÓ ÎÏÔ ÔÏ ÌÉËÅ ÁÂÏÕÔ ÔÈÉÓ ÁÒÒÁÎÇÅÍÅÎÔȩ   !ÆÔÅÒ ÁÌÌȟ ÉÎ ÍÁÎÙ 

sponsored research negotiations that take place between university 

administrations and company legal teams, intellectual property (IP) 

clauses remain a sticky and sometimes time-consuming negotiating 

point.  

7ÈÁÔ ÍÁÎÙ ÐÅÏÐÌÅ ÄÏÎȭÔ ÒÅÁÌÉÚÅ ÉÓ ÔÈÁÔ ÆÅ× ÎÅ× ÐÁÔÅÎÔÓ ÁÒÉÓÅ 

from company sponsored university research projects.   Although 

university patents get a lot of press as vehicles of innovative 
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technology, according to the professional organization of university 

research administrators, NCURA, only 3% of industry sponsored 

research projects generate patents.   Those are pretty slim odds, 

ÁÒÅÎȭÔ ÔÈÅÙȩ 

Consider the potential upsides if open source licenses became a 

standard requirement of university/industry research collaboration:  

¶ OÐÅÎ ÓÏÕÒÃÉÎÇ ÆÉÔÓ ÎÉÃÅÌÙ ×ÉÔÈ ÔÈÅ ÕÎÉÖÅÒÓÉÔÙȭÓ ÎÏÎ-profit, tax-

exempt status; not patenting and licensing ensures that 

sponsored research results will be made freely available to 

everyone at a fair market price  

¶ Open sourcing supports a core university mission, to 

disseminate innovative technologies quickly, cheaply and 

broadly  

¶ Open sourcing software lays the foundation for a sustained 

innovation ecosystem by creating a vibrant global 

community of researchers and tinkerers  

¶ Publicly sharing research results avoids publication delays 

induced by patent applications and removes restrictions on 

disclosing research results    

¶ Mandated open sourcing means no haggling over IP terms 

between university and company researchers, nor concern 

about patent rights  

¶ Sponsoring companies could more easily bring in additional 

companies to jointly sponsor open source consortiums since 

IP terms would not have to be negotiated for every member 

company  

¶ A heartily endorsed, decentralized, open-sourced approach 

would open up multiple paths to commercialization, 

increasing the odds that university inventions would 

eventually find a commercial application  



Tech Transfer 2.0  

117 

¶ Open sourcing inventions would ease industry and public 

concern about tÈÅ ÕÎÉÖÅÒÓÉÔÙȭÓ ÁÂÉÌÉÔÙ ÔÏ ÃÏÍÍÅÒÃÉÁÌÌÙ ÂÒÏËÅÒ 

technologies that originate in sponsored on-campus research  

¶ Open sourcing inventions would save the host university 

money on patent fees  

¶ Open sourcing inventions would minimize administrative 

costs to the hoÓÔ ÕÎÉÖÅÒÓÉÔÙ ÓÉÎÃÅ ÔÈÅÒÅȭÓ ÌÉÔÔÌÅ ÒÅÐÏÒÔÉÎÇȟ ÌÅÓÓ 

oversight and no need for additional staff to manage the 

resulting research output  

Universities are not required to file patents; they choose to  

Universities are not required to patent what comes out of their 

ÒÅÓÅÁÒÃÈ ÌÁÂÓȢ  #ÏÎÔÒÁÒÙ ÔÏ ×ÈÁÔ ÍÁÎÙ ÂÅÌÉÅÖÅȟ ÔÈÅÒÅȭÓ ÎÏ ÌÁ× ÔÈÁÔ 

obligates university researchers to feed potentially patentable 

ËÎÏ×ÌÅÄÇÅ ÉÎÔÏ ÔÈÅ ÕÎÉÖÅÒÓÉÔÙȭÓ ÐÁÔÅÎÔ ÐÉÐÅÌÉÎÅȢ  (Ï×ÅÖÅÒȟ ÙÏÕ ÍÁÙ 

hear people incorrectly claim that the Bayh Dole Act of 1980 made it 

mandatory that universities file for patents on on-campus research.  

True, the Act requires universities to take certain steps as 

beneficiaries of publicly funded research (see more info).  However, 

rather than mandating that universities file for patents on university 

research, instead, the Bayh Dole Act gives universities the *option* 

to elect to take title to patents and the opportunity to commercially 

license them.   The decision whether to patent or publish remains 

ultimately an inventoÒȭÓ ÃÈÏÉÃÅȠ ÍÁÎÙ ÕÎÉÖÅÒÓÉÔÙ ÉÎÖÅÎÔÏÒÓ ÅÌÅÃÔ ÔÏ 

do both.  

Mandates to file university patents are actually a product of 

dictates at the local, not federal level.  First, many universities 

require that their employees sign an employment contract in which 

they agree to give the university title to anything they invent during 

the course of their employment.  Second, a contractual arrangement 

laid down by a specific IP clause in a single industry sponsored 
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research agreement may require that sponsored research results be 

patented, if possible.  Finally, many universities have campus IP 

policies that, at least in writing (typically not in practice), require 

researchers to get the permission of a central technology transfer 

office before they open source a technology. 

Why patents have their place  

But wait!  Not all companies want their sponsored research to 

be shared freely.  Although the private sector is increasingly 

comfortable working with open source technologies, many 

companies continue to prefer to fund university research that will be 

patented.  Fair enough.  A well-known example of a patent-reliant 

sector is Big Pharma.  Given the long time-frame and high costs to get 

a drug through the FDA approval process, many pharmaceutical 

companies prefer to exclusively license patents in order to maintain 

a temporary monopoly position.  

Open source works best in situations in which the company 

sponsor is not seeking crisply defined deliverables, but is seeking to 

broaden the existing knowledge base across the entire industry.  

Open sourcing results will not be appealing in cases in which a 

company wants a university research lab to do straightforward 

measurement or product testing or data crunching.  Nor will open 

sourcing research appeal to companies looking to university 

research labs for proprietary improvements to existing commercial 

products, or to help develop an entirely new product. 

As indicated by the approach used by Intel, HP and IBM, the 

software industry currently best lends itself to open source licensing.  

First, software is complex and a large part of its value lies not in 

viewing the source code, but in applying it productively.  Second, 

software companies live and die by their operational prowess and 
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executional abilities, not solely on the strength of their code.   Third, 

software patents are notoriously difficult to enforce, therefore they 

are of relatively little value in providing a short-term, temporary 

monopoly, not to mention the fact that the software industry moves 

at the speed of light. 

Conclusion 

Ironically, although universities are the leading hotbed of open 

source licensing, formal university technology commercialization 

ÏÐÅÒÁÔÉÏÎÓ ÃÏÎÔÉÎÕÅ ÔÏ ÆÏÃÕÓ ÏÎ ÐÁÔÅÎÔÓȢ ɉ)ÔȭÓ ÉÍÐÏÒÔÁÎÔ ÔÏ ÐÏÉÎÔ ÏÕÔ 

that at the individual level, there are a number of forward-thinking 

technology transfer practitioners who are  advocates of the 

commercial value of both patents and open source software 

licenses.)  Nor do all faculty and students automatically embrace 

open source.  In fields where a patent holds greater commercial 

value and does not disrupt the research process, a university 

researcher may elect to follow the formal technology transfer 

process and get a patent for her invention or technology.   

The lesson from the Intel Centers is not that patents are bad, but 

that open source is a increasingly viable way to spark industry 

ÉÎÎÏÖÁÔÉÏÎ ÁÎÄ ÅÃÏÎÏÍÉÃ ÇÒÏ×ÔÈȢ  ! ÓÅÃÏÎÄ ÌÅÓÓÏÎ ÉÓ ÔÈÁÔ ÔÈÅÒÅȭÓ ÎÏ 

single correct way to handle the intellectual property issues when 

companies sponsor university research.  Open source hardware 

ÌÉÃÅÎÓÅÓ ÌÏÏÍ ÏÎ ÔÈÅ ÈÏÒÉÚÏÎȢ  ,ÅÔȭÓ ÂÅ ÏÐÅÎ ÔÏ ÔÈÅÍ ÁÌÌȢ 
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)ÎÔÅÌÌÅÃÔÕÁÌ ÐÒÏÐÅÒÔÙ ȰÇÒÅÙ ÍÁÒËÅÔÓȱ ÁÔ ÒÅÓÅÁÒÃÈ 

universities  

About a third of university research commercialization 

transactions take place in an IP grey market.   Roughly 30% of 

university  research is commercialized in self-regulated networks 

made up of primarily of university researchers and industry product 

developers.17  The formal market, the university tech transfer office, 

ÈÁÎÄÌÅÓ ÏÎÌÙ Á ÐÏÒÔÉÏÎ ÏÆ ÔÈÅ ÕÎÉÖÅÒÓÉÔÙȭÓ ÉÎÔÅÌÌÅÃÔÕÁÌ ÐÒÏÐÅÒÔy 

dealings.  

'ÒÅÙ ÍÁÒËÅÔÓ ÅÍÅÒÇÅ ×ÈÅÎ ÔÈÅ ÆÏÒÍÁÌ ÍÁÒËÅÔ ÉÓÎȭÔ ÇÉÖÉÎÇ 

people everything they want or need.  For example, my second 

cousins in the former Soviet Union, during the Soviet era, like 

everybody else, were part of an elaborate, self-regulated network of 

under-the-table buyers and sellers of pork, cigarettes, baked goods, 

liqueur and other goods.   People bartered what they grew or made 

in exchange for what they needed; periodically, someone would 

ÃÏÌÌÅÃÔ ÅÖÅÒÙÂÏÄÙȭÓ ÍÏÎÅÙ ÁÎÄ ÍÁËÅ ÔÈÅ ÌÏÎÇ ÄÒÉÖÅ ÁÃross the 

border to a Russia-based hub of cheap gasoline and things that could 

not be produced locally.  The state-provided grocery stores were 

dismal:  if you relied on them for food, you would soon be missing 

teeth from scurvy.    

Twenty years after the Berlin wall came down, the grey market 

in former Soviet countries still thrives, but on a smaller scale.  The 

ÐÉÇ ÔÈÁÔ ÕÓÅÄ ÔÏ ÌÉÖÅ ÉÎ ÍÙ ÓÅÃÏÎÄ ÃÏÕÓÉÎȭÓ ÂÁÃË ÙÁÒÄ ÉÓ ÎÏ ÌÏÎÇÅÒ 

necessary and the variety and freshness of the food in the local 

grocery stores rivals that of the U.S.  When the formal market 

improved, the grey market shrank. 
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Why, despite the hard-working, dedicated tech transfer offices, 

does almost a third of university/industry technology development 

take place outside the formal channels? 

Because patents and licenses are only one of many connection 

points between university researchers and industry.   In fact, 

according to NSF and other data, publications are the primary 

conduit between university research labs and companies, followed 

by conferences and consulting, then student internships and post-

graduation hires.18   Companies report that formal licensing is their 

least active channel to university innovation.   

 

 

Despite the relatively small role of formal licenses in industry 

product development,  the current university tech transfer model 

(set in motion by the 1980 Bayh Dole Act) is based on the belief that 

universities should own patents so they can license those patents to 

industry.   A common interpretation of the Bayh-Dole Act is that each 
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university should have a central tech transfer office to patent and 

license faculty inventions.   

Many people, when asked their position on the current model, 

ÓÔÁÔÅ ÔÈÁÔ ÔÈÅÙ ÁÒÅ ȰÉÎ ÆÁÖÏÒ ÏÆ ÐÒÏÔÅÃÔÉÎÇ "ÁÙÈ $ÏÌÅȢȱ  7ÈÁÔ ÄÏÅÓ ÔÈÁÔ 

ÍÅÁÎȩ  )Æ ÙÏÕ ȰÐÒÏÔÅÃÔȱ "ÁÙÈ $ÏÌÅȟ ÔÈÅÎ ÙÏÕȭÒÅ ÉÎ ÆÁÖÏÒ ÏÆȣ  ×ÈÁÔȩ  ! 

typical thought process is as follows  1) the university tech transfer 

office should be the commercialization broker on campus 2)  patents 

ÇÉÖÅ ÕÎÉÖÅÒÓÉÔÉÅÓ ÎÅÅÄÅÄ ȰÃÏÎÔÒÏÌȱ ÏÖÅÒ ÔÈÅ ÃÏÍÍÅÒÃÉÁÌÉÚÁÔÉÏÎ 

process 3) patents and licenses are necessary vehicles to encourage 

local companies to take a chance on early stage university inventions 

ÁÎÄ τɊ ÆÁÃÕÌÔÙ ÄÏ ÎÏÔ ÕÎÄÅÒÓÔÁÎÄ ÈÏ× ÉÎÄÕÓÔÒÙ ×ÏÒËÓȟ ÓÏ ÉÔȭÓ ÂÅÔÔÅÒ 

that the tech transfer office manage the relationships between the 

university inventor and interested industry reps.   

So to put this in another context, imagine that you were a citizen 

of the former Soviet Union before 1989 and were told that you 

should not partake in the grey market.  Instead, you should rely 

entirely on the state-managed food chain; you should not make your 

own grey market arrangements, but as a good citizen, should live on 

black bread and the occasional gristly piece of pork.  Maybe with a 

few withered potatoes thrown in on a lucky day when the system 

worked as it should.  Any takers? 

4ÈÅ "ÁÙÈ $ÏÌÅ !ÃÔ ×ÁÓ Á ÇÒÅÁÔ ÓÔÁÒÔȢ  "ÕÔ ÉÔȭÓ ÔÉÍÅ ÔÏ ÅÖÏÌÖÅȢ 4ÈÅ 

vigorous IP grey market on university campuses is a wake-up call for 

all of us to take a step back and re-ÅÖÁÌÕÁÔÅ ÔÈÅ ÈÏ× ×ÅȭÖÅ ÃÈÏÓÅÎ ÔÏ 

interpret Bayh-Dole.  About a third of faculty and their industry 

colleagues choose not to use the office to manage their inventions, 

ÓÉÄÅÓÔÅÐÐÉÎÇ Á ÆÏÒÍÁÌ ÌÉÃÅÎÓÅȢ  )ÎÓÔÉÔÕÔÉÎÇ ȰÃÒÁÃË ÄÏ×ÎÓȱ ÏÎ ÈÏ× 

faculty manage their research is not the solution.  Nor is blind 

defense of the status quo, which will only buy our faltering 
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ÃÏÍÍÅÒÃÉÁÌÉÚÁÔÉÏÎ ÓÙÓÔÅÍ Á ÌÉÔÔÌÅ ÍÏÒÅ ÔÉÍÅȟ ÂÕÔ ×ÏÎȭÔ ÓÏÌÖÅ ÔÈÅ 

underlying problem.    

5ÎÆÏÒÔÕÎÁÔÅÌÙȟ ÉÔȭÓ ÁÌÌ-too-common to hear critics of the current 

system place the blame on the operational inefficiencies or skill 

ÄÅÆÉÃÉÅÎÃÉÅÓ ÏÆ ÔÈÅ ÕÎÉÖÅÒÓÉÔÙ ÔÅÃÈÎÏÌÏÇÙ ÔÒÁÎÓÆÅÒ ÏÆÆÉÃÅȢ  4ÈÁÔȭÓ ÊÕÓÔ 

not fair.  The presence of an active IP grey market is not the fault of 

the university tech transfer services.  In fact, many of the savvier 

tech transfer practitioners know that faculty make their own 

arrangements with industry and, when invited to the table, have 

learned to add value by helping write business plans for startups, 

providing market research or good advice on comparable patents.  

Employee turnover in university tech transfer units is high, also 

perhaps a sign that practitioners are frustrated with the constraints 

of their role.  For example, my former office, in just four years, 

turned over nearly seventy percent of its staff. 

The presence of a grey market suggests a few things.   

1. Many channels flow information back and forth between 

university research labs and companies  

2. Faculty do indeed know how to work with industry 

3. People would prefer not to negotiate the use of a university 

technology thru a central office  

4. Companies prefer to go direct to the faculty researcher rather 

than deal with middlemen  

5.The chimerical carrot of future fat license royalties that 

ÕÎÉÖÅÒÓÉÔÉÅÓ ×ÁÖÅ ÉÎ ÆÒÏÎÔ ÏÆ ÔÈÅÉÒ ÉÎÖÅÎÔÏÒÓȭ ÎÏÓÅÓ ÄÏÅÓÎȭÔ ÆÌÙȢ  

Consulting gigs and industry sponsored research pay a lot now.   

6. Patents are not necessary in many cases and  

7. A heck of a lot of technology was commercialized before the 

Bayh Dole Act was passed 
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Open source hardware and university patents  

Imagine that that a group of inventors of new circuit boards and 

machine parts aggressively published detailed descriptions of their 

inventions.  These same inventors would open source the hardware 

behind their inventions, making publicly available all the schematics, 

detailed description of needed parts and software, drawings and 

ȰÂÏÁÒÄȱ ÆÉÌÅÓ ɀ basically all the information anybody would need to 

identically re-create the product or object.  Next time somebody 

tried to patent something similar, perhaps borrowing from open 

sourced designs, a wealth of prior art would appear in the USPTO 

search, making it impossible for an company, university or individual 

to claim ownership of the intellectual property.   

The world of product development and IP management is 

changing.  The Internet has opened up a huge collaborative space, 

speeding up product development cycles and the rate of prototyping.  

Patents take too long to get.  Lengthy license negotiations are the 

kiss of death.  Open sourced software is already an industry staple 

and steady source of product improvement.  Open source hardware 

is next.   The ground rules of the Bayh Dole were set in place 30 years 

ago in a dramatically different world.  Remember the enormous 

ÍÏÂÉÌÅ ÐÈÏÎÅ -ÉÃÈÁÅÌ $ÏÕÇÌÁÓÓ ÕÓÅÄ ÉÎ 7ÁÌÌ 3ÔÒÅÅÔȩ  4ÈÁÔȭÓ how far 

things have come in the world of research, invention and product 

design and development. 

Consider the findings of the great Eric Von Hippel who studies 

user-led innovation and its impact on product development and IP 

licensing.   His book Democratizing Innovation is a must read for 

ÁÎÙÂÏÄÙ ×ÈÏ ×ÏÒËÓ ÁÒÏÕÎÄ )0Ȣ   6ÏÎ (ÉÐÐÅÌȭÓ ÒÅÓÅÁÒÃÈ ÒÅÖÅÁÌÓ ÔÈÁÔ 

consumers contribute a significant amount of product design 

ÉÎÎÏÖÁÔÉÏÎ ÔÈÁÔȭÓ ÔÈÅÎ ÓÌÕÒÐÅÄ ÕÐ ÂÙ ÃÏÍÐÁÎÉÅÓ ÁÎÄ ÒÅ-introduced in 
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their next version of product.   Market research, at best, provides a 

rough guess at what consumers need, but the real meat of product 

feedback is based in user created prototypes and improvements to 

their tools (e.g. kiteboards, mountain bikes, surgical tools, pipe 

fitting).  

University researchers work collaboratively, in fact, many 

federal grants require interdisciplinary and inter-institutional 

collaborations.  The cutting edge platform-type research typical of 

universities offers an enormous stage on which user communities 

can build, research and tinker, particularly when university research 

make the data, software and materials freely available to their 

colleagues.   Given the fact that more and more innovation takes 

place on a public stage shared by many actors, patents, material 

transfer agreements (particularly those for a fee) and complicated 

ÌÉÃÅÎÓÅ ȰÎÅÇÏÔÉÁÔÉÏÎÓȱ ÄÏ ÎÏÔ ÍÅÅÔ ÔÈÅ ÏÒÉÇÉÎÁÌ ÇÏÁÌ ÏÆ ÔÈÅ "ÁÙÈ-Dole 

!ÃÔȟ ×ÈÉÃÈ ×ÁÓ ÁÎÄ ÓÔÉÌÌ ÉÓ ÔÏ ȰÐÒÏÍÏÔÅ ÔÈÅ ÕÔÉÌÉÚÁÔÉÏÎ ÏÆ ÆÅÄÅÒÁÌÌÙ 

ÆÕÎÄÅÄ ÉÎÖÅÎÔÉÏÎȢȱ 

Many university technology transfer practitioners are already 

ÏÎÔÏ ÔÈÉÓȢ  4ÈÅÙ ×ÉÓÈ ÔÈÅÙ ÃÏÕÌÄ ÔÒÙ ÎÅ× ÔÈÉÎÇÓȢ  )ȭÖÅ ÈÁÄ ÍÁÎÙ 

discussions with intelligent, industry-savvy licensing people who 

know the current model is creaky and increasingly more antiquated.   

University faculty researchers are already onto this.  They are 

already voting with their feet by partaking in the IP grey market or 

open sourcing and publishing their work in order to make sure the 

world gets to use what they create.  Pioneering work is taking place 

in the areas of humanitarian licensing to promote global health, 

thanks to the good work of groups such as the Technology Managers 

for Global Health as well as the Statement of Principles put together 

and endorsed by AUTM and six universities.  
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Based on my observations as a former university technology 

transfer practitioner at a large research university, here are some of 

the challenges that technology transfer offices face that prevent 

them from being more vocal and radical about exploring new 

technology transfer models.   

¶ Simple inertia and lack of higher level support.   Change is 

risky and disruptive and will force entirely new ways of 

thinking about things and staffing tech transfer offices.  Many 

tech transfer offices must please Boards of Trustees and 

university higher ups; without their support, change is 

impossible.  

¶ Misinterpreting Bayh Dole.   )ÔȭÓ Á ÃÏÍÍÏÎ ÂÅÌÉÅÆ ÔÈÁÔ "ÁÙÈ 

$ÏÌÅ ÍÁÎÄÁÔÅÓ ÐÁÔÅÎÔÉÎÇȢ  4ÈÉÓ ÉÓ ÎÏÔ ÔÒÕÅȢ  4ÈÅÒÅȭÓ Á ÌÏÔ ÍÏÒÅ 

leeway than commonly believed (see previous post).  

¶ Still wanting to recoup ÔÈÅÉÒ ÕÎÉÖÅÒÓÉÔÙȭÓ ȰÉÎÖÅÓÔÍÅÎÔȱ ÉÎ 

research.   Despite the fact that universities claim a hefty 

50+% chunk of federal grant money in the form of 

ÁÄÍÉÎÉÓÔÒÁÔÉÖÅ ÏÖÅÒÈÅÁÄȟ ) ÃÁÎȭÔ ÔÅÌÌ ÙÏÕ ÈÏ× ÍÁÎÙ ÔÉÍÅÓ )ȭÖÅ 

heard high-level research administrators claim the university 

needs to at least try to commercialize the resulting 

inventions in hopes of making money from them.  The 

university is fed by federal research grants,  not the other 

way around.   

¶ Trying to do economic development.    The majority of 

university ÁÄÍÉÎÉÓÔÒÁÔÏÒÓ ÄÏÎȭÔ ÈÁÖÅ ÔÉÍÅ ÔÏ ÄÅÌÖÅ ÉÎÔÏ ÔÈÅ 

ÆÅÁÓÉÂÉÌÉÔÙ ÏÆ ÔÈÅÓÅ ÅÍÅÒÇÉÎÇ ÍÏÄÅÌÓ ÓÏ ÔÈÅÙȭÒÅ ÎÏÔ ÙÅÔ 

comfortable convincing their regional legislators that not 

patenting and licensing inventions is not always the best way 

to spark the creation of university spinoffs.   Somebody in the 
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university administration has gotta learn to make a 

convincing pitch for change and then start doing it.  

¶ Fear of losing career momentum.   I have seen (and have 

experienced)  intense pressure in university tech transfer 

offices to keep quiet about sub-optimal policies and 

procedures in order to be loyal to the tech transfer office by 

ȰÐÒÏÔÅÃÔÉÎÇ "ÁÙÈ $ÏÌÅȢȱ  -ÏÓÔ ÕÎÉÖÅÒÓÉÔÙ ÔÅÃÈÎÏÌÏÇÙ ÔÒÁÎÓÆÅÒ 

practitioners want to protect Bayh Dole in a wonderful way.   

Wanting to harvest the fruits of federally funded research to 

create jobs and a high tech economy is a great thing ɂ ÔÈÁÔȭÓ 

what drew people to this field in the first place.  However, 

equally great is the freedom to re-ÅÖÁÌÕÁÔÅ ÏÎÅȭÓ ÂÕÓÉÎÅÓÓ 

model so that if necessary, one can course-correct in order to 

continue to improve.    

Ironically, universities are based on the idea of promoting 

ȰÉÎÔÅÌÌÅÃÔÕÁÌ ÆÒÅÅÄÏÍȢȱ  3ÁÄÌÙȟ ÕÎÉÖÅÒÓÉÔÙ ÂÕÓÉÎÅÓÓ ÕÎÉÔÓ ×ÈÏ ×ÏÕÌÄ 

ÏÔÈÅÒ×ÉÓÅ ÐÒÅÆÅÒ ÔÏ ÃÈÁÎÇÅ ÔÈÅÉÒ ÍÅÔÈÏÄÓ ÃÁÎȭÔȟ ÉÎ ÐÁÒÔȟ ÂÅÃÁÕÓÅ ÏÆ 

inteÒÎÁÌ ÐÒÅÓÓÕÒÅ ÔÏ ÒÅÍÁÉÎ ÓÉÌÅÎÔ ÁÂÏÕÔ ×ÈÁÔȭÓ ÎÏÔ ×ÏÒËÉÎÇȢ  &ÁÃÕÌÔÙ 

may enjoy the freedom to speak and to explore innovative ways to 

improve the world, but academic freedom does not always extend to 

academic staff in tech transfer units. 
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Open source hardw are: disrupting the centralized, 

linear university model  

0ÁÔÅÎÔ ÒÅÆÏÒÍ ÉÓ ÏÎ ÅÖÅÒÙÏÎÅȭÓ ÍÉÎÄȢ 7ÉÔÈ Á ×ÈÏÌÅ ÌÏÔ ÌÅÓÓ 

fanfare, there are several new licenses being defined for open 

hardware projects by a community of volunteer hackers, business 

people, and other experts.   Open source hardware is a new way to 

share design information.  It gives inventors the option to eschew a 

patent and instead, freely publish design details, blueprints and 

other information about mechanical and electrical inventions (for 

example robots and printed circuit boards).   

Open sourcing software code and hardware designs could be 

viewed as the ultimate enactment of the spirit of the Bayh Dole Act, 

whose purpose is to get federally-funded university inventions into 

widespread, public use.  4ÈÅÒÅ ÁÒÅ ÓÅÖÅÒÁÌ ×ÁÙÓ ÔÏ ÏÐÅÎ ÓÏÕÒÃÅ ÏÎÅȭÓ 

hardware project.   

Not everyone agrees with the notion of borrowing core concepts 

from open source software and applying them to the physical world 

of circuit boards, machine blueprints and other hardware designs.  

Open source licenses are controversial.  Depending on your point of 

view, open source hardware licenses could someday act as an 

ȰÕÎÐÁÔÅÎÔȟȱ ÆÌÏÏÄÉÎÇ ÔÈÅ ÃÏÆÆÅÒÓ ÏÆ ÐÒÉÏÒ ÁÒÔ ÁÎÄ ÓÔÉÆÌÉÎÇ ÃÏÍÐÁÎÙ 

innovation.  Or, like low cost, customizable open source software 

such as Linux/Apache/MySQL/PHP, freely shared hardware design 

information could create a bigger playing field and stimulate 

innovation and profitable inventorship.   

Open source software licenses are already in widespread use.  If 

open source hardware licenses also gain widespread acceptance and 

are embraced by university inventors, this new licensing paradigm 
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will disrupt our current university technology transfer model and 

introduce new modes of commercial product development.   

Disruptin g the centralized, linear model of disclose 

invention ɀ> patent invention ɀ> commercial license  

The broad acceptance of patents, combined with the lack of 

recognized alternative licensing schemes have offered hardware-

ÏÒÉÅÎÔÅÄ ÉÎÖÅÎÔÏÒÓ ÆÅ× ÁÌÔÅÒÎÁÔÉÖÅȟ ȰÄo-it -ÙÏÕÒÓÅÌÆȱ ÌÉÃÅÎÓÉÎÇ ÏÐÔÉÏÎÓȢ  

In comparison, a mature suite of open source software licenses 

offers hackers, developers and companies a widely recognized, well-

defined alternative to traditional intellectual property vehicles such 

as patents, copyrights, and commercial licenses.  Open source 

software licenses range from those that provide source code only for 

documentation purposes, to those that give permission to re-use 

code for any purpose, including commercially.  

As they gain momentum, open source hardware licenses will 

disrupt the base unit of intellectual property ɂ patents.  Universities 

file for thousands of new patents each year.  What will happen to 

university patent portfolios if university inventors choose to open 

source their hardware inventions rather than to add them to the 

ÕÎÉÖÅÒÓÉÔÙȭÓ ÐÁÔÅÎÔ ÐÏÒÔÆÏÌÉÏȩ  /ÎÃÅ ÐÕÂÌÉÃȟ ÄÅÓÉÇÎ ÉÎÆÏÒÍÁÔÉÏÎ 

ÂÅÃÏÍÅÓ ÐÒÉÏÒ ÁÒÔȟ ×ÈÉÃÈ ÃÏÕÌÄ ÄÉÒÅÃÔÌÙ ÃÏÕÎÔÅÒÁÃÔ Á ÕÎÉÖÅÒÓÉÔÙȭÓ 

ability to file for a patent later on down the road.  In addition, 

traditional notions of inventorship dissolve in open source 

community.  Co-inventors will become the norm; in university-

driven open source hardware projects, many co-inventors will not be 

affiliated with the university, making ownership and compensation 

difficult to disentangle.    

4ÏÄÁÙȭÓ ÐÁÔÅÎÔ-based university tech transfer model is not 

ready to operate alongside open source hardware licenses  
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,ÅÔȭÓ ÆÁÓÔ-forward ten years to a time when open source 

hardware licenses have become as commonplace as open source 

software licenses are today.  Imagine you are a university professor 

or student and you have just invented a new widget that you do not 

want to commercialize via a patent and license.  Instead, like your 

code-writing brethren, you want to release the design according to 

an open source hardware license that will give anybody full usage 

rights to your invention, commercial and otherwise.  You believe that 

freely sharing your design will enable your fellow innovators to 

build on top of your invention and catalyze new business 

opportunities for companies in that space.  In other words, you want 

to support the intentions underlying the Bayh-Dole Act. 

So you publish your machine designs, supporting software 

information, and any other data and documentation that anybody 

would need to fabricate your invention.  You do not follow up within 

12 months with a provisional patent application and your invention 

takes off like wildfire.   Are you guilty of mis-using university 

ÒÅÓÏÕÒÃÅÓȩ  9ÏÕ ÄÉÄÎȭÔ ÅÁÒÎ Á ÄÉÍÅ ÆÒÏÍ ÔÈÅ ÏÐÅÎ ÓÏÕÒÃÅ ÌÉÃÅÎÓÅȢ  Yet, 

you also did not help the university earn a dime from your invention, 

either. 

How universities manage open source licenses today  

The scenario described above has been playing out for years 

×ÉÔÈ ÓÏÆÔ×ÁÒÅ ÔÈÁÔȭÓ ÃÒÅÁÔÅÄ ÏÎ ÕÎÉÖÅÒÓÉÔÙ ÃÁÍÐÕÓÅÓȢ  -ÏÓÔ ÓÏftware 

written by university faculty and students is open sourced by its 

creator.  University patent offices have long co-existed with on-

campus software developers, sometimes comfortably and sometimes 

not-so-comfortably.  Open sourcing software remains a grey area in 

university intellectual property (IP) policy since it is does not 
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financially enrich the code writer, nor does it violate university 

norms of intellectual freedom and research integrity.  

The software developer chooses an open source license to freely 

share the software in various ways with her peers, not to make 

money from it privately.  University faculty or students that create 

ÓÏÆÔ×ÁÒÅ ÁÐÐÌÉÃÁÔÉÏÎÓȟ ÔÏÏÌÓ ÁÎÄ ÁÌÇÏÒÉÔÈÍÓ ÄÏÎȭÔ ÐÅÒÃÅÉÖÅ Á ÓÏÆÔ×ÁÒÅ 

patent as a major career-booster, nor as a critical tool for successful 

commercial use.  More immediate career rewards come from 

ÉÎÃÒÅÁÓÉÎÇ ÔÈÅÉÒ ÖÉÓÉÂÉÌÉÔÙ ÉÎ ÔÈÅ ÕÓÅÒ ÃÏÍÍÕÎÉÔÙȢ  4ÈÅÒÅȭÓ ÌÉÔÔÌÅ 

financial incentive as the commercial life expectancy of software is 

usually shorter than the life of the patent.   

Universities usually do not actively prevent their students and 

faculty from using open source licenses .  Revenue gains from 

patenting and commercially licensing the software are unlikely, and 

×ÏÕÌÄ ÎÏÔ ÊÕÓÔÉÆÙ ÔÈÅ ÕÎÉÖÅÒÓÉÔÙȭÓ ÔÉÍÅ ÁÎÄ ÅÆÆÏÒÔȢ   Instead, 

universities deal with the conundrum by writing (but not stringently 

enforcing) policy that requires the software creator to first disclose 

the software to the patent office so it can be evaluated for 

commercial potential.  If the software is deemed of low commercial 

value, then it will be cleared, and given back to the developer who is 

free to open source it.    

Pragmatic University vs Enforcement University  

,ÅÔȭÓ ÒÅÔÕÒÎ ÔÏ ÏÕÒ ÆÕÔÕÒÅ ÓÃÅÎÁÒÉÏȟ ×ÈÅÒÅ ÏÐÅÎ ÓÏÕÒÃÅ ÈÁÒÄ×ÁÒÅ 

licenses are widely used by both researchers and product 

development companies.  How should future universities manage 

ÔÈÅÓÅ ÁÌÔÅÒÎÁÔÉÖÅ ÌÉÃÅÎÓÉÎÇ ÍÏÄÅÓ ÁÖÁÉÌÁÂÌÅ ÔÏ ÔÈÅÉÒ ÉÎÖÅÎÔÏÒÓȩ  ,ÅÔȭÓ 

examine the strategies embraced by two hypothetical universities:  

Pragmatic University and Enforcement University.  
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Pragmatic University has accepted that most of its hardware 

and software patents are unlikely to ever be licensed.  In fact, 

patenting raw university technologies that remain unlicensed costs 

most universities millions of dollars each year in administrative 

overhead.  Therefore, Pragmatic U has embraced a de-centralized IP 

strategy that leaves inventors free to open source their inventions 

without requiring approval from a central office.  If inventors want 

to file for a patent, ÔÈÅÙ ÍÁÙ ×ÏÒË ×ÉÔÈ ÔÈÅ ÕÎÉÖÅÒÓÉÔÙȭÓ ÔÅÃÈ ÔÒÁÎÓÆÅÒ 

office (or they may choose their own commercialization third party 

agent ɂ see the free agent model).  If inventors feel an open source 

license is the better vehicle to blast their work into widespread use, 

they can select from a variety of open source hardware and software 

licenses. 

0ÒÁÇÍÁÔÉÃ 5ÎÉÖÅÒÓÉÔÙȭÓ ÏÐÅÎ ÓÏÕÒÃÅ ÐÏÌÉÃÙ ÉÓ ÂÁÓÅÄ ÉÔÓ ÏÎ 

3ÔÁÎÆÏÒÄȭÓ ÏÐÅÎ ÓÏÕÒÃÅ ÓÏÆÔ×ÁÒÅ ÐÏÌÉÃÙȟ ×ÈÉÃÈ ÉÓ ÁÂÓÏÌÕÔÅÌÙ 

gorgeous, realistic, and user friendly. And breathtakingly simple.  

(Yes, this is the same Stanford whose legal battle with a 

pharmaceutical battle over patent rights reached the Supreme Court 

where Stanford lost.)  The bracketed words in the sample policy 

below were added by me to illustrate how the open source software 

policy could be extended to cover open source hardware. 

1.  Was the <machine, circuit, chip design, etc.> developed under 

a sponsored project, or some other sponsorship that would 

ÅÎÃÕÍÂÅÒ ÏÒ ÃÁÕÓÅ 0ÒÁÇÍÁÔÉÃ 5ÎÉÖÅÒÓÉÔÙ ÔÏ ȰÏ×Åȱ ÔÈÅ 

<invention> to another entity?   Did you incorporate anyone 

ÅÌÓÅȭÓ <machine design or patent>?  

2.  In order to open source the <hardware design>, you must be 

certain you have the right to do so. (All the contributors should 

agree on whether or not to open source the <design>.) 
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3.  If you wish to open source <the designs for your hardware>, 

you must be careful that you are only open sourcing Pragmatic 

University <designs> and no other third party <design> or 

software code or patent is embedded in the <invention>. 

4.  [Number 4 is my addition] If you intend to sell consulting 

services involving your open sourced invention, you must 

provide full and up-to-date documentation to establish a level 

commercial playing field.  

In contrast, our other hypothetical university of the future, 

Enforcement University has chosen another approach. 

1.  Require that the inventor disclose their invention or software 

for commercial appraisal from a centralized technology transfer 

office.   Set a high bar for giving approval for open sourcing; take 

months to decide. 

ςȢ  3ÅÔ ÕÐ ÒÅÇÕÌÁÒ ȰÁÕÄÉÔÓȱ ÏÆ ÕÎÉÖÅÒÓÉÔÙ ÉÎÖÅÎÔÏÒÓ ÁÎÄ ÓÏÆÔ×ÁÒÅ 

developers that require them to list anything they have open 

sourced in the previous year. 

3.  Stiffen the campus IP policy to make unapproved open 

sourcing a direct violÁÔÉÏÎ ÔÈÁÔ ÐÕÔÓ ÔÈÅ ÉÎÖÅÎÔÏÒȭÓ ÇÏÏÄ 

standing at risk. 

Who, exactly, is the intended beneficiary of Enforcement 

5ÎÉÖÅÒÓÉÔÙȭÓ ÁÐÐÒÏÁÃÈȩ  .ÏÔ ÔÈÅ ÕÎÉÖÅÒÓÉÔÙȭÓ ÒÅÖÅÎÕÅ ÓÔÒÅÁÍÓȢ  .ÏÔ 

the inventor or software developer.  Nor the research community or 

the tax-payÉÎÇ ÐÕÂÌÉÃȢ  )ÎÓÔÅÁÄȟ %ÎÆÏÒÃÅÍÅÎÔ 5ÎÉÖÅÒÓÉÔÙȭÓ ÏÐÅÎ 

source policy has inadvertently set up an uneasy game of cat-and-

mouse that pits the technology transfer office against its university 

inventors.   
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Open source does not mean anti -commercial  

Most universities have not yet embraced the simple beauty of 

3ÔÁÎÆÏÒÄȭÓ ÁÐÐÒÏÁÃÈ ÔÏ ÏÐÅÎ ÓÏÕÒÃÅ ÓÏÆÔ×ÁÒÅ ÌÉÃÅÎÓÅÓȢ  4Ï ÍÙ 

knowledge, none have created a policy that directly deals with the 

open sourcing of hardware inventions.  However, small stirrings are 

afoot in the university inventor community.  It will be interesting to 

see how university administrators react as they catch on. 

The university example of freely shared hardware designs that 

)ȭÍ ÍÏÓÔ ÆÁÍÉÌÉÁÒ ×ÉÔÈ ÉÓ ÔÈÁÔ ÏÆ ÔÈÅ σ$ ÐÒÉÎÔÅÒȢ  &ÒÅÅÌÙ ÓÈÁÒÅÄ 

machine designs enable inventors to tinker with their own 

enhancements; inventors are free to patent their enhancements and 

to sell open sourced machines and related services.  Schools and 

STEM educators can build their own machines from detailed 

blueprints as a classroom exercise.   

For example, the University of Bath open sourced designs for its 

3D printer, RepRap.  Commercial companies like RapMan and  

Makerbot created enhanced 3D printers based on the original 

RepRap design and in turn,  open sourced their own enhancements.  

These companies run a brisk business manufacturing 3D printer 

parts and making user-friendly kits for hobbyists who want to 

assemble a 3D printer themselves, at home or at school.    

At Cornell, the Fab@Home team has open sourced their core 3D 

printer design.    A business in Philadelphia called NextFab Studio 

ÓÅÌÌÓ ËÉÔÓ ÆÏÒ &ÁÂͽ(ÏÍÅ ÐÒÉÎÔÅÒÓ ÁÎÄ ÒÕÎÓ Á ȰÇÙÍ ÆÏÒ ÉÎÖÅÎÔÏÒÓȟȱ 

where for a fee, visitors get access to 3D printers and other 

ÐÒÏÔÏÔÙÐÉÎÇ ÅÑÕÉÐÍÅÎÔȢ    )ȭÍ ÃÅÒÔÁÉÎ ÔÈÅÒÅ ÁÒÅ ÍÏÒÅ ÅØÁÍÐÌÅÓ of 

open sourced university hardware designs and business modelsɀ 

hopefully readers will describe them in the comments area. 

Proponents of open source hardware are not anti-commerce.  

On the contrary.  Many own businesses, and their goal is to create a 
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vibrant, pro-business ecosystem, where machine designs can be 

freely and safely shared in a known context.   In addition, the 

proposed terms of the open source hardware definition make it clear 

ÔÈÁÔ ÉÔȭÓ ÏË ÔÏ ÃÏÍÍÅÒÃÉÁÌÉÚÅ ÍÏÄÉÆÉÃÁÔÉÏÎÓ ÂÕÉÌÔ ÏÎ ÔÏÐ ÏÆ ÔÈÅ Ïpen 

sourced design.  The money is made in selling enhanced versions of 

open sourced designs, patenting add-on modules, and selling 

services. In fact, open sourced designs actually make it difficult for an 

ÉÎÖÅÎÔÏÒ ÔÏ ÈÁÖÅ ÈÅÒ ÉÎÖÅÎÔÉÏÎ ȰÓÔÏÌÅÎȱ ÂÙ Á ÃÏÒÐÏÒation that has 

deeper pockets for legal fees.  

Conclusion  

7ÈÉÃÈ ÕÎÉÖÅÒÓÉÔÙ ÉÓ Á ÂÅÔÔÅÒ ÓÔÅ×ÁÒÄ ÏÆ ÏÕÒ ÎÁÔÉÏÎȭÓ ÆÅÄÅÒÁÌÌÙ 

funded basic research?  Pragmatic University or Enforcement 

University?   Change is coming.  Ten years ago, software companies 

were confounded by open source software.  Since then, new business 

models have emerged that most people could not foresee at the time.   

Open source software licenses already offer university software 

ÃÒÅÁÔÏÒÓ ÁÎ ÁÌÔÅÒÎÁÔÉÖÅ ÔÏ ÔÈÅ ÕÎÉÖÅÒÓÉÔÙȭÓ ÐÁÔÅÎÔ + license 

commercialization model.   Open source hardware licenses are next.  

University intellectual property strategies will need to learn to 

peaceably learn to co-exist with open sourced hardware licenses.  A 

centralized, enforcement-flavored intellectual property strategy is 

not going to work.  Nor will university policies that blindly favor 

hardware patents at the expense of alternative methods of sharing 

design information. 
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Moving away from bricks and mortar tech transfer  

University technology transfer methods are ready to meet the 

,ÏÎÇ 4ÁÉÌȢ  7ÈÁÔȭÓ ÔÈÅ ,ÏÎÇ 4ÁÉÌȩ  )ÔȭÓ Á ÃÏÎÃÅÐÔ ÂÏÒÒÏ×ÅÄ ÆÒÏÍ 

statistics; if you imagine a bar chart with a few tall bars followed by a 

ÓÌÏ× ÃÕÒÖÅ ÄÏ×Î×ÁÒÄÓȟ ÔÈÁÔȭÓ Á ÌÏÎÇ ÔÁÉÌ ÃÕÒÖÅȢ  ! ÂÁÒ ÃÈÁÒÔ ÔÈÁÔ 

ranks sales of book titles at amazon.com, for instance, displays a 

classic long tail pattern:  a few books sell a lot (the long bars) and a 

lot of books sell fewer copies (the gradual curve downwards).  

However, if you add up sales revenue from the more esoteric (i.e. not 

the New York Times bestsellers) books, their combined total 

revenue equal a pretty good chunk of income, almost as much as the 

revenue from the big best sellers. 

Back when I worked in a tech transfer office at a large research 

university, I wanted to see which of our teÃÈÎÏÌÏÇÉÅÓ ×ÅÒÅ ÔÈÅ ȱ 

ÇÒÅÁÔÅÓÔ ÈÉÔÓȱ ÏÎ ÏÕÒ ×ÅÂ ÓÅÁÒÃÈ ÅÎÇÉÎÅ ÁÎÄ ×ÈÉÃÈ ÏÎÅÓ ×ÅÒÅ ÌÅÓÓ 

popular.   Using the number of page views per technology from our 

web analytics tool, I ranked the popularity of the inventions.  

 

Does this curve look familiar?    
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I dÉÄÎȭÔ ËÎÏ× ÉÔ ÁÔ ÔÈÅ ÔÉÍÅȟ ÂÕÔ ) ÈÁÄ ÓÔÕÍÂÌÅÄ ÕÐÏÎ ÔÈÅ ÌÏÎÇ ÔÁÉÌ 

of technology transfer:  a few technologies got a lot of page views, 

but after the top 3 or so, page views of the rest of the IP portfolio 

trailed off slowly and gradually. 

I was thrilled witÈ ÔÈÉÓ ÄÉÓÃÏÖÅÒÙȢ  !ÆÔÅÒ ÁÌÌȟ ÄÉÄÎȭÔ ÉÔ ÄÅÍÏÎÓÔÒÁÔÅ 

that a sensible way to prioritize marketing efforts would be to look 

ÁÔ ×ÈÁÔȭÓ ȰÓÅÌÌÉÎÇȱ ɉÔÅÃÈÎÏÌÏÇÉÅÓ ×ÉÔÈ ÈÉÇÈ ÐÁÇÅ ÖÉÅ×Óȟ ÏÒ ȰÈÅÁÄȱ 

technologies), and put extra marketing resources behind those few.  

(This differs from the much-ÒÅÖÉÌÅÄ ȰÈÏÍÅ ÒÕÎȱ ÁÐÐÒÏÁÃÈ ÔÏ ÔÅÃÈ 

ÔÒÁÎÓÆÅÒ ÂÅÃÁÕÓÅ ÉÔȭÓ ÎÏÔ ÂÁÓÅÄ ÏÎ ÇÕÅÓÓ ×ÏÒË ÂÕÔ ÏÎ ÐÒÏÖÅÎ ÕÓÅÒ 

behavior.)  

(ÅÒÅȭÓ ×ÈÅÒÅ ÔÈÅ ÆÕÎ ÅÎÄÅÄȢ  ) ÐÒÅÓÅÎÔÅÄ ÔÈÅÓÅ ÆÉÎÄÉÎÇÓ ÔÏ 

licensing colleagues and the unit director at a staff meeting a few 

weeks later.   Their response was strikingly reminiscent of that of 

ÂÒÉÃË ÁÎÄ ÍÏÒÔÁÒ ÒÅÔÁÉÌÅÒÓ ÉÎ ÔÈÅ ÅÁÒÌÙ ÄÁÙÓ ÏÆ ÅÃÏÍÍÅÒÃÅȢ  Ȱ)Ô ×ÉÌÌ 

ÎÅÖÅÒ ×ÏÒËȢȱ  Ȱ4ÈÅÓÅ ÎÕÍÂÅÒÓ ÄÏÎȭÔ ÍÅÁÎ ÁÎÙÔÈÉÎÇȢȱ  Ȱ(Ï× ×Å ÄÏ ÉÔ 

ÎÏ× ÉÓ ×ÏÒËÉÎÇ ÊÕÓÔ ÆÉÎÅȢȱ  Ȱ! ÃÏÍÐÕÔÅÒ ÃÁn never replace the 

×ÉÓÄÏÍ ÁÎÄ ÊÕÄÇÍÅÎÔ ÏÆ Á ÈÕÍÁÎ ÂÅÉÎÇȢȱ  !ÎÄ ÍÏÓÔ ÃÏÎÆÕÓÉÎÇÌÙȟ 

ȰÔÈÉÓ ÉÎÆÏ ÉÓÎȭÔ ÒÅÌÅÖÁÎÔ ɀ ÉÔ ÁÌÌ ÈÁÐÐÅÎÅÄ ÉÎ ÔÈÅ ÐÁÓÔȢȱ  ɉ.Ïȟ ) ÓÔÉÌÌ 

ÈÁÖÅÎȭÔ ÆÉÇÕÒÅÄ ÏÕÔ ÔÈÅ ÌÏÇÉÃ ÂÅÈÉÎÄ ÔÈÁÔ ÏÎÅɊȢ  ) ÌÅÆÔ ÔÈÅ ÒÏÏÍ ÔÈÁÔ 

day deflated, yet determined to find gold in this data.  

) ÆÏÕÎÄ ÔÈÅ ÇÏÌÄÍÉÎÅ ×ÈÅÎ ) ÒÅÁÄ #ÈÒÉÓ !ÎÄÅÒÓÏÎȭÓ ɉÅÄÉÔÏÒ ÏÆ 

Wired magazine) book The Long Tail: Why the Future of Business 

is Selling Less of More.  )ÔȭÓ Á ÇÒÅÁÔ ÂÏÏËȢ  !ÆÔÅÒ ) ÆÉÎÉÓÈÅÄȟ ÍÙ ÍÉÎÄ 

went back to that intriguing bar chart of web site hits I had pulled 

almost a year ago and it dawned on me.  Demand for new 

technologies follows the law of the Long Tail.   Web technologies can 

unlock the long tail of early stage, niche university inventions and 

technologies that are at risk of languishing in obscurity.  Yet, we use 

a pre-1980s bricks and mortar approach to technology transfer. 
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In an exchange on a popular online discussion board where 

people discuss tech transfer, Darren Cox describes his perception of 

the standard marketing process for university technologies: 

ȰȣÔÈÅ ÔÅÃÈ ÔÒÁÎÓÆÅÒ ÉÎÄÕÓÔÒÙȟ ÁÓ Á ×ÈÏÌÅȟ ÈÁÓÎȭÔ ËÅÐÔ ÕÐ ×ÉÔÈ ÔÈÅ 
staggering advances in electronic marketing techniques and 
search engine optimization strategies, over the last decade.  The 
only viable option for transferring the latest technology to 
someone who can turn it into jobs, growth and money for your 
university, lab or hospital, is sending more emails and making 
more phone calls and hoping that serendipity smiles upon your 
efforts; leaving one hoping that the new technology is at the 
perfect intersection of innovation, need, ability, resources and the 
right person actually knowing the other right person, so they can 
ÅÎÇÉÎÅÅÒ Á ÍÅÅÔÉÎÇȢ Ȱ 

#ÏÍÐÁÒÅ #ÏØȭÓ ÄÅÓÃÒÉÐÔÉÏÎ ÔÏ ÙÏÕÒ ÍÏÓÔ ÒÅÃÅÎÔ ÉÎÖÅÓÔÉÇÁÔÉÏÎ 

into something you wanted to learn about or buy (outside of work, in 

your private life).  You probably searched Google and a few major 

ecommerce sites (if it was a commercial product).  Your web search 

likely unearthed information about available goods and services 

from all over the world.  The sheer overwhelming chaos of available 

resources was controlled by user reviews of the item, and user 

reviews of the object and the seller.   

You probably also found ways to figure out which 

items/services were purchased by the most people and what 

items/services were similar.  If you decided to buy whatever is was 

you were looking for, you probably did not pick up the phone to start 

negotiating with the buyer over the price, terms and conditions.  

Instead, you clicked a button (no ÒÅÇÉÓÔÒÁÔÉÏÎ ÒÅÑÕÉÒÅÄɊ ÔÏ ȰÇÅÔ ÉÎ 

ÔÏÕÃÈ ×ÉÔÈ ÍÅȟȱ ÏÒ ÙÏÕ ×ÁÌËÅÄ ÔÈÒÕ Á ÓÉÍÐÌÅ ÏÎÌÉÎÅ ÌÉÃÅÎÓÅ ɉÎÏ 

negotiations, all transparent) and paid with your credit card.   

An efficient and user-friendly way to browse, buy and review 

products enables the long tail model of online retail.  )ÔȭÓ ÎÏÔ ÇÏÉÎÇ ÔÏ 
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be easy for universities to catch up to modern retail models and 

apply e-commerce techniques to the marketing and licensing of their 

patent portfolios.  EÁÒÌÙ ÓÔÁÇÅ ÉÎÖÅÎÔÉÏÎÓ ÁÒÅÎȭÔ ÓÉÍÐÌÅ ÃÏÍÍÏÄÉÔÙ 

items.  Click-ÔÈÒÕ ÐÕÒÃÈÁÓÅ ÁÇÒÅÅÍÅÎÔÓ ×ÏÎȭÔ ÁÌ×ÁÙÓ ×ÏÒËȢ  

#ÕÓÔÏÍÅÒ ÒÅÖÉÅ×Ó ×ÏÎȭÔ ÍÁÔÔÅÒȟ ÅÓÐÅÃÉÁÌÌÙ ÉÆ Á ÃÏÍÐÁÎÙ ÄÅÓÉÒÅÓ 

confidentiality.    
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Intellectual Ventures and university patents  

While undergoing scrutiny in a recent court case, Intellectual 

Ventures revealed its list of major investors.  On it were several 

major U.S. research universities and research organizations.  

¶ Brown University  

¶ Cornell University  

¶ Grinnell College  

¶ Mayo Clinic  

¶ Northwestern University  

¶ Stanford University  

¶ University of Minnesota  

¶ University of Pennsylvania  

¶ University of Southern California  

¶ University of Texas    

9ÏÕ ÍÁÙ ÂÅ ÁÓËÉÎÇ ÙÏÕÒÓÅÌÆȟ ÓÏ ×ÈÁÔȭÓ ÔÈÅ ÂÉÇ ÄÅÁÌ ÁÂÏÕÔ Á 

university investing its endowment in Intellectual Ventures?  

After all, according to conventional dictates of what constitutes 

ÁÓ ȰÇÏÏÄ ÉÎÖÅÓÔÍÅÎÔȟȱ )ÎÔÅÌÌÅÃÔÕÁÌ 6ÅÎÔÕÒÅÓ (IV)is a real and 

legitimate company led by a famous and well-established executive 

team.   In fact, over the past decade, IV has raised $5 billion from 

investors and has grown to employ 650 employees and at last count, 

ÈÁÓ ÁÃÃÕÍÕÌÁÔÅÄ Á ÐÁÔÅÎÔ ÐÏÒÔÆÏÌÉÏ ÒÏÕÇÈÌÙ ÔÈÅ ÓÉÚÅ ÏÆ )"-ȭÓ ɀ 30,000 

active patents.  Sure, the company is the target of controversy and 

ÃÒÉÔÉÃÉÓÍ ÄÕÅ ÔÏ ÉÔÓ ÂÕÓÉÎÅÓÓ ÍÏÄÅÌȟ ÂÕÔ ÔÈÁÔ ÈÁÓÎȭÔ ÓÔÏÐÐÅÄ 

universities from investing their endowments before (remember the 

public controversies over university investments in Nike, and South 

African mines, Big Tobacco, Big Pharma, etc.?). 

Setting aside the legitimate and important debate about 

university investment ethics, to me, the revelation that U.S. research 
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universities are major investors in Intellectual Ventures brings up 

another interesting issue to ponder.  U.S. research universities and 

Intellectual Ventures have something unexpected in common:  both 

own large patent portfolios.  Both license their patents to external 

organizations in exchange for fees, a practice that lawyers call being 

Á ȰÎÏÎ-ÐÒÁÃÔÉÃÉÎÇ ÅÎÔÉÔÙȟȱ ÏÒ .0%Ȣ  "ÕÔ ×ÁÉÔȟ ÔÈÅÒÅȭÓ ÍÏÒÅȦ  $ÏÚÅÎÓ ÏÆ 

universities worldwide have licensed their patents to Intellectual 

Ventures.  In exchange, universities receive an upfront payment and 

Intellectual Ventures pays for any remaining patent costs and in 

some cases, gets a share of any resulting revenues from product 

sales.   

Now we know the names of the ten U.S. universities that are 

major investors in Intellectual Ventures.  It would be interesting to 

also learn the names of the universities that have entrusted their 

patents to Intellectual Ventures.   Unfortunately, perhaps because of 

the controversy surrounding Intellectual Ventures, most universities 

appear to be reluctant to reveal any patent licensing deals with the 

company.  As a result, patent deals between universities and 

Intellectual Ventures have been driven underground, where they 

ÃÁÎȭÔ ÂÅ ÉÎÔÅÌÌÉÇÅÎÔÌÙ ÄÉÓÃÕÓÓÅÄ ÏÒ ÌÅÁÒÎÅÄ ÆÒÏÍȢ  

Intellectual Ventures and the emerging IP marketplace  

Who is Intellectual Ventures and why is the company 

controversial?  

Intellectual Ventures was founded ten years ago by former 

Microsoft CTO, Nathan Myhrvold.  In a nutshell, Intellectual Ventures 

buys or licenses patents from universities, individual investors and 

companies that have gone bankrupt.  As an NPE, it does not develop 

the patents it owns into a commercial product.  Instead, the company 

licenses its patent pool to external companies.  It makes its money by 
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charging fees to companies that want the right to use a patent 

without the fear of getting sued by Intellectual Ventures for patent 

infringement.   Recently the company set up its own in-house 

research lab that employs about 50 employees and has applied for 

over 500 patents.  However, Intellectual Ventures generates about 

90 percent of its revenue from licensing its enormous patent 

portfolio to external companies, not from developing its in-house 

patents into commercial products.  

While it could be described as a conventional patent broker, 

Intellectual Ventures does a few things differently.  One, companies 

ÂÕÙ Á ÌÉÃÅÎÓÅ ÔÏ ÇÅÔ ÒÉÇÈÔÓ ÔÏ )ÎÔÅÌÌÅÃÔÕÁÌ 6ÅÎÔÕÒÅȭÓ ÅÎÔÉÒÅ ÐÁÔÅÎÔ 

portfolio (sort of like a membership fee), instead of licensing rights 

to a selected few patents.  This way, subscribing companies reduce 

ÔÈÅÉÒ ÒÉÓË ÏÆ ÉÎÆÒÉÎÇÉÎÇ ÏÎÅ ÏÆ )ÎÔÅÌÌÅÃÔÕÁÌ 6ÅÎÔÕÒÅȭÓ ÔÅÎÓ ÏÆ ÔÈÏÕÓÁÎÄÓ 

of patents.  Intellectual Venture markets this service as one of 

ÈÅÌÐÉÎÇ ÃÏÍÐÁÎÉÅÓ ÃÌÏÓÅ ÔÈÅÉÒ ȰÉÎÖÅÎÔÉÏÎ ÇÁÐȟȱ ÏÒ the high-risk gap 

ÂÅÔ×ÅÅÎ ÔÈÅ ÉÎÖÅÎÔÉÏÎ ÒÉÇÈÔÓ Á ÃÏÍÐÁÎÙ Ï×ÎÓ ÖÓȢ ÔÈÅ )0 ÁÓÓÅÔÓ ÉÔȭÓ 

actually using.   Unfortunately, the fact that Intellectual Ventures is 

ÃÈÁÒÇÉÎÇ ÃÏÍÐÁÎÉÅÓ ÍÏÎÅÙ ÔÏ ÇÕÁÒÁÎÔÅÅ ÔÈÅÙ ×ÏÎȭÔ ÇÅÔ ÓÕÅÄ ÆÏÒ ÂÙ 

Intellectual Ventures sounds to many like a shake-down for 

ȰÐÒÏÔÅÃÔÉÏÎȱ ÍÏÎÅÙȢ  -ÁÙÂÅ ÎÏÔ ÓÕÒÐÒÉÓÉÎÇÌÙȟ ÃÒÉÔÉÃÓ ÏÆ ÔÈÅ ȰÉÎÖÅÎÔÉÏÎ 

ÇÁÐȱ ÓÅÒÖÉÃÅ ÄÅÓÃÒÉÂÅ )ÎÔÅÌÌÅÃÔÕÁÌ 6ÅÎÔÕÒÅÓ ÁÓ ÔÈÅ ×ÏÒÌÄȭÓ ÂÉÇÇÅÓÔ 

patent troll. 

A second unique and controversial aspect of Intellectual 

6ÅÎÔÕÒÅȭÓ ÂÕÓÉÎÅÓÓ ÓÔrategy is that it offers its member companies IP 

protection against other companies.  Once a company signs a license 

with Intellectual Ventures, that company is not only protected 

against the legal threat imposed by Intellectual Ventures, but is also 

protected in case one of its rivals infringes key patents that belong to 

)ÎÔÅÌÌÅÃÔÕÁÌ 6ÅÎÔÕÒÅÓȭ ÐÁÔÅÎÔ ÐÏÏÌȢ  )Î ÏÔÈÅÒ ×ÏÒÄÓȟ ÉÆ Á ÃÏÍÐÁÎÙ 
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builds its products on patents licensed from Intellectual Ventures 

and a competitor infringes those patents, Intellectual Ventures will 

ÄÅÆÅÎÄ ÉÔÓ ÐÁÔÅÎÔ ÒÉÇÈÔÓȢ   (ÁÖÉÎÇ )ÎÔÅÌÌÅÃÔÕÁÌ 6ÅÎÔÕÒÅÓȭ ÌÅÇÁÌ ÔÅÁÍ 

ÁÎÄ ÄÅÅÐ ÐÏÃËÅÔÓ ÏÎ ÏÎÅȭÓ ÓÉÄÅ ÃÁÎ ÂÅ Á ÐÏ×ÅÒÆÕÌ ÎÅÇÏÔÉÁÔÉÎÇ ÔÏÏÌ ÆÏÒ 

companies that get involved in a patent dispute.   

Given the core role of potential and real litigation in Intellectual 

6ÅÎÔÕÒÅÓȭ ÂÕÓÉÎÅÓÓ ÓÔÒÁÔÅÇÙȟ ÉÔȭÓ ÔÅÍÐÔÉÎÇ ÔÏ ÆÁÌÌ ÉÎÔÏ ÑÕÉÃË ÁÎÄ ÅÁÓÙ 

ÃÏÎÄÅÍÎÁÔÉÏÎ ÏÆ )ÎÔÅÌÌÅÃÔÕÁÌ 6ÅÎÔÕÒÅȭÓ ÁÐÐÒÏÁÃÈȟ ×ÈÉÃÈ ÈÁÓ ÁÌÒÅÁÄÙ 

been soundly and publicly condemned for its activities.   And it gets 

worse.  According to research firm Avancept, Intellectual Ventures 

has created over 1000 shell companies that critics believe are a PR 

cloak to disguise patent infringement lawsuits against technology 

companies.   Last December, Intellectual Ventures confirmed the 

fears of technology-based business people and finally publicly kicked 

off its first direct patent lawsuits, suing several tech companies for 

alleged patent infringement.    

9ÅÔȟ ÉÎ ÔÈÅ ÓÐÉÒÉÔ ÏÆ ÓÔÒÅÔÃÈÉÎÇ ÔÏ ÕÎÄÅÒÓÔÁÎÄ ÓÏÍÅÏÎÅȭÓ 

unpopular actions, is there anything good that could result from 

what Intellectual Ventures is doing?   Interestingly, Myhrvold sees 

ÈÉÍÓÅÌÆ ÁÓ ÔÈÅ ÉÎÖÅÎÔÉÏÎ ȰÇÏÏÄ ÇÕÙȟȱ ÁÎ ÁÄÖÏÃÁÔÅ ÏÆ ÔÈÅ ÖÁÌÕÅ ÏÆ ÔÈÅ 

intangible hard labor of inventing.  In an interview with the New 

York Times, Myhrvold believes his business model rubs people the 

wrong way since it places monetary value on what companies are 

ÕÓÅÄ ÔÏ ÇÅÔÔÉÎÇ ÆÏÒ ÆÒÅÅȠ ÉÎ -ÙÈÒÖÏÌÄȭÓ ÍÉÎÄȟ ÔÈÅ ÂÉÇ ÔÅÃÈÎÏÌÏÇÙ 

companies are free riders whose corporate culture is used to 

ȱÉÎÔÅÎÔÉÏÎÁÌÌÙ ÉÎÆÒÉÎÇÉÎÇ ÐÁÔÅÎÔÓ ÏÒ Ôurning a blind eye to potential 

ÉÎÆÒÉÎÇÅÍÅÎÔȢȱ   (Å ÃÌÁÉÍÓ ÔÏ ÂÅ ÏÎ ÔÈÅ ÓÉÄÅ ÏÆ ÔÈÅ ÉÎÖÅÎÔÏÒȢ  

Intellectual Ventures and university patent portfolios  
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)ÔȭÓ ÄÉÆÆÉÃÕÌÔ ÔÏ ÆÉÇÕÒÅ ÏÕÔ ×ÈÉÃÈ ÕÎÉÖÅÒÓÉÔÉÅÓ ÉÎ ÔÈÅ 5ÎÉÔÅÄ 3ÔÁÔÅÓ 

have made licensing deals with Intellectual Ventures.  To find the 

names of U.S. universities that publicly admit to doing deals with 

Intellectual Ventures, I dug through a lot of old news articles and 

press releases  ɂ kudos to these universities for admitting their 

relationship.  However, the list below is way too short.  Consider the 

fact that over the years, at least 80 universities worldwide have 

made patent licensing deals with Intellectual Ventures, yet finding 

out about them is like digging for a needle in a haystack.  

¶ Rutgers  

¶ CalTech  

¶ New Jersey Institute of Technology  

¶ University of California at San Diego (UCSD)  

¶ Stevens College  

!ÃÃÏÒÄÉÎÇ ÔÏ )ÎÔÅÌÌÅÃÔÕÁÌ 6ÅÎÔÕÒÅȭÓ ×ÅÂ ÓÉÔÅȟ ÔÈÅ ÃÏÍÐÁÎÙ ÈÁÓ 

ÃÏÌÌÁÂÏÒÁÔÅÄ Ȱ×ÉÔÈ ÏÖÅÒ σȟπππ ÉÎÖÅÎÔÏÒÓ ÁÔ ÍÏÒÅ ÔÈÁÎ σππ 

universities, research institutions, and companies in seven countries 

×ÏÒÌÄ×ÉÄÅȢȱ   7ÈÙ ÄÏÎȭÔ ÍÏÒÅ ÕÎÉÖÅÒÓÉÔÉÅÓ ×ÁÎÔ ÔÏ ÐÕÂÌÉÃÌÙ ÁÄÍÉÔ ÔÏ 

doing licensing deals with Intellectual Ventures?  Do they fear public 

condemnation?    

(ÅÒÅȭÓ ÈÏ× ÔÈÅ ÒÅÌÁÔÉÏÎÓÈÉÐ ÂÅÔ×ÅÅÎ ÕÎÉÖÅÒÓÉÔÉÅÓ ÁÎÄ 

Intellectual Ventures works, as described by an Intellectual Ventures 

staff member. 

Ȱ4ÈÅ ÁÒÒÁÎÇÅÍÅÎÔ ÉÓ ÆÏÒ ÔÈÅ ÕÎÉÖÅÒÓÉÔÙȣÔÏ ÓÅÎÄ ÕÓ ÉÎÖÅÎÔÉÏÎ 
disclosures from time to time as well as allow us to directly work 
with professors we have identified to partner on brand new 
ÉÎÖÅÎÔÉÏÎÓȣ4ÈÅ ÁÒÒÁÎÇÅÍÅÎÔ ÉÓ ÎÏÔ ÅØÃÌÕÓÉÖÅ ÁÎÄ ÔÈÅ ÕÎÉÖÅÒÓÉÔÙ ÉÓ 
free to pick and choose which inventions it gives to us and which it 
ÄÏÅÓÎȭÔȢ ɍ)ÎÔÅÌÌÅÃÔÕÁÌ 6ÅÎÔÕÒÅÓɎ ÐÁÙÓ Á ÆÅÅ ÏÎÃÅ ×Å ÄÅÃÉÄÅ ÔÏ 
actually accept the invention from the university and we pay all 
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associated patenting fees. It is important to note that we are not 
ÐÕÒÃÈÁÓÉÎÇ ÔÈÅÓÅ ÉÎÖÅÎÔÉÏÎÓȟ ×Å ÁÒÅ ÅØÃÌÕÓÉÖÅÌÙ ÌÉÃÅÎÓÉÎÇ ÔÈÅÍȢȱ 

7ÅȭÒÅ ÐÁÓÔ ÄÕÅ ÆÏÒ Á ÔÈÏÕÇÈÔÆÕÌ ÁÎÄ ÐÕÂÌÉÃ ÄÉÓÃÕÓÓÉÏÎ ÏÆ 

whether university-owned patents should become part of 

IntelÌÅÃÔÕÁÌ 6ÅÎÔÕÒÅȭÓ ÐÁÔÅÎÔ ÁÒÓÅÎÁÌȢ  )Ô ÔÏÏË ÙÅÁÒÓ ÏÆ ÓÐÅÃÕÌÁÔÉÏÎ 

and a lawsuit to find out that several U.S. universities are investing in 

Intellectual Ventures.  What would it take to learn more about which 

universities have licensed their patents to Intellectual Ventures?   

5ÎÉÖÅÒÓÉÔÙ ÁÄÍÉÎÉÓÔÒÁÔÏÒÓ ÆÏÒ ÔÈÅ ÍÏÓÔ ÐÁÒÔȟ ÄÏÎȭÔ ÔÒÕÍÐÅÔ ÔÈÅÉÒ 

deals with Intellectual Ventures.    The staff at Intellectual Ventures 

ÁÒÅÎȭÔ ÔÁÌËÉÎÇ ÅÉÔÈÅÒȢ  )ÎÔÅÌÌÅÃÔÕÁÌ 6ÅÎÔÕÒÅÓ ÎÅÖÅÒ ÒÅÓÐÏÎÄÅÄ ÔÏ Á 

direct email request for a list of publicly available university 

licensees.    

Conclusion  

In the spirit of looking at both sides of the issue, consider the 

stated benefits that universities get when licensing their patents to 

Intellectual Ventures:  

¶ Intellectual Ventures has bigger and better funded marketing 

channels than does the university technology transfer unit  

¶ Intellectual Ventures can aggregate patents across several 

universities  

¶ University inventors get additional exposure to core industry 

technology needs  

Of course, like many people, I too have my doubts about 

)ÎÔÅÌÌÅÃÔÕÁÌ 6ÅÎÔÕÒÅȭÓ ÂÕÓÉÎÅÓÓ ÍÏÄÅÌȢ !ÆÔÅÒ ÁÌÌȟ ÔÈÅÉÒ ÒÅÖÅÎÕÅ ÉÓ 

based on threatened or actual patent litigation, not to mention the 

disquieting fact that Intellectual Ventures likes to fly under the radar 

by creating more than 1000 shell companies to carry out its litigious 

activities.   



Tech Transfer 2.0  

147 

 

Chapter 4 
 
Startups  and 

entrepreneurship  
 

 

Health insurance for university startups:  the ultimate 

regional economic development  

)ȭÖÅ ×ÁÔÃÈÅÄ ÍÁÎÙ Á ÐÒÏÍÉÓÉÎÇ ÓÔÁÒÔÕÐ ÓÐÒÏÕÔ ÉÎ Á Õniversity 

ÒÅÓÅÁÒÃÈ ÌÁÂȢ   -ÏÓÔ ÓÔÁÒÔÕÐÓ ÌÁÎÇÕÉÓÈ ÉÎ ÔÈÅ ȰÇÒÅÁÔ ÉÄÅÁȱ ÐÈÁÓÅ ɂ 

their founders graduate or get busy with something else.  Some, 

however, actually thrive.  The graduate students finish their 

dissertations and then become full-time entrepreneurs.  One of their 

ÂÉÇÇÅÓÔ ÃÈÁÌÌÅÎÇÅÓ ÍÁÙ ÓÕÒÐÒÉÓÅ ÙÏÕȢ  )ÔȭÓ ÎÏÔ ÃÏÍÉÎÇ ÕÐ ×ÉÔÈ Á 

ÂÕÓÉÎÅÓÓ ÐÌÁÎ ÏÒ ÕÎÄÅÒÓÔÁÎÄ ÔÈÅÉÒ ÔÁÒÇÅÔ ÍÁÒËÅÔÓȢ  )ÔȭÓ ÇÅÔÔÉÎÇ ÇÏÏÄ 

health insurance. 

)ÔȭÓ Á ÓÔÒÁÎÇÅ ÁÎÄ ÕÎÆÏÒÔÕÎÁÔÅ ÆÁÃÔ ÏÆ ÌÉÆÅ ÉÎ ÔÈÅ 5Ȣ3Ȣ ÔÈÁÔ ×ÉÔÈÏÕÔ 

health insurance, your financial future (not to mention your health 

and well-being) is at risk.  Even if you are perfectly healthy but are 

hit by the proverbial bus while uninsured, the resulting medical bills 

×ÏÕÌÄ ÍÅÁÎ ÆÉÎÁÎÃÉÁÌ ÃÁÔÁÓÔÒÏÐÈÅȢ   )ÔȭÓ ÐÏÓÓÉÂÌÅ ÔÏ ÐÕÒÃÈÁÓÅ ÈÅÁÌth 

ÉÎÓÕÒÁÎÃÅ ÏÎ ÔÈÅ ÏÐÅÎ ÍÁÒËÅÔ ÂÕÔ ÉÆ ÙÏÕȭÒÅ Á ÓÏÌÏ ÅÎÔÒÅÐÒÅÎÅÕÒ 

trying to launch a small business or a cash-strapped startup, health 

insurance is prohibitively expensive. 



 Startups and entrepreneurship 

148 

This is why universities should help cover health insurance 

costs for startups based on university research that sign a contract 

for use of a university-owned patent.  Now is the perfect time to do 

this.  The U.S. Congress has passed the Patient Protection and 

Affordable Care Act (PPACA) and health care reforms are underway. 

Before health care reform, solo entrepreneurs or small 

businesses did not have the negotiating power enjoyed by large 

organizations, hence their health care plans have tended to not be as 

good.  As a result, startups have had trouble competing with bigger 

companies for good employees.   Yet, good health insurance remains 

a make or break factor for prospective employees in choosing their 

employer. 

In Geekwire, Marcelo Calbucci writes:    

Ȱ!Ó ÓÏÍÅÏÎÅ ×ÈÏ ÈÁÓ ÉÎÔÅÒÖÉÅ×ÅÄ ÄÏÚÅÎÓ ÏÆ ÐÅÏÐÌÅ ÏÖÅÒ ÔÈÅ ÌÁÓÔ 
ÆÅ× ÍÏÎÔÈÓȟ )ȭÍ ÓÕÒÐrised how many candidates really care about 
the healthcare coverage we offer.  Unless the candidate is 
unemployed, he or she has some kind of healthcare coverage, and 
although you can convert any kind of health insurance into a 
dollar value, some people feel the downgrade in health plan is a 
significant turn-off, even if the job includes better salary, bonus or 
Á ÓÔÏÃË ÏÐÔÉÏÎ ÐÌÁÎ ×ÉÔÈ ÓÉÇÎÉÆÉÃÁÎÔ ÕÐÓÉÄÅȢȱ   

4ÈÁÔȭÓ ×ÈÅÒÅ ÕÎÉÖÅÒÓÉÔÉÅÓ ÁÎÄ ÓÔÁÔÅÓ ÃÏÍÅ ÉÎȢ 

The PPACA covers lot of ground.  Much of it is controversial.  )ÔȭÓ 

a broad and sweeping act that will expand Medicaid coverage, 

mandate that big chain restaurants publish the caloric counts of their 

entrees, mandate that health insurance companies cover the cost of 

contraceptives and more.  It also mandates that states set up a health 

care exchange to make it easier for people to compare and contrast 

the features and costs of different plans.    

Not all entrepreneur and small business communities are 

ÏÐÔÉÍÉÓÔÉÃ ÁÂÏÕÔ ÔÈÅ !ÃÔȭÓ ÎÅ× ÍÁÎÄÁÔÅÓȢ   /ÎÅ ÏÆ ÔÈÅ ÍÏÓÔ 
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contentious mandates of the Act is a requirement that any company 

with at least 50 full-time employees must provide its employees with 

health insurance to staff or pay fees. 

4ÈÅ ÒÅÁÌÉÔÙ ÉÓ ÔÈÁÔ ÍÏÓÔ ÎÅ× ÕÎÉÖÅÒÓÉÔÙ ÓÔÁÒÔÕÐÓ ×ÏÎȭÔ ÂÅ 

affected by the mandate to provide health coverage ɂ ÔÈÅÙȭÒÅ ÊÕÓÔ 

too small, nowhere near 50 people.   In fact, smaller businesses, 

those with fewer than 25 employees, seem to be more optimistic that 

health care reform is good news.  The Act will offer very small 

businesses tax breaks and other provisions that may make it easier 

for entrepreneurs and startups to buy reasonable health care for 

their employees and families. 

Make being local a good thing  

)ÔȭÓ ÃÌÅÁÒ ÔÈÁÔ ÅÎÔÒÅÐÒÅÎÅÕÒÓ ÁÎÄ ÓÔÁÒÔÕÐÓ ×ÏÕÌÄ ÂÅÎÅÆÉÔ ÆÒÏÍ 

some help paying tÈÅÉÒ ÈÅÁÌÔÈ ÉÎÓÕÒÁÎÃÅ ÃÏÓÔÓȢ  7ÈÁÔȭÓ ÉÎ ÉÔ ÆÏÒ ÔÈÅ 

universities? 

First, states already look to their regional universities to pitch in 

to help build the local economy.   Startups headed by graduate 

students to bring university research to market are a cornerstone of 

many regional economic development strategies.  Second, startups 

need health insurance.  Third, startups will flock to regions that offer 

better health insurance plans. 

Health insurance benefits are very local.  Doctors, hospitals and 

prescripti on plans are handled near where the health insurance 

subscriber lives.  Entrepreneurs and startups will gravitate to 

regions that offer entrepreneur-friendly health care plans and 

resources.  In fact, just being able to give employees a good deal on 

health insurance will not only keep startups in a particular region, it 

will help them attract talented more workers and high quality jobs to 

the region. 
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How much would this cost?  

All this sounds great, but like any wonderful plan, it involves 

ÓÏÍÅÂÏÄÙ ÅÌÓÅȭÓ ÍÏney. 

(Ï× ÍÕÃÈ ÍÏÎÅÙ ÁÒÅ ×Å ÔÁÌËÉÎÇ ÈÅÒÅȩ  &ÉÒÓÔȟ ÌÅÔȭÓ ÌÏÏË ÁÔ ÈÏ× 

ÍÕÃÈ ÈÅÁÌÔÈ ÉÎÓÕÒÁÎÃÅ ÃÏÓÔÓ ÉÆ ÙÏÕȭÒÅ ÎÏÔ ÓÎÕÇÇÌÅÄ ÉÎÔÏ ÔÈÅ ×ÁÒÍ 

and secure embrace of a large organization.  Of course monthly 

ÐÁÙÍÅÎÔÓ ÖÁÒÙ ÂÙ Á ÐÅÒÓÏÎȭÓ ÁÇÅȟ ÐÒÅ-existing health conditions, 

location and family situation.  But on average, a solo entrepreneur 

can expect to pay about $500 a month (and much more if she or he 

has any complicating factors such as lots of children or a pre-existing 

health condition). 

This adds up fast. 

How about the health insurance costs for a startup with ten 

employees?  At $500 a month per individual employee, $5,000 a 

month total, a ten-employee startup would have to pay roughly 

Αφπȟπππ Á ÙÅÁÒ ÔÏ ÃÏÖÅÒ ÅÖÅÒÙÏÎÅȭÓ ÈÅÁÌÔÈ ÉÎÓÕÒÁÎÃÅȢ 

For a 20-person startup, at $500 a month per person, the total 

monthly bill to cover everyone would be $10,000 a month.  Typically, 

most small employers pay 80% and let their employees pick up the 

remaining 20%.  So a 20-person startup burns through $8,000 a 

month just paying for health insurance.   It would have to come up 

with $10,000 a month if it were to cover 100% of insurance costs.  

4ÈÁÔȭÓ ÁÂÏÕÔ Αωφȟπππ Á ÙÅÁÒ ÉÆ ÔÈÅ ÓÔÁÒÔÕÐ ÐÁÙÓ ψπϷ ÏÆ ÔÈÅ ÃÏÓÔȟ ÏÒ 

$120,000 if it pays the full bill. 

Ouch.  These are steep bills for small ɂ sometimes tiny ɂ tech 

ÃÏÍÐÁÎÉÅÓ ÔÈÁÔ ÁÒÅ ÊÕÓÔ ÇÅÔÔÉÎÇ ÓÔÁÒÔÅÄȢ  )ÔȭÓ ÐÒÅÔÔÙ ÃÌÅÁÒ ÔÈÁÔ ÓÔÁÒÔÕÐÓ 

×ÏÕÌÄ ÂÅÎÅÆÉÔ ÆÒÏÍ ÕÎÉÖÅÒÓÉÔÙ ÈÅÌÐȢ  "ÕÔ ÈÅÒÅȭÓ ×ÈÅÒÅ ÔÈÉÎÇÓ ÇÅÔ 

tricky:   where is the university going to find an extra hundred 

thousand dollars a year to do thiÓȩ     ȣÃÒÉÃËÅÔÓȣ 
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Funding this  

)Æ ) ×ÅÒÅ ÔÈÅ ÐÅÒÓÏÎ ÓÅÔÔÉÎÇ ÔÈÉÓ ÕÐȟ ÈÅÒÅȭÓ ÈÏ× ) ×ÏÕÌÄ ÄÏ ÉÔȢ  

The first tough decision would be to set some parameters.   I would 

start small.  The university startups that would be first in line for 

health insurance funding would be the really small ones, say those 

with five or fewer employees.   Next, I would set a time limit of two 

years total support. 

To pay half the health insurance costs of ten five-employee 

startups a year, the total annual bill to the university would be about 

$150,000 a year.   It could be lower if startups have fewer employees, 

ÏÒ ÉÔȭÓ Á ÓÌÏ× ÙÅÁÒ ÆÏÒ ÔÈÅ ÌÁÕÎÃÈ ÏÆ ÎÅ× ÓÔÁÒÔÕÐÓȢ 

(ÅÒÅȭÓ ÈÏ× ) ÃÁÌÃÕÌÁÔÅÄ ÔÈÉÓȢ  ! ÓÔÁÒÔÕÐ ÅÍÐÌÏÙÉÎÇ ÆÉÖÅ ÐÅÏÐÌÅ 

would have to pay a total of $2,500 a month to take care of 

ÅÖÅÒÙÂÏÄÙȭÓ ÈÅÁÌÔÈ ɉÁÓÓÕÍÉÎÇ ÉÔȭÓ Αυππ Á ÍÏÎÔÈ ÐÅÒ ÅÍÐÌÏÙÅÅɊȢ  4ÈÅ 

annual bill for five people would be $2,500 times twelve months, or 

Ασπȟπππ Á ÙÅÁÒȢ   )Æ Á ÕÎÉÖÅÒÓÉÔÙ ×ÅÒÅ ÔÏ ÓÕÂÓÉÄÉÚÅ ÈÁÌÆ Á ÓÔÁÒÔÕÐȭÓ 

health insurance costs, the resulting bill for a year of coverage would 

be about $15,000 a year. 

How many new university startups are there each year?  With 

the exception of a few outliers on either side of the curve, a typical 

research university spins off about five to ten new real startups a 

year.  LetȭÓ ÁÓÓÕÍÅ ÔÈÁÔ ÈÁÌÆ ÏÆ ÔÈÅÓÅ ÎÅ× ÓÔÁÒÔÕÐÓ ÅÍÐÌÏÙ ÆÉÖÅ ÏÒ 

fewer people, hence would qualify for this wonderful new program.  

So each year, the university would cover costs for five new startups, 

ÐÌÕÓ ÃÏÎÔÉÎÕÅ ÔÏ ÆÕÎÄ ÆÉÖÅ ÏÆ ÌÁÓÔ ÙÅÁÒȭÓ ÓÔÁÒÔÕÐÓȢ 

Looked at another way, the costs of paying half the health 

insurance costs for new university startups is about as much as the 

annual cost of paying salary and benefits for a senior-level, full-time 

university employee.   If a university decided to go big and cover all 

of the costs of health insurance for ten small startups, the annual bill 



 Startups and entrepreneurship 

152 

would double ɂ roughly $300,000 a year.  That sort of money would 

be harder to find. 

The good news is that many universities and states already 

spend money or offer resources to help local university startups 

grow.   Some universities give new startups web support and legal 

services.  Many universities give local startups low-cost office space 

in a university incubator.  Business plan competitions that offer 

winners small cash prizes are another staple offering on the 

entrepreneur circuit. 

Sometimes the offerings involve real money.  Some states offer 

small businesses fund matching  if they get a federal small business 

grant.  Other states and university actually invest real money, either 

in exchange for equity in a startup, or just to be  helpful.  The state of 

Arizona and Arizona State University plus some other partners just 

launched a  startup accelerator program that offers startups built on 

university technology a package of $50,000 in cash and services.  

This is a bold step.   Imagine if programs such as these were to add 

yet another option to the package:  $15,000 worth of health 

insurance support per startup. 

How many would-be entrepreneurs stay in their secure jobs in 

large organizations for the health insurance?   The big leap into a 

startup involves not just giving up a secure paycheck, but can mean 

ÐÕÔÔÉÎÇ ÙÏÕÒ ÌÉÆÅ ɉÁÎÄ ÙÏÕÒ ÆÁÍÉÌÙȭÓ ÌÉÖÅÓɊ ÏÎ ÔÈÅ ÌÉÎÅȢ  ,ÉÔÅÒÁÌÌÙȢ   )ÔȭÓ 

laudable that so many universities are building new programs to 

help local startups thrive.  Why not offer startups the ultimate 

incentive?  Some funding to help pay for health insurance. 
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Easing the contractual burdens of university startups  

The vast majority of startups with roots in a university are 

formed by alumni or former students, similar to the process that was 

depicted in the movie The Social Network.  The Zuck had it easy.  

Since Zuckerberg was a Harvard undergraduate student, not an 

employee, the university could not lay claim to an ownership stake 

in Facebook.   Had Harvard owned a patent for a core component of 

&ÁÃÅÂÏÏËȭÓ ÔÅÃÈÎÏÌÏÇÙ ÏÒ ÂÕÓÉÎÅÓÓ ÍÅÔÈÏÄȟ ÔÈÅ ÐÌÏÔ ÏÆ 4ÈÅ 3ÏÃÉÁÌ 

Network may have been different.  Imagine the following:  

¶ Zuckerberg works for Harvard  

¶ Zuckerberg uses a Harvard computer, network, and 

ÐÒÏÐÒÉÅÔÁÒÙ ÐÈÏÔÏÓ ÏÆ ÓÔÕÄÅÎÔÓ ÆÒÏÍ (ÁÒÖÁÒÄȭÓ ÖÁÒÉÏÕÓ 

residence halls  

¶ Zuckerbergs files his invention, as required by his employment 

ÃÏÎÔÒÁÃÔȟ ×ÉÔÈ (ÁÒÖÁÒÄȭÓ ÔÅÃÈÎÏÌÏÇÙ ÃÏÍÍÅÒÃÉÁÌÉÚÁÔÉÏÎ ÏÆÆÉÃÅ  

¶ Harvard files for a patent which costs Harvard $30,000 and 

lots of staff time and overhead  

¶ Zuckerberg decides he *must* launch Facebook commercially, 

and he and his co-ÆÏÕÎÄÅÒÓ ÁÐÐÒÏÁÃÈ (ÁÒÖÁÒÄȭÓ ÐÁÔÅÎÔ ÏÆÆÉÃÅ 

to see what their options are  

Obviously, the movie followed a different course.  However, 

what happens when a would-be entrepreneur wants to build a 

startup, but must first license the patent from a university?  This 

article is about a special type of startup:  one that enters into a 

formal patent licensing agreement with a university.  Getting 

federally-funded, cutting-edge university inventions to market via a 

startup sounds like a great idea.  It is.  The challenges arise if 

universities inadvertently burden fledgling companies with well-

intended, but weighty contractual obligations that may handicap the 
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startup later, as it tries to find investors, hire staff, and form product-

development partnerships with other companies. 

Universities do not intentionally set out to handicap their 

startups.  University technology transfer staff do their utmost to help 

startup founders get thru the process.   Most universities take their 

economic development role seriously, and work hard to license 

university -owned inventions to new businesses on fair terms.  In 

fact, some would say that universities are generous.  They believe in 

their startups, despite statistical evidence that the vast majority of 

startups never reach profitability, never find investors, go public or 

get acquired.  Universities offer elaborate workshops, advisory 

services, even invest from a university-owned seed fund.  Then 

×ÈÁÔȭÓ ÔÈÅ ÐÒÏÂÌÅÍȩ 

A root cause of the problem is that startups have no money, and 

ÓÏÍÅÂÏÄÙȭÓ ÇÏÔÔÁ ÐÁÙ ÆÏÒ ÔÈÅ ÃÏÓÔ ÏÆ Á ÐÁÔÅÎÔȟ ×ÈÉÃÈ ÔÈÅÓÅ ÄÁÙÓȟ ÃÁÎ 

cost up to $40,000 for U.S. protection, and much more for 

international.   In fact, before the 1990s, most universities preferred 

not to license university inventions to startup companies since they 

knew they would likely never recover patent costs, receive license 

fees or earn lucrative product royalties later down the road.   

Starting in the 1990s, however, universities started taking partial 

Ï×ÎÅÒÓÈÉÐ ÉÎ ÅØÃÈÁÎÇÅ ÆÏÒ ×ÁÉÖÉÎÇ ÔÈÅ ÓÔÁÒÔÕÐȭÓ ÌÉÃÅÎÓÅ ÆÅÅÓȟ ÁÎÄ 

delaying its payback schedule for patent costs by a year or two.  

Today, about 75% of U.S. research universities are willing to take 

equity. 

! ÓÅÃÏÎÄ ÐÒÏÂÌÅÍ ÉÓ ÔÈÁÔ ÕÎÉÖÅÒÓÉÔÉÅÓ ×ÅÒÅÎȭÔ ÄÅÓÉÇÎÅÄ ÔÏ ÆÏÒÍ 

new companies.  Investing in, and building strong startups is a 

grueling, more-than-full -time, highly paid specialty.  In addition, 

universities must honor their non-profit status (avoid conflicts of 

interest) and be responsible for making sure that publicly funded 



Tech Transfer 2.0  

155 

ÉÎÖÅÎÔÉÏÎÓ ÄÏÎȭÔ ÇÅÔ ÉÎÔÏ ÔÈÅ ×ÒÏÎÇ ÈÁÎÄÓȢ   0ÏÌÉÔÉÃÓ ÃÁÎ ÃÏÍÅ ÉÎÔÏ 

ÐÌÁÙȢ  ! ÕÎÉÖÅÒÓÉÔÙ ÔÈÁÔȭÓ ÔÏÏ ÇÅÎÅÒÏÕÓ ÉÎ ÌÅÔÔÉÎÇ ÓÔÁÒÔÕÐÓ ÌÉÃÅÎÓÅ 

university -owned patents for cheap will be in big trouble if they end 

up licensing to a Google, and everybody will ask why the university 

ÄÉÄÎȭÔ ÇÒÁÂ Á ÂÉÇ ÃÈÕÎË ÏÆ ÅÑÕÉÔÙ ÅÁÒÌÙ ÏÎȟ ×ÈÅÎ ÉÔ ÈÅÌÄ ÁÌÌ ÔÈÅ ÃÁÒÄÓȢ  

Another challenge is that universities and startups make for 

strange bedfellows, a bit like a March-December marriage.  One side 

ÇÅÔÓ ÓÏÍÅÏÎÅ ×ÈÏȭÓ ÅÓÔÁÂÌÉÓÈÅÄ ÁÎÄ Ï×ÎÓ ÌÏÔÓ ÏÆ ÎÉÃÅ ÔÈÉÎÇÓȠ ÔÈÅ 

other side gets someone frisky and with a lot of growth potential.   So 

far, so good.  However, unlike a March-December marriage where 

-ÁÒÃÈȭÓ ÙÏÕÔÈ ÁÎÄ ÂÅÁÕÔÙ ÍÁËÅ ÆÏÒ ÓÔÒÏÎÇ ÍÁÒËÅÔ ÖÁÌÕÅȟ ÔÈÅÒÅȭÓ Á 

pronounced power imbalance between the cash-strapped startup 

and the geriatric rich guy (or gal).  The startup needs the university-

owned invention more than the university needs the startup.  As a 

ÒÅÓÕÌÔȟ Á ÕÎÉÖÅÒÓÉÔÙȭÓ ÃÏÎÔÒÁÃÔÕÁÌ ÒÅÑÕÉÒÅÍÅÎÔÓ ÆÏÒ Á ÓÔÁÒÔÕÐ ÁÒÅ ÍÏÒÅ 

likely to protect the universities interests, and provide the startup 

×ÈÁÔ ÔÈÅ ÕÎÉÖÅÒÓÉÔÙ ÔÈÉÎËÓ ÔÈÅ ÓÔÁÒÔÕÐ ÎÅÅÄÓȟ ÎÏÔ ×ÈÁÔ ÔÈÅ ÓÔÁÒÔÕÐȭÓ 

founders think they need.   

One way to look at this situation is to ask whether university 

startup strategies are placing ballast into startups (good weight), or 

unintentionally inserting dead weight (bad weight).   Ballast is 

ÄÅÆÉÎÅÄ ÁÓ ȰÁ ÈÅÁÖÙ ÓÕÂÓÔÁÎÃÅȟ ÐÌÁÃÅÄ ÉÎ ÓÕÃÈ Á ×ÁÙȟ ÔÏ ÐÒÏvide 

stability and control (as in a hot air balloon or submarine) and then 

ÉÆ ÎÅÃÅÓÓÁÒÙȟ ÑÕÉÃËÌÙ ÄÉÓÃÁÒÄÅÄȢȱ   "ÁÌÌÁÓÔ ÉÓ ÌÁÉÄ ÉÎÔÏ ÐÌÁÃÅ ×ÉÔÈ Á ÌÏÔ 

of careful testing for optimal placement.  More critically, ballast is 

quickly and efficiently shed when the vehicle or object needs to 

quickly rise or move forward.     

Here is a *very* brief list of some university startup practices 

that could be either ballast or dead weight, depending on whom you 

ÁÓËȢ  )ÔȭÓ ÉÍÐÏÒÔÁÎÔ ÔÏ ÎÏÔÅ ÈÅÒÅ ÔÈÁÔ ÎÏÔ ÁÌÌ ÕÎÉÖÅÒÓÉÔÉÅÓ Æollow these 
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practices, and many have a policy of bowing out of these 

requirements if a startup receives a large chunk of funding.   

Practice 1:   Requiring that the university be given a chunk of equity 

ownership in a startup as part of the license deal 

Ballast (good weight):   Patents are expensive and if the 

ÓÔÁÒÔÕÐ ÃÁÎȭÔ ÐÁÙȟ ÔÈÅ ÕÎÉÖÅÒÓÉÔÙ ×ÉÌÌ ÆÒÏÎÔ ÔÈÅ ÃÏÓÔÓ ÉÎ ÅØÃÈÁÎÇÅ 

for partial ownership.   Some believe that if universities own 

equity, they will treat the startup better and be more invested in 

its success.  For big-name universities, if a university is a 

shareholder, that brings legitimacy and cachet to the startup. 

Dead weight (bad weight):    On average, U.S. universities 

require 10 ɀ 15% equity, despite the fact that startups need 

every scrap of equity they can get.  Further down the road, 

potential investors shy away from startups where a large chunk 

ÏÆ ÅÑÕÉÔÙ ɉÍÏÒÅ ÔÈÁÎ ρπϷɊ ÉÓ ÈÅÌÄ ÂÙ ÁÎ ÅÎÔÉÔÙ ×ÉÔÈ ÎÏ ȰÓËÉÎ ÉÎ 

ÔÈÅ ÇÁÍÅȱ ÓÕÃÈ ÁÓ Á ÄÅÐÁÒÔÅÄ ÆÏÕÎÄÅÒ ÏÒ Á ÕÎÉÖÅÒÓÉÔÙȢ  !ÌÓÏȟ ÔÈÅ 

more a university takes, the smaller the remaining pie for future 

employees.  Universities are not VCs and though many try to 

make money from spinning off startups, it could be considered a 

conflict of interest for a university to stake claim to large chunks 

of equity as a requirement of getting access to a university 

patent.   Oddly, university policies on conflict-of-interest for 

ÆÁÃÕÌÔÙ ÈÏÌÄÉÎÇ ÅÑÕÉÔÙ ÁÒÅ ÅÌÁÂÏÒÁÔÅȟ ÂÕÔ )ȭÖÅ ÎÅÖÅÒ ÓÅÅÎ Á 

conflict-of-interest policy for equity ownership for a 

university administrator.  

PracticÅ ςȡ  4ÈÅ ÕÎÉÖÅÒÓÉÔÙȭÓ ÃÈÕÎË ÏÆ ÅÑÕÉÔÙ ÅÎÊÏÙÓ ÁÎÔÉ-

dilution protection  
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Ballast (good weight):    Unscrupulous future investors can 

issue huge numbers of new shares in a company and shrink (or 

ÄÉÌÕÔÅɊ ÅÖÅÒÙÂÏÄÙ ÅÌÓÅȭÓ ÓÌÉÃÅ ÏÆ ÔÈÅ ÐÉÅȢ  )Æ ÓÕÃÈ ÕÎÓÃÒÕÐÕÌÏÕÓ 

behavior occurs, universities need to protect themselves from 

ending up with an unfairly small fraction of what they put 

into a startup.  

Dead weight (bad weight):    Anti-dilution protection and 

liquidation provisions are typically reserved for the big 

investors.  In addition, future investors can be put off if previous 

investors have the option to maintain the same proportion of 

startup shares as the value of the startup grows and everybody 

ÅÌÓÅȭÓ ÐÅÒÃÅÎÔÁÇÅ ÓÈÒÉÎËÓȢ  -ÁÎÙ ÂÅÌÉÅÖÅ ÔÈÁÔ ÔÈÅ ÕÎÉÖÅÒÓÉÔÙ 

should not be in the business of making money from federally-

funded research at all.  If a startup pays back its patent costs, 

ÓÈÏÕÌÄÎȭÔ ÉÔÓ ÏÂÌÉÇÁÔÉÏÎ ÂÅ ÆÕÌÆÉÌÌÅÄȩ  )Æ ÕÎÉÖÅÒÓÉÔÉÅÓ ÁÒÅ ÔÏ ÂÅ 

stewards, not profiteers, perhaps they should not enjoy special, 

VC-style anti-dilution or liquidation provisions.    

Practice 3ȡ   5ÎÉÖÅÒÓÉÔÙ ÏÆÆÉÃÉÁÌÓ ÔÁËÉÎÇ Á ÓÅÁÔ ÏÎ ÔÈÅ ÓÔÁÒÔÕÐȭÓ "ÏÁÒÄ 

of Directors 

Ballast (good weight):    The thinking behind this one is that 

if a university is entrusting a new company with precious 

university resources, then somebody from the university needs 

to keep an eye on things and have a say in startup activity. 

Dead weight (bad weight):    Unless the founder directly 

ÉÎÖÉÔÅÓ ÔÈÅ ÕÎÉÖÅÒÓÉÔÙ ÐÅÒÓÏÎȟ ÉÔȭÓ ÎÏÔ ÃÌÅÁÒ ×ÈÁÔ ÔÈÅÉÒ ÖÁÌÕÅ ÉÓȟ 

and in fact, having a university staff member take a Board seat 

seems a strong conflict of interest, particularly if that startup 
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gets preferable treatment and sweetheart deals.  Most Boards of 

Directors are between three and five carefully selected people.   

Board seats accompany big investments and Board members 

are carefully chosen by founders and investors to make sure 

ÅÖÅÒÙÏÎÅȭÓ ÖÉÓÉÏÎ ÉÓ ÒÅÐÒÅÓÅÎÔÅÄȢ   "ÏÁÒÄ ÍÅÍÂÅÒÓ ÁÒÅ Á ÃÒÉÔÉÃÁÌ 

source of industry expertise and networking.   Unless the 

university person gracefully exits the Board upon request, their 

presence may be a barrier to later putting together a high-

performing, expert Board. 

Practice 4:   )ÍÐÏÓÉÎÇ ÕÎÉÖÅÒÓÉÔÙ ȰÒÅÁÃÈ ÔÈÒÕȱ ÒÉÇÈÔÓ ÏÎÔÏ ÁÄÄÉÔÉÏÎÁÌ 

ÐÒÏÄÕÃÔÓ ÔÈÁÔ ÄÏ ÎÏÔ ÄÉÒÅÃÔÌÙ ÉÎÖÏÌÖÅ ÔÈÅ ÕÎÉÖÅÒÓÉÔÙȭÓ ÐÁÔÅÎÔ 

Ballast (good weight):    Some universities feel that if a patent 

for a research platform or a particular method results in 

profitable downstream products (even indirectly), a startup 

should also pay the university royalties on these resulting 

products. 

Dead weight (bad weight ):   Critics of reach thru clauses 

believe that universities cripple a young company by imposing 

far-reaching claims to future products.  Consider how nebulous 

this can get if a university tries to lay claim to products invented 

and made by the startup, but that have an indirect, technological 

relationship to a broad, university-owned patent.  Investors do 

not like to see royalty obligations attached to future products.  

2ÅÁÃÈ ÔÈÒÕ ÃÌÁÕÓÅÓ ÁÇÁÉÎ ÃÁÌÌ ÉÎÔÏ ÑÕÅÓÔÉÏÎ ÔÈÅ ÕÎÉÖÅÒÓÉÔÙȭÓ 

ultim ate motivation:  making money or getting federally-funded 

university inventions into play.  

The list goes on.  For example, universities require detailed 

progress reports on a regular basis. They impose steep sublicensing 
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fees and milestone schedules, and other mandates that limit the 

ÆÌÅÄÇÉÎÇ ÓÔÁÒÔÕÐȭÓ ÂÕÓÉÎÅÓÓ ÆÌÅØÉÂÉÌÉÔÙȢ  7ÈÉÌÅ ÔÈÅÓÅ ÒÅÑÕÉÒÅÍÅÎÔÓ 

were originally intended as protective ballast, at some point, they 

risk crossing the line into burdensome dead weight. 

Conclusion  

%ÖÅÒÙÂÏÄÙ ÔÈÁÔȭÓ ÇÏÔ Á ÓÔÁËÅ in spinning out companies from 

federally-funded university research is groping for the answer.  Like 

most of the issues around university innovation strategy, there are 

no good guys and no bad guys.  Some universities are experimenting 

with simpler measures, such as transparent express startup licenses, 

ÏÒ ÏÆÆÅÒÉÎÇ ÓÔÁÒÔÕÐÓ ÁÎ ÉÎÆÏÒÍÁÌ ȰÏÐÔÉÏÎȱ ÐÅÒÉÏÄȟ ÉÎ ×ÈÉÃÈ Á ÓÔÁÒÔÕÐ 

can test the commercial waters at no cost.  On at least one campus I 

know of, university inventors are actively organizing to push 

administrators to reconsider policies that had a purpose early on, 

but have evolved into unrecognizable thickets that entangle the 

honest and dishonest alike. 
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When university startups patent their R&D like big 

companies  

Startup patenting strategies have become as sophisticated as 

those of incumbent companies and startup patenting costs have 

reached new heights ɂ the average reported cost of a single patent 

was $38,000.  (See the Kauffman-funded ȰBerkeley Patent Survey of 

2008,ȱ by Stuart Graham, Tech Sichelman, Robert Merges, and Pam 

Samuelson).  The Survey data on startup patent strategies offers 

insight into our current university model of startup formation.  

US universities spin off hundreds of new startups each year and 

spend millions of dollars to help their startups get patents.  By way 

of background:  a university startup takes shape when an 

entrepreneur with a passion for the university-owned technology  ɀ 

typically the faculty member or student who invented the technology 

ɂ licenses it from the university.   

New university-based startups, like most startups, want patents 

ÂÕÔ ÄÏÎȭÔ ÈÁÖÅ ÔÈÅ ÍÏÎÅÙ ÔÏ ÐÁÙ ÏÕÔÓÉÄÅ ÁÔÔÏÒÎÅÙÓȢ   4Ï ÈÅÌÐ ÔÈÅÉÒ 

fledgling startups develop into mature technology companies, 

universities pay their patent costs with the contractual 

understanding that they startup will later pay them back.  Payback 

can take the form of an IOU for cash plus interest, or at some 

universities, the startup agrees to give the university a chunk of 

equity in the company.   

Berkeley Patent Survey data indicates, that rightly or wrongly, 

startup patent strategies run the gamut from protecting core IP to 

ÌÏÃËÉÎÇ ÕÐ ÉÄÅÁÓ ÔÈÅÙ ÄÏÎȭÔ ÐÌÁÎ ÔÏ ÕÓÅȟ ÂÕÔ ÄÏÎȭÔ ×ÁÎÔ ÏÔÈÅÒÓ ÔÏ ÇÅÔ 

their hands on.   Universities are not VCs;  as the IP strategies of 

startup companies become increasingly expensive and sophisticated, 

universities face new challenges.   One, from a purely fiscal 
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perspective, speculative patent payment is risky and expensive.  

4×Ïȟ ÉÔȭÓ ÖÅÒÙ ÄÉÆÆÉÃÕÌÔ ÔÏ ÆÉÇÕÒÅ ÏÕÔ ×ÈÉÃÈ ÓÔÁÒÔÕÐ ÉÓ ÇÏÉÎÇ ÔÏ ÅÁÒÎ 

enough money to later pay back its patent costs.  And three,  unlike 

6# ÉÎÖÅÓÔÏÒÓȟ  ÉÔȭÓ ÎÏÔ ÃÌÅÁÒ ×ÈÅÔÈÅÒ ÕÎÉÖÅÒÓÉÔÉÅÓ ÓÈÏÕÌÄ ÐÁÙ ÆÏÒ 

startup patents that some would consider unethical, e.g. paying to 

file broad patent claims on ideas that the startup will likely never 

develop into a product. 

Startups are as sophisticated as larger firms in their 

patenting strategies  

Survey data indicates that the most important reason for getting 

a patent, even for software startups, is to prevent others from 

copying their idea ɀ prett y much the classic old-school purpose of 

getting a patent (this held true across all industries ɂ biotech, 

ÍÅÄÉÃÁÌ ÄÅÖÉÃÅÓȟ ÓÏÆÔ×ÁÒÅ ÁÎÄ ÈÁÒÄ×ÁÒÅɊȢ   7ÈÁÔ ÍÁÎÙ ÐÅÏÐÌÅ ÄÏÎȭÔ 

realize, however, is that startups get patents for a whole host of 

other reasons.   Startups get patents to improve their negotiating 

power, as a marketing tool, as red herrings to lure competitors off 

ÔÈÅ ÓÃÅÎÔ ÏÆ ÔÈÅÉÒ ÐÒÏÄÕÃÔ ÓÔÒÁÔÅÇÙȟ ÁÎÄ ÔÏ ÏÂÔÁÉÎ ȰÓÑÕÁÔÔÅÒÓ ÒÉÇÈÔÓȱ 

on ideas they may never use in a product.   

This has a few implications for university startup strategies.   

&ÉÒÓÔȟ ×ÈÁÔ ÃÏÎÓÔÉÔÕÔÅÓ ȰÁÐÐÒÏÐÒÉÁÔÅȱ ÁÎÄ ȰÉÎÁÐÐÒÏÐÒÉÁÔÅȱ ÐÁÔÅÎÔÉÎÇ 

is no longer as simple as it once was.  In other words, even 

innovation-ÏÒÉÅÎÔÅÄ ȰÇÏÏÄ ÇÕÙÓȱ ÓÕÃÈ ÁÓ ÔÅÃÈÎÏÌÏÇÙ ÓÔÁÒÔÕÐÓ ÅØÅÃÕÔÅ 

patent strategies that go beyond just protecting their core product 

ideas.   Second, if university startups are going to compete with their 

rivals that use patents to lock down market turf or to bully 

competitors, universities need to get comfortable with the idea that 

startups in their care will need strategies that go beyond just getting 

a patent to block rivals from copying a product idea or method. 
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Startup patent costs are high  

!ÖÁÉÌÁÂÌÅ ÆÕÎÄÉÎÇ ÉÓ ËÅÙ ÔÏ Á ÓÔÁÒÔÕÐȭÓ ÐÁÔÅÎÔÉÎÇ ÓÔÒÁÔÅÇÙȢ   

Startups reported that the primÁÒÙ ÒÅÁÓÏÎ ÔÈÅÙ ÄÏÎȭÔ ÇÅÔ ÐÁÔÅÎÔÓȟ 

across all industries, was the prohibitive cost of getting them and the 

cost of enforcing them.  Perhaps not surprisingly given the 

shoestring nature of most startup budgets, a whopping 76% of the 

startups surveyed said they held no patents.  

Many on-campus entrepreneurs feel that coverage of patent 

costs is the most valuable service universities offer their early-stage, 

cash-strapped startups.  Typical on-campus offerings intended to 

help startups bridge the so-ÃÁÌÌÅÄ Ȱ6ÁÌÌÅÙ ÏÆ $ÅÁÔÈȱ ÓÕÃÈ ÁÓ 6# 

showcases and entrepreneurship workshops simply are not as useful 

as cold, hard cash to cover patent costs.  VC-backed startups are 

significantly more likely to build a patent portfolio.  The Berkeley 

3ÕÒÖÅÙ ÄÉÄÎȭÔ ÃÁÌÌ ÏÕÔ ÕÎÉÖÅÒsity startups as a unique category, but I 

wonder whether university-backed startups are also more likely to 

file for patents than those who receive no external funding.   

Who gets the new shoes? 

The Survey confirms what most of us already feel to be true:  

biotech and medical device startups perceive patents to be critical 

strategic tools to block others from copying their products.  In 

contrast, although software startups filed for patents primarily to 

protect their idea, software startups ranked patents as their least 

important strategy for attaining competitive advantage.  For 

software startups,  first-mover advantage is the most important, 

followed by having interoperable or proprietary products, then trade 

secrets.   Software startups value copyrights and trademarks more 

than patents, but less than time to market, product innovation and 

secrecy. 
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)ÔȭÓ Á ÔÏÕÇÈ ÄÅÃÉÓÉÏÎ ÆÏÒ Á ÕÎÉÖÅÒÓÉÔÙ ÌÉÃÅÎÓÉÎÇ ÐÅÒÓÏÎ ÔÏ ÄÅÃÉÄÅ 

which startups need patent funding most. All startups, if they can 

afford them and to different degrees, value patents.  Particularly as a 

vehicle to signal value and intent to the marketplace and to potential 

investors.  While VCs investing in biotech and medical device 

startups value patents more, VCs backing software and hardware 

startups value patents as well.  Biotech startups said that 97% of the 

VC firms that invested in them said that their patent portfolios were 

important in their decision; 59% of VC-backed software and Internet 

startups reported the same.  

Better screening methods are neede d, but what?  

6ÅÎÔÕÒÅ ÆÉÒÍÓ ÍÁÎÁÇÅ ÌÁÒÇÅ ÐÏÒÔÆÏÌÉÏÓ ÏÆ ÓÔÁÒÔÕÐÓ ÂÅÃÁÕÓÅ ÉÔȭÓ 

darn hard to figure out which ones are going to make money.  As my 

ÆÒÉÅÎÄ $ÁÖÉÄ !ÎÔÈÏÎÙ ÌÉËÅÓ ÔÏ ÓÁÙȟ Ȱ)Æ ×Å 6#Ó ËÎÅ× ÅØÁÃÔÌÙ ×ÈÁÔ ×Å 

×ÅÒÅ ÄÏÉÎÇȟ ×Å ×ÏÕÌÄÎȭÔ ÈÁÖÅ τπ ÓÔÁÒÔÕÐÓ ÉÎ ÏÕÒ ÐÏÒÔÆÏÌÉÏȢ  7ÅȭÄ 

ÈÁÖÅ ÏÎÅ ÏÒ Ô×ÏȢȱ  

Clearly, there needs to be some sort of orderly process in place 

for someone to walk out of the door with a startup license and some 

ÏÆ ÔÈÅ ÕÎÉÖÅÒÓÉÔÙȭÓ ÍÏÎÅÙȢ  "ÁÓÅÄ ÏÎ ÍÙ Ï×Î ÅØÐÅÒÉÅÎÃÅ ÁÎÄ 

confirmed by research conducted by the RPX Group, many 

universities require would-be entrepreneurs to write a business plan 

in exchange for receiving a startup license which must address the 

following:   the timeline for receiving funding, names of the desired 

management team and timeline to get them into place, and planned 

activities to develop the technology, including specific market 

opportunities and resources available to implement the 

commercialization of the technology. 

While the required business plan provides a necessary paper 

trail  and operational procedure, even the best-written business plan 
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is not going to successfully guide a university licensing person to the 

right startup that will eventually pay the university back.  No person 

or no plan can predict which startups will earn money, hence are 

worth investing in.  Perhaps the real value of the required business 

plan is to indicate how serious a faculty member or student is about 

the startup.  Another unstated benefit of the business plan is that, 

like a written essay exam, it demonstrates which would-be 

entrepreneurs are capable of thinking clearly enough to successfully 

navigate the treacherous waters ahead of them.  

! ÈÁÎÄÆÕÌ ÏÆ ÕÎÉÖÅÒÓÉÔÉÅÓ ÁÒÅ ÅØÐÅÒÉÍÅÎÔÉÎÇ ×ÉÔÈ ȰÅØÐÒÅÓÓ 

ÌÉÃÅÎÓÅÓȱ ÔÏ ÍÁËÅ ÔÈÅ ÓÔÁÒÔÕÐ ÆÏÒÍÁÔÉÏÎ ÐÒÏÃÅÓÓ as quick and 

painless as possible.  However, even a transparent and upfront 

ÓÔÁÎÄÁÒÄ ÓÅÔ ÏÆ ÌÉÃÅÎÓÉÎÇ ÔÅÒÍÓ ÁÎÄ Á ÃÌÅÁÒ ȰÎÏ ÓÕÒÐÒÉÓÅÓȱ ÁÐÐÒÏÁÃÈ 

to a payback schedule, license fees, equity taken, and product royalty 

rates are based on the idea that the startup will eventually become 

profitable.  A public and straightforward license does not solve the 

very difficult problem of how to get patent costs reimbursed by a 

cash-poor or failed startup. 

3ÈÏÕÌÄ ÕÎÉÖÅÒÓÉÔÉÅÓ ÐÁÙ ÆÏÒ ȰÉÎÁÐÐÒÏÐÒÉÁÔÅȱ ÐÁÔÅÎÔÓȩ 

Universities are not VC firms yet their startups must play in the 

ÒÏÕÇÈ ÁÎÄ ÔÕÍÂÌÅ ÒÅÁÌ ×ÏÒÌÄ ×ÈÅÒÅ Á ÓÔÁÒÔÕÐÓȭ ÐÁÔÅÎÔ ÐÏÒÔÆÏÌÉÏ ÐÌÁÙÓ 

a critical role in its business strategy.    In theory, at least, the reason 

universities are permitted to own patents on federally funded 

ÒÅÓÅÁÒÃÈ ÉÓ ÔÏ ÓÅÒÖÅ ÔÈÅ ÇÒÅÁÔÅÒ ÇÏÏÄȢ  !Ô ×ÈÁÔ ÐÏÉÎÔ ÄÏÅÓ Á ÓÔÁÒÔÕÐȭÓ 

patent strategy veer away from protection (appropriate) and into 

the realm of hindering the potential of other technology-based 

startups? 

Appropriate use of patents, most would agree, is a 

straightforward cordoning off of a novel, useful and non-obvious 
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idea that a company plans to build into a marketable product.  

Inappropriate patenting, in contrast, would be for a company to 

obtain patents, sit on them and ambush unsuspecting companies for 

violating its un-used patents (e.g. patent trolls).    This gets tricky 

when universities venture into paying for what some would consider 

inappropriate patents, such as a patent that makes very broad claims 

over an area of basic research.  

Conclusion  

True, a number of issues are raised by the current practice of 

universities speculatively paying the patent fees of their licensed 

startups.   However, with all the criticism of university strategies for 

startup innovation and entrepreneurship, universities do not get 

enough credit for the simple fact that they put their money where 

their mouth is.  As players in our innovation ecosystem, universities 

remain willing to gamble on cash-strapped startups.  At the end of 

the day, who else is offering to pick up the tab to pay patent fees for 

startups who will likely never earn a dime?    

Universities are one of the few organizations out there who 

have deep pockets but are not profit driven, are not held to a firm 

bottom line, nor made accountable for return on investment (how 

ÍÁÎÙ ȰÆÏÒÍÅÒ 6#Óȱ ÄÏ ÙÏÕ ÂÕÍÐ ÉÎÔÏ ÔÈÅÓÅ ÄÁÙÓ ÁÔ ÃÏÎÆÅÒÅÎÃÅÓȩɊȢ  

Warts and all, as startups must compete with other startups in a big 

patent arms race, universities continue to foot the bill to pay patent 

costs for startups that will likely never be able to pay them back. 

5ÎÉÖÅÒÓÉÔÙ ÐÁÔÅÎÔÓ ÁÎÄ ÏÕÒ ÎÁÔÉÏÎȭÓ ÆÏÒÇÏÔÔÅÎ 

entrepreneurs  

One of the lessor-known original intentions of the Bayh-Dole Act 

of 1980 was to make federally-funded U.S. university research more 
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readily available to small businesses.   It worked.  Today, three 

decades later, universities do a brisk business licensing patents to 

small, technology-based businesses.   Each year, roughly half of the 

patent licenses that universities sign are to small technology-based 

firms managed by regional entrepreneurs.  These small firms employ 

fewer than 500 employees, offer their regions high quality 

technology jobs, and transform early-stage university research into 

innovative products or services.  

 

University patent licenses to small businesses, startups and large 

companies.  Data source Association of University Technology 

Managers (AUTM).   

7ÈÁÔ ÍÁÎÙ ÐÅÏÐÌÅ ÄÏÎȭÔ ÒÅÁÌÉÚÅ ÉÓ ÔÈÁÔ ÔÈÅÓÅ ÓÍÁÌÌ ÂÕÓÉÎÅÓÓÅÓ 

ÁÒÅ ÎÏÔ ÔÈÅ 'ÏÏÇÌÅÓ ÏÒ ÔÈÅ ȰÇÅÔ ÒÉÃÈ ÑÕÉÃËȱ ×ÈÉÚ ËÉÄ ÓÔÁÒÔÕÐ ÔÈÁÔ 

comes up with a radically new product, successfully navigates the 

shark-infested waters of venture capital, and then goes public in a 

blaze of fiscal glory a few years after signing its first patent license.   

No, most of the small businesses that come looking for university 

patents have been around for a few years, live nearby, will never end 

up on the NASDAQ or hone their elevator pitch at cocktail parties.   

4ÈÅÓÅ ÓÍÁÌÌ ÂÕÓÉÎÅÓÓÅÓ ÄÏÎȭÔ ÈÁÖÅ ÅÑÕÉÔÙ ÔÏ ÇÉÖÅ ÔÏ ÔÈÅ ÕÎÉÖÅÒÓÉÔÙ 
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ÓÉÎÃÅ ÔÈÅÒÅȭÓ ÎÏ ȰÅØÉÔ ÓÔÒÁÔÅÇÙȢȱ   4ÈÅÓÅ Ómall business entrepreneurs 

ÄÏÎȭÔ ÄÒÅÁÍ ÏÆ ÂÉÇ ÒÉÃÈÅÓȢ  4ÈÅÙ ÄÒÅÁÍ ÏÆ ÂÅÉÎÇ ÔÈÅÉÒ Ï×Î ÂÏÓÓȟ 

making payroll, feeding their families, and spending their days doing 

something that matters. 

In the rush to build a certain type of high-growth startup, it 

seems that our public dialog on entrepreneurship has forgotten the 

small business entrepreneurs who transform early-stage university 

inventions into commercial products, jobs and a revenue stream that 

grows moderately each year.  It seems that every few months, 

universities, the government, and the private sector launch yet 

another program aimed at high tech startups.  These programs offer 

advice, business plan competitions, seed funding, or incubator space 

to fledgling high tech startups with high growth potential 

ɉÓÏÍÅÔÉÍÅÓ ÃÁÌÌÅÄ ȰÇÁÚÅÌÌÅ ÓÔÁÒÔÕÐÓȱɊȢ   (ÉÇÈÌÙ ÐÕÂÌÉÃÉÚÅÄ ÁÎÄ ×ÅÌÌ-

resourced programs such as the StartupAmerica Partnership and 

500 Startups are a great start, and should be applauded.  But where 

are the programs, the investigations into business barriers, the 

ÆÕÎÄÉÎÇȟ ÁÎÄ ÁÓÓÉÓÔÁÎÃÅ ÔÏ ÁÉÄ ÔÈÅÓÅ ȰÏÔÈÅÒȱ ÓÍÁÌÌ ÅÎÔÒÅÐÒÅÎÅÕÒÓ ×ÈÏ 

rely on university patents, and whose goals involve modest and 

sustained growth?   

*ÕÓÔ ÔÏ ÐÌÁÙ ÄÅÖÉÌȭÓ ÁÄÖÏÃÁÔÅ ÆÏÒ Á ÓÅÃÏÎÄȡ  ×ÈÙ ÄÏÅÓ ÉÔ ÍÁÔÔÅÒ ÉÆ 

the entrepreneurship programs created by the powers-that-be 

overlook moderate-growth technology-based small businesses?  

After all, these forgotten entrepreneurs seem to be doing ok despite 

the paucity of bootcamps, networking events, business plan 

competitions, mentoring and other such standard fare that are 

regularly offered to their high-growth brethren.   Given the large 

numbers of patent licenses, universities seem to be doing a good job 

getting inventions out to these low-profile firms.  Does it matter that 

we know very little about the downstream impact of standard 
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ÕÎÉÖÅÒÓÉÔÙ ÌÉÃÅÎÓÉÎÇ ÔÅÒÍÓ ÏÎ Á ÓÍÁÌÌ ÂÕÓÉÎÅÓÓȭÓ ÁÂÉÌÉÔÙ ÔÏ ÍÏÖÅ 

forward?   Why bother to delve into the details of how universities 

structure their patent deals, or how much a university patent will 

cost a small, technology-based business?  

Because maybe these small moderate-growth tech businesses 

would benefit from entrepreneurship programs custom-tailored for 

them.  Maybe more small businesses would benefit from access to 

university inventions than are currently being served.  Maybe 

universities need to evolve and update how they license patents to 

these small firms.  Maybe universities can continue to build onto 

their success with small businesses and explore other sorts of 

innovation partnerships.  

(ÅÒÅȭÓ ×ÈÙ ÉÔ ÍÁtters  

1.  Small technology-based businesses outperform larger companies 

in generating innovative products and services 

Small technology-based businesses are very productive when 

they license university-owned patents that originated in federally 

funded university research.  On average, small technology-based 

businesses (including those that do not license university-owned 

patents) outperform large companies in generating innovative 

technologies.  For example, businesses with fewer than 25 

employees on average generate more patents per employee than do 

larger firms; the patents small businesses create tend to be of higher 

technological value and originality (see the Small Business 

Administration report by Breitzman and Hicks).  Clearly, small 

technology-based businesses make productive use of innovative 

technologies.   

2.  Small technology-based businesses are more likely to work in 

high-growth, cutting-edge technology fields ɀ the same fields that 
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federal research funding sponsors in university research labs.  The 

same fields that the government wants to foster growth in. 

In general, small technology-based businesses are more likely 

than large firms to specialize in high tech, high growth industries, 

such as biotechnology, pharmaceuticals, information technology, and 

semiconductors.   These high tech industries form the foundation of 

ÏÕÒ ÎÁÔÉÏÎȭÓ ÈÉÇÈ ÔÅÃÈ ÅÃÏÎÏÍÙȢ  )Î ÁÄÄÉÔÉÏÎȟ ÓÍÁÌÌ ÆÉÒÍÓ ÔÅÎÄ ÔÏ 

ÃÌÕÓÔÅÒ ÉÎ ÔÈÅ ÓÁÍÅ ÉÎÎÏÖÁÔÉÖÅ ÉÎÄÕÓÔÒÉÅÓ ÔÈÁÔ ÒÅÃÅÉÖÅ ÔÈÅ ÌÉÏÎȭÓ ÓÈÁÒÅ 

of federal funding  that fuels the research in university labs.  

Technology-based small businesses gravitate towards the same 

ÒÅÓÅÁÒÃÈ ÁÒÅÁÓ ÔÈÁÔ ÅÎÄ ÕÐ ÇÏÉÎÇ ÉÎÔÏ ÔÈÅ ÕÎÉÖÅÒÓÉÔÙȭÓ ÐÁÔÅÎÔ 

portfolio.    

3.   Universities may be missing some of the small business market 

that pays to acquire externally-produced intellectual property.   

According to data from the Kauffman Firm Survey, technology-

based small businesses spend on average, $110,000 a year on 

acquiring intangible property.   On average, universities license 

patents to fewer than 3,000 small businesses each year ɀ a fraction 

of the technology-based small businesses in existence that could be 

potential candidates to license a university-owned patent.  

4.  Venture capital and the high-growth startup game favors white 

males.  Woman-owned startups are second-class citizens when it 

comes to attracting venture funding.   

When we overlook the needs and contributions of the small 

ÒÅÇÉÏÎÁÌ ÆÉÒÍÓ ÔÈÁÔ ÁÒÅÎȭÔ ÁÉÍÉÎÇ ÆÏÒ ÂÉÇ ÍÏÎÅÙȟ ×Å ÁÌÓÏ ÏÖÅÒÌÏÏË ÔÈÅ 

value and activity of woman entrepreneurs.  Our nationȭÓ ÃÕÒÒÅÎÔ 

programmatic focus on a very specific type of tech startup privileges 

activities associated with high tech startups, namely attracting 

venture capital.  Today, an estimated 5% of VC investments are in 
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woman-Ï×ÎÅÄ ÓÔÁÒÔÕÐÓ ɉÓÅÅ ÔÈÅ ÒÅÐÏÒÔ Ȱ!Î )ÎÖestigation of Women-

ÌÅÄ ÆÉÒÍÓ ÁÎÄ 6ÅÎÔÕÒÅ #ÁÐÉÔÁÌ )ÎÖÅÓÔÍÅÎÔȱ ÂÙ "ÒÕÓÈȟ #ÁÒÔÅÒȟ 

Gatewood, Greene and Hart).   While VC investments in woman-

owned firms have risen a few percentage points in the past decade, 

progress is slow.  

)ÔȭÓ ÔÒÕÅ ÔÈÁÔ ÖÅÎÔÕÒÅ ÆÕÎÄÉÎÇ tends to concentrate in industries 

such as computer software and hardware, and medical and biotech 

industries where there are fewer woman-owned businesses 

(according to the Small Business Association, 51% of female-owned 

businesses are in the service sector and 18% in retail).  However, 

even correcting for the predominance of male-owned startups in 

industries preferred by investors, in an analysis that spanned 1957 

to 1998, the report points out that women-led software startups 

received only 2.4% of total money invested while men-led software 

ÓÔÁÒÔÕÐÓ ÒÅÃÅÉÖÅÄ σφϷȢ  3ÅÅÍÓ ÐÒÅÔÔÙ ÕÎÂÁÌÁÎÃÅÄȟ ÂÕÔ ÍÁÙÂÅ )ȭÍ 

missing something.  Data on VC investments by gender is scarce, and 

the data given here is several years old (btw, if anyone has more up-

to-date data on VC ÉÎÖÅÓÔÍÅÎÔÓ ÂÙ ÇÅÎÄÅÒ ÁÎÄ ÅÔÈÎÉÃÉÔÙȟ )ȭÄ ÌÏÖÅ ÔÏ 

ÈÅÁÒ ÁÂÏÕÔȠ ) ÃÏÕÌÄÎȭÔ ÕÎÅÁÒÔÈ ÁÎÙÔÈÉÎÇ ÎÅ×ÅÒ ÔÈÁÎ ÔÈÉÓɊȢ 

,ÅÔȭÓ ÇÅÔ ÔÈÉÓ ÃÏÎÖÅÒÓÁÔÉÏÎ ÓÔÁÒÔÅÄ 

We need to start a new national conversation about small, 

moderate-growth technology-based businesses.  Right now, 

universities and policymakers are largely focused on developing 

high growth tech startups.  However, our nation cannot afford to 

underserve thousands of highly productive and innovative 

moderate-growth small businesses whose economic contributions 

include significant numbers of jobs and new products and services.  

Nor can we adopt a too stringent focus on high growth startups if the 

risk is that women and minority-owned businesses are pushed 
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offstage, despite the growing presence of female and minority 

business owners who are successful technology entrepreneurs. 

We can start by learning more about patent licensing 

arrangements between universities and small, tech-based firms. 

&ÉÒÓÔȟ ÌÅÔȭÓ ÓÔÁÒÔ ÂÙ ÐÒÁÉÓÉÎÇ ÔÈÅ ÕÎÉÖÅÒÓÉÔÙ ÓÔÁÆÆ ÔÈÁÔ ÈÁÖÅ 

completed thousands of patent licenses to small, low-profile 

ÂÕÓÉÎÅÓÓÅÓȢ  7ÉÔÈ ÔÈÁÔ ÓÁÉÄȟ ÉÔȭÓ ÐÏÓÓÉÂÌÅ ÔÈÁÔ ÏÕÒ ÃÕÒÒÅÎÔ ÕÎÉÖÅÒÓÉÔÙ 

patent licensing method could be improved and updated to reflect 

ÃÈÁÎÇÉÎÇ ÔÉÍÅÓȢ  &ÏÒ ÅØÁÍÐÌÅȟ ÉÔȭÓ ÎÏÔ ×ÅÌÌ ÕÎÄÅÒÓÔÏÏÄ ×ÈÅÔÈÅÒ 

standard license fees and terms mandated by most universities have 

ÁÎ ÉÍÐÁÃÔ ÏÎ Á ÓÍÁÌÌ ÂÕÓÉÎÅÓÓȭÓ ÁÂÉÌÉÔÙ ÔÏ ÆÏÒÍ ÐÒÏÄÕÃÔ ÄÅÖÅÌÏÐÍÅÎÔ 

partnerships, adapt quickly to changing business conditions, and to 

ÏÐÅÒÁÔÅ ÅÆÆÉÃÉÅÎÔÌÙ ÉÎ ÔÏÄÁÙȭÓ ÏÐÅÎ ÉÎÎÏÖÁÔÉÏÎ ÅÃÏÓÙÓÔÅÍȢ  Frequently 

a university patent license will have a reach-thru rights clause that 

gives the university the right to collect royalties on any downstream 

products a small business may develop using the university patent.  

Another typical term whose impact is poorly understood is that of 

sub-licensing royalties that are several times higher than the 

percentage of royalties.   

3ÅÃÏÎÄȟ ÌÅÔȭÓ ÇÉÖÅ ÔÈÅÓÅ ÓÍÁÌÌ ÂÕÓÉÎÅÓÓÅÓ Á ÖÏÉÃÅȢ   7ÈÉÌÅ 

anecdotal evidence exists that small businesses are impacted by 

university licensing terms, fees and reporting requirements, exactly 

how are they impacted?  Patent licenses aside, there are significant 

numbers of small, regional businesses that tap into university 

expertise via informal channels such as knowledge spillovers or 

grant programs such as STTR.  In addition, there are thousands more 

technology-based firms outside the university ecosystem that are 

comfortable licensing externally-intended technologies, yet never 

approach a university as a potential innovation resource.  Why not? 
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Finally, what do small business owners want?  University 

patents appear to be intimately intertwined with the innovation 

strategies of small, regionally-based tech firms.   These firms have 

demonstrated high levels of productivity and capacity for innovation.   

However, over the years, few universities have systematically 

collected and shared direct feedback from these forgotten 

entrepreneurs about their unique challenges, product development 

methods, preferred intellectual property strategies and budgets.   

/ÕÒ ÎÁÔÉÏÎȭÓ ÃÏÎÖÅÒÓÁÔÉÏÎ ÁÂÏÕÔ ÅÎÔÒÅÐÒÅÎÅÕÒÓÈÉÐ ÎÅÅÄÓ ÔÏ ÉÎÃÌÕÄÅ 

more voices of people who own and manage moderate-growth small 

technology businesses. 
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Chapter 5 
 
Measuring and comparing 

university performance  
 

 

 

Measuring performance with the tech trans fer health 

index  

The technology transfer health index is a simple but powerful 

technique to quantify the impact and productivity of the entire long 

ÔÁÉÌ ÃÕÒÖÅ ÏÆ ÔÅÃÈÎÏÌÏÇÉÅÓ ÉÎ Á ÕÎÉÖÅÒÓÉÔÙȭÓ )0 ÐÏÒÔÆÏÌÉÏȢ  (ÅÒÅȭÓ ×ÈÙ 

we should adopt it.  When I worked in a university technology 

transfer office, we spent a lot of time pulling together performance 

metrics.  We had 14 different reports, each with its own subtle 

nuances and unique methodologies.  Needless to say, despite our 

ÂÅÓÔ ÅÆÆÏÒÔÓȟ ÏÕÒ ÍÅÔÒÉÃÓ ÄÉÄÎȭÔ Òeconcile well over time and 

unintentionally gave the impression that our tech transfer office was 

somewhat, uh, creative in our accounting.  The problem, however, 

×ÁÓÎȭÔ ÊÕÓÔ ÁÃÃÕÒÁÃÙȢ  

/ÕÒ ÍÅÔÒÉÃÓ ÍÉÓÓÅÄ ÔÈÅ ÍÁÒË ÂÅÃÁÕÓÅ ÔÈÅÙ ÄÉÄÎȭÔ ÒÅÆÌÅÃÔ ÔÈÅ 

whole story:  we counted mostly technology activity in the head of 

the long tail curve of distribution ɀ the high-earning technologies, 

new startups, and issued patents.  However, most staff time was 

ÓÐÅÎÔ ÍÁÎÁÇÉÎÇ ȰÔÁÉÌȱ ÔÅÃÈÎÏÌÏÇÉÅÓ ɀ  filing provisional patents, 

ÍÁÒËÅÔÉÎÇ ÔÅÃÈÎÏÌÏÇÉÅÓȟ ËÅÅÐÉÎÇ ÏÎ ÔÏÐ ÏÆ ÌÉÃÅÎÓÅÅÓ ×ÈÏ ×ÅÒÅÎȭÔ 
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paying their bills, putting on events, and processing all types of 

agreement-related paperwork.  

Another limitation of our approach was that we counted all 

commercial licenses the same way, regardless of their associated 

impact or revenue (of course revenue is not a perfect proxy for 

impact, but lumping together anything with a signature on it created 

a meaningless and distorted depiction of our performance).  Finally, 

we tallied metrics in our own, idiosyncratic way that was hard to 

explain to outsiders, so even our AUTM metrics could not be easily 

compared to those from a different tech transfer office.    

Enter the tech transfer health index.  I got the idea to create a 

tech transfer health index in a conversation with a faculty friend.  I 

×ÁÓ ÄÅÓÃÒÉÂÉÎÇ ÔÈÅ ÕÎÉÖÅÒÓÉÔÙ ÃÏÍÍÅÒÃÉÁÌÉÚÁÔÉÏÎ 2&) ÒÅÓÐÏÎÓÅÓ )ȭÖÅ 

been reading.  A common theme amongst responding universities is 

their quest for for performance measures that would  

1) focus on more than ÊÕÓÔ ÒÅÖÅÎÕÅ ÆÒÏÍ ȱÂÉÇ ÈÉÔÓȱ  

2) better convey the activity of their entire set of active licenses 

from the high earners all the way down the tail, and  

3) indicate the large amounts of invisible and unheralded staff 

ÔÉÍÅ ÁÎÄ ÌÁÂÏÒ ÔÈÁÔȭÓ ÁÎ ÅÓÓÅÎÔÉÁÌ ÐÁÒÔ to marketing and 

managing an IP portfolio.   

In addition, though not mentioned by university respondents, 

based on my experience, effective metrics should be hard for tech 

transfer offices to interpret in unique ways, or unintentionally 

ȰÇÁÍÅȠȱ  ×ÁÔÅÒÔÉÇÈt metrics would increase stakeholder confidence 

ÉÎ ÔÈÅ 44/ȭÓ ÔÒÁÎÓÐÁÒÅÎÃÙȢ    

Turns out that faculty have found a solution.  Most universities 

now use a performance evaluation technique called the H-Index to 

measure the impact and productivity of their facÕÌÔÙȭÓ ÓÃÈÏÌÁÒÌÙ 

work.  The H-index is most commonly used in the context of counting 
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ÔÈÅ ÎÕÍÂÅÒ ÏÆ ÔÉÍÅÓ Á ÐÁÒÔÉÃÕÌÁÒ ÒÅÓÅÁÒÃÈÅÒȭÓ ÐÁÐÅÒÓ ÈÁÖÅ ÂÅÅÎ ÃÉÔÅÄ 

by their peers.   

Before the H-index, tenure committees simply tallied up the 

total number of citations but did not consider their value and 

distribution.  The H-index was created in response to flaws inherent 

in the traditional citation -counting method.   Tenure committees 

ÄÉÓÃÏÖÅÒÅÄ ÔÈÁÔ ɉÌÉËÅ Á ÈÏÍÅ ÒÕÎ ȰÇÒÅÁÔÅÓÔ ÈÉÔȱ ÔÅÃÈÎÏÌÏÇÙɊȟ Á 

researcher could claim a large number of citations, but not reveal 

ÔÈÅÙ ÁÌÌ ÃÁÍÅ ÆÒÏÍ Á ÓÉÎÇÌÅ ÐÁÐÅÒȟ Á ȰÏÎÅ ÈÉÔ ×ÏÎÄÅÒȢȱ  !ÌÓÏȟ ɉËÉÎÄ ÏÆ 

like counting large numbers of provisional patents or low-value 

license paperwork) a scholar with a lot of citations could be basing 

her count off of several papers that were cited only once or twice, a 

sign that while she wrote a lot of papers, none of them had a 

significant impact on other researchers.    

The H-index can be applied to assess the health index of 

university IP portfolios.  Calculating the tech transfer health index is 

ÅÁÓÙȢ  )ȭÌÌ ÂÅÔ ÙÏÕ ÁÌÒÅÁÄÙ ÈÁÖÅ ÄÁÔÁ ÏÎ ÈÏ× ÍÕÃÈ ÒÅÖÅÎÕÅ ÅÁÃÈ 

patent has earned over its lifetime.  Use that data for your first health 

index analysis to evaluate how diverse and well balanced your 

licensing efforts are. 

ρȢ  $ÉÇ ÕÐ ÔÈÅ ÓÐÒÅÁÄÓÈÅÅÔ ÔÈÁÔȭÓ ÆÌÏÁÔÉÎÇ ÁÒÏÕÎÄ ÙÏÕÒ ÔÅÃÈ 

transfer office that lists the revenue earned by each patent 

ɉÐÁÔÅÎÔÓ ÁÒÅ Á ÃÌÅÁÎÅÒ ÄÁÔÁ ÐÏÉÎÔ ÔÈÁÎ ÔÅÃÈÎÏÌÏÇÉÅÓ ÓÉÎÃÅ ÔÈÅÙȭÒÅ 

a finite IP unit). 

2.  Rank the patents by the revenue theÙȭÖÅ ÇÅÎÅÒÁÔÅÄ ÏÖÅÒ ÔÈÅÉÒ 

lifetime from largest to smallest.  

3.  Make a chart with the horizontal axis for patents and the 

vertical axis for revenue.  Plot the patents by their revenue in 

units of $1,000.   You should quickly see a long tail curve 

emerge. 
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τȢ  7ÈÅÎ ÙÏÕȭÒÅ ÄÏÎÅ ÐÌÏÔÔÉÎÇȟ ÅØÔÅÎÄ Á ÄÉÁÇÏÎÁÌ ÌÉÎÅ ÏÕÔ ÆÒÏÍ 

the origin (where the x and y axes meet) through points (1, 

$1000), (2, $2000) .. (10, $10000), etc.  ɂ kind of like the 

straight grey line in the picture above.   

5.  Where your diagonal line intersects the nearest part of the 

curve, draw a line down to the x axis:  the distance from (0,0) to 

where the vertical line hits the x axis is your tech transfer health 

index.   

&ÏÒ ÅØÁÍÐÌÅȟ ÉÎ ÔÈÅ ÄÉÁÇÒÁÍ ÁÂÏÖÅȟ ÔÈÉÓ ÔÅÃÈ ÔÒÁÎÓÆÅÒ ÏÆÆÉÃÅȭÓ 

health index is three.  So this office has three patents that each 

earned at least $3,000 over their lifetimes.  Of course when you chart 

your own health index with real data, your numbers will likely be 

much larger. 

So how are you doing?  

If you chart your portfolio ÁÎÄ ÄÉÓÃÏÖÅÒ Á ÌÏÎÇ ÔÁÉÌ ÃÕÒÖÅ ÔÈÁÔȭÓ 

very steep, your office is relying on a few patents that are earning 

most of your revenue.  In other words, a low health index.  Or, you 

may have a low health index if your long tail curve starts low and 

stays flat.  A low flat curve indicates that your tech transfer unit is 

licensing a large number of patents but not getting a lot of revenue 

ÂÁÃË ÆÒÏÍ ÔÈÅÍȢ  )ÔȭÓ ÎÏÔ ÎÅÃÅÓÓÁÒÉÌÙ ÂÁÄ ÔÏ ÎÏÔ ÅÁÒÎ ÍÕÃÈ ÒÅÖÅÎÕÅ 

(after all, getting technologies out the door and into use should be 

the ultimate goal).  However, a low, flat curve indicates you may be 

spending a lot of time and money on paperwork.    However, an 

upside of quantifying a low health index of this type is that you can 

prove that your unit is managing a large volume of essential but 

unappreciated long tail-related paperwork.  

You have a high health index if ɂ like a productive and 

impactful researcher ɂ your long tail curve starts high and gently 
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curves downward.  This means your office has found the right 

balance between impact (high earning home runs) and productivity 

(large numbers of low-income licenses).  Congratulations! 

 

(ÅÒÅȭÓ ÔÈÅ ÖÁÌÕÅ ÏÆ ÕÓÉÎÇ ÔÈÅ ÈÅÁÌÔÈ ÉÎÄÅØȡ 

¶ Rewards real tech transfer activity, not just fees:   

Conventional ways to increase revenue such as charging high 

fees or striving for a home run license will not improve your 

health index.  Instead, the health index improves only with 

consistent and long term licensing activity over a broad 

spectrum of technologies.    

¶ Promotes true economic developmen t:   Your tech 

transfer office will have better ammunition with which to 

ÃÏÎÖÉÎÃÅ ÕÎÉÖÅÒÓÉÔÙ ÁÄÍÉÎÉÓÔÒÁÔÏÒÓ ÔÈÁÔ ÔÈÅÒÅȭÓ ÖÁÌÕÅ ÉÎ 

getting and maintaining a large number of low-revenue 

ÌÉÃÅÎÓÅÓ ÆÒÏÍ ȱÔÁÉÌȱ ÔÅÃÈÎÏÌÏÇÉÅÓȢ  9ÏÕ ÃÁÎ ÎÏ× ÑÕÁÎÔÉÆÙ ÍÏÒÅ 

than just high-revenue licenses.  

¶ Makes it possible to compare large and small 

universities:    Tallies discriminate against small 

universities.  The tech transfer health index makes it possible 
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to directly compare universities that have very differently 

sized IP portfolios.  

¶ Gives credit to universities that have a well -rounded 

licensing portfolio:   Your health index will confirm that 

your office is doing justice to the entire long tail curve of 

available technologies.  You can point out that the large 

volume of low-earning, low-visibility patents and licenses 

may not earn a lot of money, but your office is effective in 

meeting the essential purpose of the Bayh Dole Act, to get 

technologies out the door into use.  

¶ Can be applied to several other key performance 

indicat ors:   The  health index is versatile.  Instead of 

patents, on the horizontal axis, one could plot other finite IP 

assets such as technology disclosures or startups.  On the 

vertical axis, instead of using dollars, one could use other 

values such as the number of web hits for technology 

disclosures, or for university startups, capital raised.   

¶ Can scale up or scale down.  The health index metric can 

be used to assess the performance of a single licensing 

officer, a group of universities, or an entire geographical 

region (innovation cluster), or an industry segment such as 

biotech or nano-scale manufacturing.   

¶ The metric is easy to share publicly:   If the names of the 

ÐÁÔÅÎÔÓȟ ÔÅÃÈÎÏÌÏÇÉÅÓ ÏÒ ×ÈÁÔÅÖÅÒ ÙÏÕȭÒÅ ÁÎÁÌÙÚÉÎÇ ÁÒÅ 

ÒÅÍÏÖÅÄȟ ÉÔȭÓ ÐÏÓÓÉÂÌÅ ÔÏ ÐÕÂÌÉÃÌÙ ÁÎÄ ÓÁÆÅÌÙ ÓÈÁÒÅ ÙÏÕÒ ÕÎÉÔȭÓ 

health index results.   
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¶ Can also be used internally to assess operational 

efficiency:   You could use the health index as an internal 

ÍÁÎÁÇÅÍÅÎÔ ÔÏÏÌ ÔÏ ÆÉÇÕÒÅ ÏÕÔ ÈÏ× ÅÆÆÉÃÉÅÎÔÌÙ ÙÏÕȭÒÅ 

managing various aspects of your operation-related 

activities.  

In the unlikely event that someone were to interpret their 

metrics in a non-standard way, the health index would be harder to 

manipulate than standard straightforward tallies of new licenses, 

new startups, etc.  However, realistically, no metric system is game-

proof.  For example, some faculty researchers once attempted to 

game the H-index by creating Citation Clubs where they set up fake 

ȰÊÏÕÒÎÁÌÓȱ ×ÉÔÈ ÔÈÅÉÒ ÆÒÉÅÎÄÓ ÁÎÄ ÁÇÇÒÅÓÓÉÖÅÌÙ ÃÉÔÅÄ ÏÎÅ ÁÎÏÔÈÅÒȭÓ ÌÏ× 

quality papers.  If a university technology transfer director tried a 

similar technique to pump up their tech transfer health indexes, it 

would involve quite a bit of fabrication.   

For example, consider how hard it would be to set up something 

like a Citation Club in a university tÅÃÈ ÔÒÁÎÓÆÅÒ ÏÆÆÉÃÅȢ  ,ÅÔȭÓ ÉÍÁÇÉÎÅ 

that a tech transfer director is desperate to create the impression 

that under his guidance, the tech transfer office has suddenly 

become a licensing machine.  After a few sleepless nights worrying 

ÁÂÏÕÔ ÈÉÓ ÕÎÉÔȭÓ ÌÏ× Íorale and rapidly declining performance, 

ÉÎÓÐÉÒÁÔÉÏÎ ×ÏÕÌÄ ÓÕÄÄÅÎÌÙ ÈÉÔȡ  ×ÈÙ ÎÏÔ ÃÒÅÁÔÅ Á Ȱ3ÔÁÒÔÕÐ #ÌÕÂȩȱ   

3ÔÅÐ ÏÎÅȡ  ÍÁËÅ ÕÐ ÓÏÍÅ ÎÁÍÅÓ ÁÎÄ ÉÎÃÏÒÐÏÒÁÔÅ ÓÅÖÅÒÁÌ ȰÆÁËÅȱ 

university startups (kind of like sham journals) that are wholly 

owned by the universiÔÙȢ  3ÔÅÐ Ô×Ïȟ ÔÈÉÓ ÄÉÒÅÃÔÏÒ ÃÏÕÌÄ ȰÎÅÇÏÔÉÁÔÅȱ 

several licensing deal with himself (kind of like having his friends 

ÃÉÔÅ ÈÉÓ ÁÒÔÉÃÌÅÓɊ ÁÎÄ ÐÕÔ ÈÉÍÓÅÌÆ ÏÎ ÔÈÅ ÓÔÁÒÔÕÐÓȭ ÂÏÁÒÄ ÏÆ ÄÉÒÅÃÔÏÒÓ 

(hooray, another award on the CV!).   Step three, he could assign a 

tech transfer office employee to be CEO of the startup (despite the 
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fact there really is no startup, no revenue and no products).  In fact, 

he could even have a staff member create a website for each startup.   

Voila, in one fell swoop, this hypothetical tech transfer office 

would enjoy an increase in the number of new licensing deals (who 

needs to know that the license is to a sham startup). He would also 

ÃÒÅÁÔÅ ÔÈÅ ÐÕÂÌÉÃ ÉÍÐÒÅÓÓÉÏÎ ÔÈÁÔ ÈÅȭÓ Á ×ÉÚÁÒÄ ÏÆ ÓÐÁÒËÉÎÇ ÔÈÅ 

formation of new tech startups..   
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A simple metric for university patent licensing, 

startups and licensing speed  

Peaking of performance metrics and transparency, if 

universities demand greater control over the inventions created by 

their faculty and grad students, they should also be required to 

publish more rigorous metrics that shed real light into how they are 

managing their invention portfolios.  In other words, as one of my 

high-school teachers used to say, with privilege comes 

accountability.  If universities wish to enjoy complete control over all 

the inventions created by their employees, each university, in 

exchange for the privilege of receiving federal research funds, should 

be required to commit to a transparent technology transfer process.   

Now simple transparency is key.  When I sÁÙ ÍÅÔÒÉÃÓȟ ) ÄÏÎȭÔ 

mean  that the federal government should add new reporting 

requirements to over-burdened university tech transfer offices.  

Universities already struggle to manage unfunded mandates that 

accompany federal funding (see the Goldwater Institute article on 

administrative bloat in universitiesɀ a data-based and very 

interesting read by JP Greene, Brian Kisida and Jonathan Mills.)    

Instead, we should implement a mandatory but simple system 

ÏÆ ÃÈÅÃËÓ ÁÎÄ ÂÁÌÁÎÃÅÓ ÔÈÁÔȭÓ ÂÁÓÅÄ ÏÎ ÄÁÔÁ ÔÈÁÔȭÓ Álready being 

ÔÒÁÃËÅÄȟ ÏÒ ÉÓ ÅÁÓÙ ÔÏ ÐÕÌÌ ÆÒÏÍ ÔÈÅ ÔÅÃÈ ÔÒÁÎÓÆÅÒ ÏÆÆÉÃÅȭÓ ÉÎ-house 

ÄÁÔÁÂÁÓÅȢ  4ÏÄÁÙȭÓ ÓÏÆÔ×ÁÒÅ ÔÏÏÌÓ ÁÎÄ ÄÁÔÁÂÁÓÅ ÔÅÃÈÎÏÌÏÇÙȟ 

combined with the Internet, make it simple to open a low-cost 

window into the inner workings of a university tech transfer office.  

(ÅÒÅȭÓ ÈÏ×Ȣ  &ÉÒÓÔȟ ÅÎÓÕÒÅ ÔÈÁÔ ÎÏÂÏÄÙ ÂÉÔÅÓ ÏÆÆ ÍÏÒÅ ÔÈÁÎ ÔÈÅÙ 

can chew.   A crucial first step in ensuring that U.S. universities are 

good stewards would be to mandate that they re-write their IP 

policy:   universities should agree that they will select inventions to 
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commercialize within a firm, brief decision period (such as a few 

months).  This policy change could actually be done today at the 

university level, would still give the university the same share of 

revenue from resulting deals, and does not require any federal 

oversight.  

Such an approach would still give the tech transfer office a first 

look at new inventions.  If the tech transfer office was not interested 

in pursuing potential commercialization opportunities for the 

invention, ownership of the invention should be quickly and cleanly 

relinquished back to the inventor.   At this point, the inventor could 

manage her own invention, or look for a 3rd party agent.  

Next, to establish transparency and insight into the inner 

workinÇÓ ÏÆ Á ÕÎÉÖÅÒÓÉÔÙȭÓ ÔÅÃÈÎÏÌÏÇÙ ÔÒÁÎÓÆÅÒ ÅÆÆÏÒÔÓȟ ÕÎÉÖÅÒÓÉÔÙ 

administrators should regularly collect, calculate and publish the 

following metrics. 

1.  A public customer satisfaction scorecard:   Every 

university that receives federal research funding should set up a 

public scorecard to measure customer satisfaction with the 

ÕÎÉÖÅÒÓÉÔÙȭÓ ÔÅÃÈ ÔÒÁÎÓÆÅÒ ÓÅÒÖÉÃÅÓȢ  1ÕÅÒÉÅÄ ÃÕÓÔÏÍÅÒÓ ×ÏÕÌÄ ÉÎÃÌÕÄÅ 

university inventors and industry licensees.  After all, university 

administrators keep an eagle eye on their faculty and lower-level 

ÓÔÁÆÆȭÓ ÊÏÂ ÐÅÒÆÏÒÍÁÎÃÅȟ ÐÏÔÅÎÔÉÁÌ ÃÏÎÆÌÉÃÔÓ ÏÆ ÉÎÔÅÒÅÓÔȟ ÁÎÄ ÅØÔÅÒÎÁÌ 

ÁÆÆÉÌÉÁÔÉÏÎÓȢ  "ÕÔ ×ÈÏȭÓ ËÅÅÐÉÎÇ ÁÎ ÅÁÇÌÅ ÅÙÅ ÏÎ ÔÈÅ ÉÎÔÅÇÒÉÔÙ ÁÎÄ 

performance of university administrators?  

For the tech transfer office, customer satisfaction surveys would 

need to be administered by a third party and the results made public 

(similar to student teaching evaluations.)   By now, customer 

satisfaction surveys have become a commodity item.  No fancy 

consultants are needed to get this going, just choose a survey that is 
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geared towards a services organization and use the already existing 

infrastructure that campus Deans use to administer student 

evaluations on faculty teaching performance.  Note, the tech transfer 

office cannot write and administer its own satisfaction survey.  

Instead, the survey must be managed by someone outside the TTO 

and scores and summary data must be posted publicly, just as faculty 

teaching evaluation scores are made available.  

2.  Use tech transfer health indexes to open the window  

and let the sun shine in :  Alongside the customer satisfaction 

scorecard, university tech transfer offices should annually harvest 

and publicly post data in the form of health indexes.  (To see more 

detail on the concept of the tech transfer health indexes, see the 

previous essay.)  Health indexes assess and showcase the core 

ÃÏÍÐÏÎÅÎÔÓ ÏÆ Á ÕÎÉÖÅÒÓÉÔÙ ÔÅÃÈ ÔÒÁÎÓÆÅÒ ÏÆÆÉÃÅȭÓ ÁÃÔÉÖÉÔÉÅÓȢ   (ÅÁÌÔÈ 

indexes are charts the depict the impact and productivity of an entire 

portfolio, not just a simple tally of a single metric.  

a.  

Licensing rate:  a metric for how quickly inventions find 

productive use off campus .   This health index demonstrates 
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how quickly a university tech transfer office is getting inventions 

into the hands of people who can use them.   The steepness and 

height of the curve indicates how quickly a tech transfer office is 

finding licensees.  The majority of invention disclosures will never be 

licensed and will taper off into a long tail curve of zero. 

(ÅÒÅȭÓ ÈÏ× ÔÏ ÃÁÌÃÕÌÁÔÅ ÔÈÉÓȡ  ÕÓÉÎÇ ÔÈÅ ÉÎ-house tech transfer 

ÄÁÔÁÂÁÓÅȟ ÒÅÌÁÔÅ ÔÈÅ ÐÁÓÔ ÔÈÒÅÅ ÙÅÁÒÓȭ ×ÏÒÔÈ ÏÆ ÉÎÖÅÎÔÉÏÎ ÄÉÓÃÌÏÓÕÒÅÓ 

to licenses agreements and export the data.  In a spreadsheet, 

calculate the licensing rate of each invention by taking the elapsed 

time period between disclosure and license execution (in months) 

and dividing the lapsed time into the number 12 (for example, a 

license that was generated in 3 months will have a rate of 4).  Rank 

the inventions by licensing rate and create a chart with the y axis 

being the licensing rate and the x axis being ranked disclosures.  

Draw a diagonal line from the origin (0,0) thru (1,1), (2,2) until you 

meet the curve.  Draw a line straight down to the x axis.  The number 

on the x axis where the line hits is your licensing rate index.     

b.  Jobs created index:  A metric for how many full time 

jobs are distributed across university startups.   This 

health index demonstrates the distribution of full time 

employees at university startups.  Right now, most university 

tech transfer offices count the number of full time employees at 

ÓÔÁÒÔÕÐÓ ÂÁÓÅÄ ÏÎ ÕÎÉÖÅÒÓÉÔÙ ÔÅÃÈÎÏÌÏÇÉÅÓȢ  )Æ ÙÏÕ ÄÏÎȭÔ ÑÕÅÒÙ 

your startups, you can find a pretty good estimate at sites such 

as manta.com. 
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To calculate the jobs index, chart the number of full time 

employees on the y axis.  Chart the startups on the x axis.  Draw a 

diagonal line from the origin (0,0) thru (1,1), (2,2) until you meet the 

curve.  Draw a line straight down to the x axis.  The number on the x 

axis where the line hits is your startup health index.   The names of 

the startups do not have to be published.       

c.  The health index of the earnings of the entire IP 

portfolio:    This health index lays out the revenue earned per 

patent.  This index helps stakeholders see the balance between 

ÅÁÒÎÉÎÇÓ ÆÒÏÍ ȰÈÏÍÅ ÒÕÎȱ ÔÅÃÈÎÏÌÏÇÉÅÓ ÁÎÄ ÔÈÅ ÒÅÓÔ ÏÆ ÔÈÅ ÐÏÒÔÆÏÌÉÏȢ  

(ÅÒÅȭÓ ×ÈÁÔ Á ÃÈÁÒÔ ÏÆ Á ÐÁÔÅÎÔ ÅÁÒÎÉÎÇÓ ÈÅÁÌÔÈ ÉÎÄÅØ could look like. 

After all this, you may be asking why patent applications are not 

measured as a core indicator of the health of an IP portfolio.  The 

reason I did not include patent activity data is because patent 

activity is not necessarily a reflection of performance or impact.  

Patent activity indicates productivity.   For example, the number of 

provisional patents a university applies for is a function of how much 
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staff time and money it has available.  Same for the number of issued 

patents.  Rather than calculating patent activity as an end in and of 

ÉÔÓÅÌÆȟ ÕÎÉÖÅÒÓÉÔÉÅÓ ÓÈÏÕÌÄ ÕÓÅ ÐÁÔÅÎÔÓ ÔÏ ÒÅÐÒÅÓÅÎÔ ÁÎ Ȱ)0 ÕÎÉÔȱ ÉÎ ÔÈÅ 

assessment of licensing rate or revenue distribution.   

 

)ÎÔÅÒÅÓÔÉÎÇÌÙȟ ) ÎÏÔÉÃÅÄ ÔÈÁÔ ÍÏÓÔ ÁÄÖÏÃÁÔÅÓ ÏÆ ÔÏÄÁÙȭÓ ÕÎÉÖÅÒÓÉÔÙ 

technology transfer model begin their argument by pointing out that 

since the 1980s,  hundreds of new tech transfer offices have popped 

up at U.S. universities.  They follow that data point with the assertion 

that thousands of new patents have been issued to universities.  

However, neither the formation of new offices, nor the number of 

issued patents indicate value added; they simply indicate activity. 

Hopefully, the people lobbying to give universities even more 

control over on-campus inventions will also offer up a corresponding 

strategy to demonstrate their commitment to transparency and 

accountability.  Simple metrics such as these, using data that most 

tech transfer offices already have, will shed light into the good work 
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that our universities are doing in managing tax-payer funded 

university IP portfolios. 
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Who does it best? Comparing universities by number of 

papers, inventions and industry research fundin g 

7Å ÎÅÅÄ ÂÅÔÔÅÒ ÍÅÔÒÉÃÓ ÔÏ ÍÅÁÓÕÒÅ Á ÕÎÉÖÅÒÓÉÔÙȭÓ ÐÅÒÆÏÒÍÁÎÃÅ 

in managing its patent portfolio.  However, just using metrics on the 

formal technology tnansfer process presents only part of a larger 

story.  ! ÕÎÉÖÅÒÓÉÔÙȭÓ ÁÂÉÌÉÔÙ ÔÏ ÃÒÅÁÔÅ ÁÎÄ ÓÈÁÒÅ ÉÎÎÏÖÁtive 

technology and know-how should be evaluated in a holistic way that 

includes both academic and commercial activities.  

In this article I compare the innovation transfer activities of U.S. 

research universities in a new, multi-faceted way: by counting and 

mapping universities according to their ability 

¶ To publish papers 

¶ To generate new inventions and 

¶ To attract industry research funding. 

7ÈÙ ÔÈÅÓÅ ÔÈÒÅÅ ÁØÅÓȩ ! ÕÎÉÖÅÒÓÉÔÙȭÓ ÓÃÈÏÌÁÒÌÙ ÐÕÂÌÉÓÈÉÎÇ ÅÑÕÁÌÓ 

its ability to share knowledge via traditional channels; its invention 

activity reflects faculty interest in, and whether commercialization 

activity is valued on campus; industry funding equals the value of 

ÉÎÆÏÒÍÁÌ ÉÎÔÅÒÁÃÔÉÏÎÓ ÂÅÔ×ÅÅÎ ÕÎÉÖÅÒÓÉÔÙ ÁÎÄ ÉÎÄÕÓÔÒÙ ÓÃÉÅÎÔÉÓÔÓ ɉ)ȭÌÌ 

explain this one later). Combined, these arenas provide a holistic 

ÐÉÃÔÕÒÅ ÏÆ Á ÕÎÉÖÅÒÓÉÔÙȭÓ ÁÃÔÉÖÉÔÙ ÉÎ ÇÅÎÅÒÁÔÉÎÇ ÁÎÄ ÓÈÁÒÉÎÇ ÎÅ× 

technologies and scientific know-how. 

To visually depict these comparisons, I made four bubble charts. 

The first bubble chart maps the usual suspects ɂ the top 22 best-

funded large U.S. research institutions. The remaining charts look at 

a new playing field, one where universities are compared according 

to their performance per million dollars of federal research funding, 

a view that triggers the emergence of a refreshing new set of highly 

performing universities. 
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This analysis represents university activity for the year 2010. 

The data on publications comes from the ISI Web of Science 

database. The data on disclosures and industry funding come from 

annual metrics collected by the Association of University Research 

Managers (AUTM, 2010). (If you spot data oddities or omissions for 

your university, let me know.) 

1. Comparing the top 22 research universities  

This bubble chart compares the biggest U.S. research 

unÉÖÅÒÓÉÔÉÅÓȢ (ÅÒÅȭÓ ÈÏ× ÔÏ ÍÁËÅ ÓÅÎÓÅ ÏÆ ÔÈÉÓ ÃÈÁÒÔȡ 

¶ the vertical axis represents total number of publications for 

the year 2010 

¶ the horizontal axis represents how many inventions university 

researchers disclosed that year 

¶ the size of the bubble represents how much industry funding 

the university got that year 
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So, if a university bubble is high up on the chart, that university 

produces a lot of papers. If a university sits out to the far right, it 

creates a lot of new inventions. The bigger the bubble representing a 

particular university, the more industry funding that university 

received in 2010. 

Not surprisingly, Harvard researchers publish a significantly 

larger total number of papers than those at other universities. Duke, 

University of Colorado and Washington University of St. Louis have 

high levels of research funding from industry sources. CalTech 

researchers are strong in both paper publishing and creating 

inventions: on average, for each invention reported by a CalTech 

researcher, six scholarly papers were published. 

The University of Texas and University of California systems 

ÁÒÅÎȭÔ ÄÅÐÉÃÔÅÄ ÈÅÒÅ ÆÏÒ ÔÈÅ ÓÉÍÐÌÅ ÒÅÁÓÏÎ ÔÈÁÔ ÔÈÅÉÒ ÎÕÍÂÅÒÓ ÁÒÅ ÓÏ 

large they compress the rest of the university bubbles into a messy 

ÂÌÏÂȢ )Æ ÙÏÕȭÄ ÌÉËÅ ÔÏ ÉÍÁÇÉÎÅ ÔÈÅÓÅ Ôwo gargantuan university 

systems in this chart, visualize two bubbles roughly one-third larger 

than the big red bubble that depicts the University of Colorado 

floating in the upper right hand corner. In other words, when it 

comes to the absolute number (not corrected according to federal 

funding) of papers published, new inventions and industry research 

funding, Texas and California perform very well.) 

2. Universities that publish the most papers per federal 

dollar  

Scholarly publications, or what some peoplÅ ÃÁÌÌ ȰÏÐÅÎ ÓÃÉÅÎÃÅȱ 

remains the largest, most critical source of university research to 

industry product development efforts. For this chart, I set up a level 

ÐÌÁÙÉÎÇ ÆÉÅÌÄȢ 4Ï ÆÉÇÕÒÅ ÏÕÔ Á ÕÎÉÖÅÒÓÉÔÙȭÓ ÐÕÂÌÉÃÁÔÉÏÎ ÁÃÔÉÖÉÔÙ 

independent of the size of its federal research budget, I calculated 
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how many publications each university churned out per million 

dollars of federal funding. This way, a new group of universities 

emerge as top performers. 

 

On this chart, the venerable Harvard shrinks in comparison to 

the Universities of Arkansas and Alabama. In fact, the number of 

publications from the University of Alabama was so large ɂ 165 

papers per million dollars of federal research, almost three times 

more than the next-up university ɂ that I checked and double-

ÃÈÅÃËÅÄ ÔÈÅ ÃÏÕÎÔ ÉÎ )3)ȭÓ ×ÅÂ ÏÆ 3ÃÉÅÎÃÅȢ ɉ)Æ ÔÈÉÓ ÎÕÍÂÅÒ ÉÓ ÉÎÃÏÒÒÅÃÔ 

or deserves further explanation, please let me know or comment 

below. I can re-make the chart if needed.) The University of Akron 

and Brigham Young University appear to be a well-rounded 

universities as they rank in the top twenty according to publishing 

per federal dollar, and also dominate their its peers according to new 

inventions and industry funding. 
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3. Universities that attract the most industry research 

funding per federal doll ar 

To represent the informal interactions between university and 

industry scientists, I chose to map how much industry funding a 

ÕÎÉÖÅÒÓÉÔÙ ÒÅÃÅÉÖÅÓȢ &ÉÒÓÔȟ )ȭÌÌ ÅØÐÌÁÉÎ ×ÈÁÔ ×ÅÎÔ ÉÎÔÏ ÔÈÉÓ ÃÈÁÒÔȟ ÔÈÅÎ 

)ȭÌÌ ÅØÐÌÁÉÎ ×ÈÙ ÉÎÄÕÓÔÒÙ ÒÅÓÅÁÒÃÈ ÆÕÎÄÉÎÇ ÒÅÐÒÅÓÅÎÔÓ the vitality and 

quality of the informal relationships between university and 

industry scientists. 

To make the chart, first, I pulled out the 20 universities that 

attract the most industry funding per million dollars of federal 

funding. To do this, I divided their total 2010 industry funding by 

their 2010 federal funding. In other words, the universities depicted 

on this chart are high performers, attracting large amounts of 

industry funding for their size and amount of resources. 

Next, I charted the top 20 universities in this group according to 

their publications (vertical axis) and invention disclosures 

(horizontal axis). In this chart, the size of the bubble represents each 

ÕÎÉÖÅÒÓÉÔÙȭÓ ÉÎÄÕÓÔÒÙ ÆÕÎÄÉÎÇ ÄÉÖÉÄÅÄ ɉÏÒ ÎÏÒÍÁÌÉÚÅÄ ÂÙɊ ÈÏ× ÍÕÃÈ 

federal funding it received in the same time period. The numbers of 

publications and new inventions on the axes in this chart, however, 

are the actual number generated by each university. The size of the 

bubbles represents how much industry funding that university 

received, again, a larger bubble representing a greater amount of 

money. 



Tech Transfer 2.0  

193 

 

Out of this group, Duke receives the most industry research 

funding per million federal dollars. Next are the West Virginia 

University and University of Alabama. Out of this group of 20 well-

funded universities, the Columbia and the University of Maryland 

generate high numbers of both scholarly publications and new 

inventions. 

Quantifying informal knowledge exchange between university 

and industry scientists is notoriously difficult (for example, how 

would one measure conversations, consulting engagements, informal 

collaborations?). Yet, industry funding is a strong proxy that 

indicates the value and intensity of the informal interactions 

ÂÅÔ×ÅÅÎ Á ÕÎÉÖÅÒÓÉÔÙȭÓ ÁÎÄ ÉÎÄÕÓÔÒÙ ÓÃÉÅÎÔÉÓÔÓȢ 4ÕÒÎs out that the 

amount of funding a university researcher receives from a company 

is likely to be the downstream result of having strong connections in 

the chimerical, yet widely acknowledged informal channel of 

university knowledge transfer. Why? 
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According to research described in a research article by Branco 

Ponomariov,   

Ȱ7Å ÆÉÎÄ ÔÈÁÔ ÉÎÖÏÌÖÅÍÅÎÔ ÉÎ ÉÎÆÏÒÍÁÌ ÉÎÔÅÒÁÃÔÉÏÎ ÉÓ 

associated with higher probability of undertaking 

collaborative research with industry as well as with a higher 

allocation of research time to collaborative research with 

industryȢȱ19
  

In other words, if individual faculty members are intensely and 

productively involved with their industry -based colleagues, they are 

more likely to eventually attract an industry sponsor for their on-

campus research. 

Interestingly, this research offers another compelling reason 

that university patents are not good measures of innovation. 

Ponomariov discovered that although active faculty partnered with 

industry scientists to bring a commercial product to market, these 

joint research projects did not involve university-owned patents. 

Nor did owning or working in a private company (e.g. a startup) 

increase the odds that a university researcher would have strong 

connections to industry.  

4. Universities that inv ent the most new inventions per 

federal dollar  

Finally, new university inventions. I selected this group of 20 

universities by dividing their total number of formally disclosed new 

inventions by how much federal funding they received. Similar to the 

chart above, the vertical axis = number of publications per million 

dollars of federal funding; the horizontal axis = number of inventions 

per million dollars of federal funding; the size of the bubble = 

industry research contracts. 
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First, a disclaimer on counting new inventions as a measure of 

university innovation transfer: reporting a high number of invention 

ÄÉÓÃÌÏÓÕÒÅÓ ÉÓ Á ÌÁÕÄÁÂÌÅ ÁÃÈÉÅÖÅÍÅÎÔȢ )ÔȭÓ Á ÇÏÏÄ ÓÉÇÎ ÔÈÁÔ ÕÎÉÖÅÒÓÉÔÙ 

ÒÅÓÅÁÒÃÈÅÒÓ ÔÒÕÓÔ ÁÎÄ ÖÁÌÕÅ ÔÈÅÉÒ ÕÎÉÖÅÒÓÉÔÙȭÓ ÆÏÒÍÁÌ ÔÅÃÈÎÏÌÏÇÙ 

transfer process. However, keep in mind that the majority of 

university researchers (even those considered high-performing) 

ÄÉÓÃÌÏÓÅ ÆÅ× ÏÒ ÎÏ ÉÎÖÅÎÔÉÏÎÓ ÔÏ ÔÈÅÉÒ ÕÎÉÖÅÒÓÉÔÙȭÓ ÔÅÃÈÎÏÌÏÇÙ 

transfer office. Yet, university faculty and graduate students are 

keenly aware of how their research applies to real-world challenges, 

and they continue to perform cutting-edge research that makes 

tremendous contributions to industry innovation. 

The reason I chose the number of new inventions a university 

generates each year as a meaningfÕÌ ÍÅÁÓÕÒÅ ÏÆ Á ÕÎÉÖÅÒÓÉÔÙȭÓ 

innovation transfer ability is that new inventions serve as a 

ÓÉÇÎÉÆÉÃÁÎÔ ÉÎÄÉÃÁÔÏÒ ÏÆ Á ÕÎÉÖÅÒÓÉÔÙȭÓ ÃÏÍÍÉÔÍÅÎÔ ÔÏȟ ÁÎÄ ÓËÉÌÌ ÉÎ 

commercializing research. For this reason I like new inventions 

more than patents as a measure of Á ÕÎÉÖÅÒÓÉÔÙȭÓ ÉÎÎÏÖÁÔÉÏÎ ÃÌÉÍÁÔÅȠ 

ÐÁÔÅÎÔÓ ÔÅÎÄ ÔÏ ÒÅÆÌÅÃÔ ÌÏÃÁÌ ÐÏÌÉÃÙ ÁÎÄ ÔÈÅ ÓÉÚÅ ÏÆ Á ÕÎÉÖÅÒÓÉÔÙȭÓ 

patent budget. 

(ÅÒÅȭÓ ×ÈÁÔ ) ÌÉËÅ ÁÂÏÕÔ ÃÏÒÒÅÃÔÉÎÇ ÆÏÒ ÄÉÆÆÅÒÅÎÃÅÓ ÉÎ ÆÅÄÅÒÁÌ 

funding: some of these universities actually disclosed a relatively 

small absolute number of total inventions. Yet, if you count invention 

bang for the buck, these small schools are actually turning their 

research into reported inventions at a brisk rate, e.g. University of 

Akron, Michigan Tech and South Dakota State. 

Overall, Brigham Young University turns its federal funding into 

the largest number of new inventions, disclosing on average, five 

inventions per million dollars. Louisiana Tech, Auburn and the New 

Jersey Institute of Technology do well here too, although the 
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relatively small size of their bubbles indicates that they earn 

somewhat less in industry funding. 

7ÈÁÔȭÓ ÎÅØÔȩ 

Policy makers, university administrators and others spend a lot 

of time and effort trying to figure out how to track and chart a 

ÕÎÉÖÅÒÓÉÔÙȭÓ ÓËÉÌÌ ÉÎ generating and sharing new knowledge. Where 

they fall short is that most metrics today count contractual units of 

knowledge, for example patents issued, new startups and license 

revenue earned by university-owned patents. Instead, we need to 

expand how we measure how effectively universities translate 

federal research funding into new knowledge and new technologies 

by honoring channels that do not involve intellectual property.  
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4ÅÁÃÈÉÎÇȟ ÒÅÓÅÁÒÃÈȟ ÁÌÕÍÎÉ ÄÏÎÁÔÉÏÎÓ ȣ ÁÎÄ 

accumulating patents  

Most US universities maintain three core businesses that earn 

most of their revenue:  selling diplomas, competing for federal and 

industry research sponsorships, and trying to crack open the 

checkbooks of wealthy alumni.    Since the 1980s, universities have 

ventured into a new line of business:  patenting inventions from 

university research labs and brokering these patents to businesses 

and startups.   

Thirty years later, university patent holdings have swelled into 

the tens of thousands and larger research universities spend millions 

of dollars each year on filing for new patents.  Yet, on average, over 

three-quarters of university patents are never licensed to companies 

ÆÏÒ ÃÏÍÍÅÒÃÉÁÌ ÕÓÅȢ  3ÉÎÃÅ 53 ÕÎÉÖÅÒÓÉÔÉÅÓ Ï×Î υϷ ÏÆ ÏÕÒ ÎÁÔÉÏÎȭÓ 

patents, and a growing number of patents in cutting-edge fields such 

as nanotechnology and biotech, even on human genes, people get 

×ÏÒÒÉÅÄ ÔÈÁÔ ÎÅÅÄÌÅÓÓÌÙ ȰÌÏÃËÉÎÇ ÕÐȱ ÂÁÓÉÃ ÕÎÉÖÅÒÓÉÔÙ ÒÅÓÅÁÒÃÈ ×ÉÌÌ 

stifle innovation and create a patent anti-commons. 

U.S research universities have branched beyond their 

traditional role of innovation explorers (they generate knowledge) 

to become innovation merchants (they license their knowledge to 

ÏÔÈÅÒ ÏÒÇÁÎÉÚÁÔÉÏÎÓɊȢ    7ÈÉÌÅ ÎÏÔ ÅÖÅÒÙÏÎÅ ÁÇÒÅÅÓ ÉÔȭÓ ÇÏÏÄ ÆÏÒ 

ÓÏÃÉÅÔÙ ÆÏÒ ÕÎÉÖÅÒÓÉÔÙȭÓ ÔÏ Ï×Î ÁÎÄ ÂÒÏËÅÒ patents, from the 

perspective of business strategy it makes sense if a university files 

for a patent at the request of company that plans to license the 

ÉÎÖÅÎÔÉÏÎȢ  7ÈÁÔȭÓ ÉÓ ÈÁÒÄÅÒ ÔÏ ÕÎÄÅÒÓÔÁÎÄȟ ÈÏ×ÅÖÅÒȟ ÉÓ ×ÈÁÔ 

motivates universities to continue to file ÆÏÒ ÐÁÔÅÎÔÓ ×ÈÅÎ ÔÈÅÒÅȭÓ ÎÏ 

licensee in sight.   
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Why university accumulate patents is a controversial, 

complicated and poorly understood topic.  The debate around the 

topic brings to mind the seven blind men and the elephant.  If you 

ask an optimist or a politician why universities continue to invest in 

ÕÎÌÉÃÅÎÓÅÄ ÐÁÔÅÎÔÓȟ ÔÈÅÙȭÌÌ ÔÅÌÌ ÙÏÕ ÔÈÁÔ ÉÔȭÓ ÔÏ ÉÎÃÅÎÔ ÃÏÍÐÁÎÉÅÓ ÔÏ 

invest in developing a product, to motivate the faculty, and to make 

sure the university invention gets a fair shot at finding a home in the 

commercial marketplace.   

)Æ ÙÏÕ ÁÓË Á ÐÅÓÓÉÍÉÓÔÉÃ ÏÒ ÓÏÍÅÏÎÅ ×ÈÏȭÓ ÈÁÄ Á ÂÁÄ ÅØÐÅÒÉÅÎÃÅȟ 

ÔÈÅÙȭÌÌ ÔÅÌÌ ÙÏÕ ÔÈÁÔ ÕÎÉÖÅÒÓÉÔÉÅÓ ÆÉÌÅ ÐÁÔÅÎÔÓ ×ÉÌÌÙ-nilly based on the 

ÐÏÌÉÔÉÃÁÌ ÐÕÌÌ ÏÆ ÔÈÅ ÉÎÖÅÎÔÉÎÇ ÆÁÃÕÌÔÙ ÍÅÍÂÅÒȢ   /Ò ÔÈÁÔ ÓÔÁÆÆ ÄÏÎȭÔ 

ËÎÏ× ×ÈÁÔ ÔÈÅÙȭÒÅ doing.  Or worse, that universities have become 

genteel patent trolls, guarding piles of un-used patents and suing 

companies and researchers that made money on an unlicensed 

university invention.  

Some patent accumulation, perhaps, could be explained by the 

motivations above.  However, the real reason universities end up 

with largely unlicensed patent portfolios is this:  university patent 

accumulation is an unintended consequence of the inefficiencies 

inherent in our current university technology transfer model.   The 

current tech transfer model creates a situation in which universities 

accumulate patents because they patent more inventions than they 

ÃÁÎ ÌÉÃÅÎÓÅȢ  4ÈÅÎȟ ÁÆÔÅÒ Á ÐÁÔÅÎÔ ÉÓ ÉÓÓÕÅÄȟ ÉÆ ÔÈÅÒÅȭÓ ÓÔÉÌÌ ÎÏ ÌÉÃÅÎÓÅÅ 

ÉÎ ÓÉÇÈÔȟ Á ÕÎÉÖÅÒÓÉÔÙȭÓ ÔÅÃÈÎÏÌÏgy transfer office is reluctant to let 

outside parties try their hand at finding a licensee in exchange for 

commission.  

Patent accumulation by the numbers  

Two indications point to the fact that university patent 

accumulation reflects underlying inefficiencies in our current tech 
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transfer model:  one, data indicates that each year, university file for 

ÕÔÉÌÉÔÙ ÐÁÔÅÎÔÓ ÉÎÄÅÐÅÎÄÅÎÔ ÏÆ ÔÈÁÔ ÙÅÁÒȭÓ ÌÉÃÅÎÓÉÎÇ ÁÃÔÉÖÉÔÙȢ  4×Ïȟ 

when comparing patent and licensing activity across universities of 

similar size and resources, the numbers are all over the map. 

In theory, if a university only filed a utility patent application at 

the request of a company wishing to license the invention, there 

would be no patent accumulation.  Although some universities 

report that this indeed, is their patent strategy, in fact, AUTM data 

from the top 50 US research university says otherwise.  Most 

research universities file new utility patent applications without the 

presence of a signed license.   

 

If it getting patents was indeed a license-driven process, the 

chart below that depicts the number of utility patent applications vs. 

new licenses executive should look more like a line.  (Other factors 

may be in play here:  part of this seeming random filing could be that 

a single license covers several patents.  Also, since a typical license 

takes 6-8 months to negotiate, some license completion may be 

spilling into over into the next year).   
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The only consistently demonstrated patent strategy across US 

ÕÎÉÖÅÒÓÉÔÉÅÓ ×ÁÓ ÆÉÌÉÎÇ Á ÐÒÏÖÉÓÉÏÎÁÌ ȰÐÌÁÃÅÈÏÌÄÅÒȱ ÐÁÔÅÎÔ ÏÎ ÎÅ× 

inventions to buy time to find a licensee and to figure out the 

potential commercial value and use of the invention.  Across the 

board, most universities file provisional patents on roughly three-

quarters of their new invention disclosures.   

Perhaps since most utility patent applications are not motivated 

ÂÙ ÃÏÍÐÁÎÙ ÒÅÑÕÅÓÔȟ ÎÏÒ ÄÉÒÅÃÔÌÙ ÒÅÌÁÔÅÄ ÔÏ Á ÕÎÉÖÅÒÓÉÔÙȭÓ ÔÈÒÅÅ ÃÏÒÅ 

businesses (teaching, research and alumni donations) AUTM data 

indicates that patenting activity between university varies wildly, 

even between universities of similar size, funding and technology 

transfer activity.  (For a clearer picture, I pulled out the California 

and Texas systems since their research funding and number of new 

disclosures is significantly higher.)    University patent-related 

activity is all over the map.     For example, at leading US research 

universities in 2009 

¶ A few universities filed zero utility patent applications; one 

filed more than 200  

¶ Some universities filed 50 to 60 new provisional patent 

applications, while another university with similar resources 

filed more than 300 new provisional patent applications  

¶ The percentage of provisional patents filed per utility patents 

filed was completely inconsistent across universities.  For 

example, one university filed 145 provisional patents and not 

a single utility patent application.  The same year, another 

filed 221 utility patent applications and only 134 provisional 

patent applications.  

¶ Spending on patent-related expenses ranged from less than a 

million dollars at one university, to over $16 million at 

another  



Tech Transfer 2.0  

201 

The fact that universities file for patents without a clear 

commercial license in sight is not necessarily a bad thing, despite 

legitimate concerns about the impact of patent accumulation on our 

innovation ecosystem.  Nor is it necessarily a bad sign that across 

universities file for patents in such widely varying numbers and with 

no apparent underlying strategy.   

As patent brokers, universities have the right to take an 

individu alistic approach that reflects their own unique internal logic 

and is driven by local need and local mission.   Extreme local 

variance could indicate  an underlying strategy unique to that 

ÕÎÉÖÅÒÓÉÔÙȭÓ ÁÒÅÁÓ ÏÆ ÒÅÓÅÁÒÃÈ ÅØÐÅÒÔÉÓÅȢ  )Æ ÐÁÔÅÎÔ ÆÉÌÉÎÇÓ ÒÅÆÌÅÃt the 

number of high-potential new inventions that came in that year and 

are based on sound market research and an intelligent case-by-case 

basis, then cross-university variance may simply indicate diligence 

and adherence to a locally-defined patent strategy. 

!Ô ÔÈÅ ÅÎÄ ÏÆ ÔÈÅ ÄÁÙȟ Á ÕÎÉÖÅÒÓÉÔÙȭÓ ÒÅÌÁÔÉÏÎÓÈÉÐ ×ÉÔÈ ÉÔÓ ÐÁÔÅÎÔ 

ÐÏÒÔÆÏÌÉÏ ÉÓ Á ÃÏÍÐÌÉÃÁÔÅÄ ÏÎÅȢ  )Î ÃÏÍÐÁÒÉÓÏÎȟ Á ÃÏÍÐÁÎÙȭÓ ÐÁÔÅÎÔ 

strategy reflects and is a tool to support its larger business strategy 

(see the fantastic Kauffman-funded report by Ted Sichelman and 

3ÔÕÁÒÔ 'ÒÁÈÁÍɊȢ  )ÔȭÓ ÎÏÔ ÓÏ ÓÔÒÁÉÇÈÔÆÏÒ×ÁÒÄ ×ÉÔÈ ÕÎÉÖÅÒÓÉÔÙ ÐÁÔÅÎÔ 

strategy.  The current technology transfer method rests on a model 

in which universities attempt to be innovation merchants, despite 

the fact their core business is not brokering IP and the patents they 

broker have no relation to their core revenue streams.  

¶ A hefty patent portfolio does not attract tuition-paying 

students and does not play a part in faculty advancement.   

¶ &ÅÄÅÒÁÌ ÆÕÎÄÉÎÇ ÉÓÎȭÔ ÁÌÌÏÃÁÔÅÄ ÁÃÃÏÒÄÉÎÇ ÔÏ ÕÎÉÖÅÒsities that 

own a particular type or certain number of patent.    

¶ Companies bearing research sponsorships are typically drawn 

by faculty expertise and university research capabilities.    
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¶ Alumni donate money because they get their name on a bench.  

Or some other piece of campus infrastructure.   

In other words, successfully licensing university inventions is an 

incredibly difficult task!  Patent accumulation is not the fault of 

under-performing tech transfer offices, nor the malevolent master 

plan of greedy ÕÎÉÖÅÒÓÉÔÙ ÁÄÍÉÎÉÓÔÒÁÔÏÒÓ ÏÒ ÆÁÃÕÌÔÙȢ  )ÎÓÔÅÁÄȟ ÉÔȭÓ 

much more subtle and complicated than that.  Universities simply 

ÄÏÎȭÔ ÈÁÖÅ ÔÈÅ ÓÁÍÅ ÉÎÃÅÎÔÉÖÅÓ ÆÏÒ ÆÉÌÉÎÇ ÁÎÄ ÈÁÎÇÉÎÇ ÏÎÔÏ Á ÐÁÔÅÎÔ 

that companies and startups do.  Nor do they have the same 

resources and business models that permit IP brokering companies 

to succeed (although even successful IP brokers accumulate patents 

and regularly go out of business).    

Why do universities own significantly more patents than they 

can license?  Well, for several reasons.    

¶ Being a patent merchant is darn hard work and even the best 

IP brokers end up with more inventory than they can sell  

¶ PÁÔÅÎÔÓ ÔÈÁÔ ÓÔÁÆÆ ÃÁÎȭÔ ÆÉÎÄ ÌÉÃÅÎÓÅÅÓ ÆÏÒ ÁÒÅ ÓÅÔ ÁÓÉÄÅ ÁÎÄ ÎÏ 

longer marketed.  Most universities are reluctant to permit 

thir d party agents to take over their commercialization 

process  

¶ Picking out patents that may have future commercial appeal is 

nearly impossible given the fact that by design, most 

university research is early stage and covers a huge range of 

territory  

¶ Releasing patents into the public domain or regional IP pools 

is scary and involves its own legal and political 

complications, given the fact that patents can costs tens of 

thousands of dollars, letting patents loose is difficult to 

fiscally justify  

¶ Licensing unlicensed patents older than 2-3 years with non-

exclusive, royalty-ÆÒÅÅȟ ÎÏ ÃÏÓÔȟ ÎÏ ÔÅÒÍÓȟ ȰÇÏ ÉÎ ÐÅÁÃÅȱ 
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license may not please some companies, but it may lure 

others out of the woodwork; again, hard to justify, may 

invoke resistance from inventors; politically risky  

¶ Staff are given too many patents to handle; finding the right 

ÃÏÍÐÁÎÉÅÓ ÔÏ ÉÎÖÅÓÔ ÉÎ ÏÎÅȭÓ ÒÁ× )0 ÉÓ ÔÉÍÅ-consuming and 

sophisticated work  

¶ UÎÉÖÅÒÓÉÔÉÅÓ ÄÏÎȭÔ ÇÅÔ ÔÏ ÃÈÏÏÓÅ ÔÈÅÉÒ ÐÁÔÅÎÔÓ ÏÒ ÄÅÖÅÌÏÐ ÔÈÅÉÒ 

portfolio in a particular direction, sÁÙ ÂÅÃÏÍÉÎÇ Á ȰÎÁÎÏÔÅÃÈ 

specialist; patents get dropped off at the door  

¶ UÎÉÖÅÒÓÉÔÉÅÓ ÄÏÎȭÔ ÎÅÅÄ ÔÈÅÉÒ ÐÁÔÅÎÔÓ ÔÏ ÂÕÉÌÄ ÕÐ ÔÈÅÉÒ ÃÏÒÅ 

business; university technology transfer is a sideline at most 

universities, not a core function  

¶ IÔȭÓ ÎÏÔ ÕÎÕÓÕÁÌ ÆÏÒ ÐÁÔents to be pursued at the request of a 

ÆÁÃÕÌÔÙ ÍÅÍÂÅÒȟ ÅÖÅÎ ÔÈÏÕÇÈ ÔÈÅÒÅȭÓ ÎÏ ÃÏÍÍÅÒÃÉÁÌ ÉÎÔÅÒÅÓÔ 

in the technology  

¶ TÈÅ ÎÕÍÂÅÒ ÏÆ ÐÁÔÅÎÔÓ ÉÓÓÕÅÄ ÒÅÍÁÉÎÓ Á ÃÏÒÅ ȰÐÅÒÆÏÒÍÁÎÃÅȱ 

metric at many university technology transfer office  

We should turn the debate away from the supposed motives 

(both for good, and for evil) underlying university patent 

ÁÃÃÕÍÕÌÁÔÉÏÎȢ   4ÈÁÔ ÄÅÂÁÔÅ ÂÁÒËÓ ÕÐ ÔÈÅ ×ÒÏÎÇ ÔÒÅÅ ÁÎÄ ÄÏÅÓÎȭÔ 

provide a solid foundation for stakeholders to rationally think about 

what to do next.   (ÅÒÅȭÓ ×ÈÁÔ ÃÏmes to my mind.  Does patent 

accumulation harm anyone?  If so, whom and how?     Is getting and 

ÈÁÎÇÉÎÇ ÏÎÔÏ ÕÎÌÉÃÅÎÓÅÄ ÐÁÔÅÎÔÓ ×ÏÒÔÈ ÔÈÅ ÕÎÉÖÅÒÓÉÔÙȭÓ ÔÉÍÅ ÁÎÄ 

money?    After 30 years of the current model, are universities 

effective innovation merchants?   If you think change is needed, 

what, specifically would help?    And finally, would the introduction 

of commercial free agents into the university tech transfer process 

help break up the back log of unused patents? 
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Canadian universities, the innovation gap, and leaping 

the landline  

Many people view Canada as a less populated, snowier version 

ÏÆ ÔÈÅ 5Ȣ3Ȣ  4ÈÁÔȭÓ ÊÕÓÔ ÎÏÔ ÔÒÕÅȢ  &ÏÒ ÏÎÅȟ ÔÈÅ ÁÖÅÒÁÇÅ #ÁÎÁÄÉÁÎ ÉÃÅ 

skates far better than the average American.  Then, Canadians like 

their french fries dipped in a cheesy goop called poutine ɂ no 

ËÅÔÃÈÕÐ ÉÎÖÏÌÖÅÄȢ  "ÕÔ ×ÁÉÔȣ  ÈÅÒÅȭÓ Á ÂÉÇ ÃÕÌÔÕÒÁÌ ÄÉÆÆÅÒÅÎÃÅȡ   ÏÎ 

average, despite claims that Canadian universities lack a commercial 

focus, as a percentage of total research funding, many top Canadian 

universities attract as much ɂ if not proportionately *more* ɂ 

research funding from companies than their counterparts in the U.S. 

Why is this surprising?  Because Canadian universities are 

frequently (and unfairly) accused of being a contributor to a national 

ȰÉÎÎÏÖÁÔÉÏÎ ÇÁÐȱ ÔÈÁÔ ÐÒÅÖÅÎÔÓ ÕÎÉÖÅÒÓÉÔÙ ÔÅÃÈÎÏÌÏÇÉÅÓ ÆÒÏÍ ÆÌÏ×ÉÎÇ 

freely to companies, therefore stifling the development of the 

Canadian economy.  According to this line of reasoning,  Canadian 

universities ɂ unlike those in the U.S. ɂ lack a commercial focus 

and a clear set of national-level rules governing university research 

ÃÏÍÍÅÒÃÉÁÌÉÚÁÔÉÏÎȢ !Ó ÔÈÅ #"# ÄÅÓÃÒÉÂÅÄ ÉÔȟ Ȱ)Î ÔÈÅ 5ÎÉÔÅÄ 3ÔÁÔÅÓȟ ÔÈÅ 

1980s Bayh-Dole Act outlines a clear set of rules determining IP 

ownership early in the process of federally funded innovation. But in 

Canada, there is no set method for transferring technological 

ÒÅÓÅÁÒÃÈ ÁÎÄ ËÎÏ×ÌÅÄÇÅ ÆÒÏÍ ÐÕÂÌÉÃ ÉÎÓÔÉÔÕÔÉÏÎÓȢȱ  

)ÔȭÓ ÎÏÔ ÒÅÁÌÌy that simple.  For a talk I gave in Toronto at the 

Ontario Centres of Excellence Discovery Conference, I spoke of the 

ÎÏÔÉÏÎ ÔÈÁÔ ÔÈÅÒÅȭÓ ÎÏ ÓÉÎÇÌÅ ÒÉÇÈÔ ×ÁÙ ÔÏ ÂÒÉÎÇ ÕÎÉÖÅÒÓÉÔÙ ÒÅÓÅÁÒÃÈ ÔÏ 

market.  In fact, the less defined national system in Canada, rather 

than being a weaker version of the U.S., actually enables Canadian 
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universities to test out innovative approaches that may actually be as 

(or even more effective) than those used by U.S. universities. 

Comparing U.S. universities to Canadian universities  

7ÁÉÔȟ ×ÈÙ ÓÈÏÕÌÄ ÁÎÙ ÕÎÉÖÅÒÓÉÔÙ ÈÁÖÅ Á ȰÃÏÍÍÅÒÃÉÁÌ ÆÏÃÕÓȩȱ 

!ÆÔÅÒ ÁÌÌȟ ÉÓÎȭÔ ÔÈÅ ÐÕÒÐÏÓÅ ÏÆ Á ÒÅÓÅÁÒÃÈ ÕÎÉÖÅÒÓÉty to well, do 

research? Yes, and no. 

Most U.S. research universities today own a patent portfolio 

which they license to companies in exchange for royalties.  These 

universities formally claim ownership to inventions that come from 

on-campus labs that were funded by tax-payer research.   One way to 

look at it could be that the U.S. approach bears the evolutionary 

markings of a model of knowledge transfer that views university 

R&D as intellectual property. 

&ÏÒ ÅØÁÍÐÌÅȟ ×ÈÅÎ ÔÈÅÙȭÒÅ ÈÉÒÅÄȟ ÎÅ× ÅÍÐÌÏÙÅÅÓ ÁÔ 5ȢS. 

universities sign over their patent rights to their new employer and 

must disclose inventions to a central technology transfer office.  

Some universities claim ownership of inventions that arise from 

faculty consulting engagements, off campus, using company 

resources.   (True, lots of university inventions flow through 

informal channels to industry, but to some, this grey market is not 

ÁÌ×ÁÙÓ ÃÏÎÓÉÄÅÒÅÄ Á ÖÉÂÒÁÎÔ ÁÌÔÅÒÎÁÔÉÖÅ ÍÏÄÅÌȟ ÂÕÔ Á ȰÌÅÁËȢȱɊ 

In contrast, Canada never passed a national-level uniform policy 

that guided universities into a single direction.  Instead, the decision 

of how to handle federally funded university inventions was left up 

to the individual university.   Canadian universities have the option 

to take title to patents.  Yet, despite this option, Canadian 

universities still exhibit quite a bit of diversity in how they bring 

university R&D to the private sector, and how they set up research 

partnerships with companies. 
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About half of Canadian universities have taken a similar 

approach to the U.S., requiring employees to disclose inventions to a 

central office and hiring staff dedicated to managing inventions, 

getting patents and seeking commercial patent licenses.  Others, like 

the University of Waterloo, let university researchers make their 

own commercialization decisions on their research. 

Like Darwin exploring the Galapagos  

Today, after 30 years of different national policy and variations 

in local interpretation, like Darwin exploring the wildlife on different 

islands in the Galapagos, we have before us to two distinct, but 

similar living ecosystems.   Now, the U.S. system has a lot of good 

ÔÈÉÎÇÓ ÁÂÏÕÔ ÉÔȢ  !ÎÄ ÉÎÄÕÓÔÒÙ ÒÅÓÅÁÒÃÈ ÆÕÎÄÉÎÇ ÉÓÎȭÔ ÔÈÅ ×ÈÏÌÅ ÓÔÏÒÙȢ  

For example, many U.S. universities have enthusiastically invested 

resources to help spin off faculty-led tech companies; according to 

data collected from universities, the result has been an increase in 

the number of tech startups based on university patents. 

My goal here is not to claim that either approach is inherently 

superior.  Instead, to me, the key takeaway is this:  the U.S. model is 

too uniform.  U.S. universities should borrow from Canadian ones 

and explore alternative modes of knowledge transfer not built on the 

notion that all companies prefer patents as the unit of transaction 

when working with university researchers. 

The fact remains that Canadian universities manage to attract a 

hefty amount of industry funding for research.  This indicates that 

perhaps not all companies want university patent rights to become a 

factor when negotiating university research collaborations.  My 

sense is that in general, Canadian universities are less inclined to 

view university R&D as a potential revenue source.   However, this 

ÁÔÔÉÔÕÄÅ ÄÏÅÓÎȭÔ ÓÅÅÍ ÔÏ ÉÍÐÅÄÅ #ÁÎÁÄÉÁÎ ÕÎÉÖÅÒÓÉÔÙȭÓ ÁÂÉlity to 
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×ÏÒË ×ÉÔÈ ÃÏÍÐÁÎÙ ÒÅÓÅÁÒÃÈÅÒÓȢ  )Î ÆÁÃÔȟ ÍÁÙÂÅ #ÁÎÁÄÁȭÓ ÍÏÒÅ 

relaxed attitude about intellectual property ownership helps its 

university researchers connect with company research projects. 

Running the numbers  

I did a few simple back of the envelope calculations of 

performance data from the past 30 years to compare Canadian to 

U.S. universities.  I selected three different metrics that represent 

three different facets of the university knowledge transfer process:  

ÅÁÃÈ ÕÎÉÖÅÒÓÉÔÙȭÓ ÁÃÔÉÖÉÔÙ ÉÎ ÉÎÖÅÎÔions, publications and industry 

funding per million dollars of total university research funding. 

¶ University-industry research partnerships:  this is how much 

money university researchers are able to attract from 

companies to do research together on-campus   (Source 

AUTM, 2010) 

¶ Turning university R&D into inventions:  This metric is the 

reported number of new invention disclosures submitted to 

Á ÕÎÉÖÅÒÓÉÔÙȭÓ ÔÅÃÈÎÏÌÏÇÙ ÔÒÁÎÓÆÅÒ ÕÎÉÔ ÅÁÃÈ ÙÅÁÒ  ɉ3ÏÕÒÃÅȟ 

AUTM, 2010) 

¶ Traditional knowledge transfer:  a universiÔÙȭÓ ÔÏÔÁÌ ÎÕÍÂÅÒ ÏÆ 

scholarly papers published per year  (Source:  ISI) 

For this particular comparison that I presented at the Discovery 

conference, I selected the top 20 best-funded Canadian research 

universities and the top 20 best-funded U.S. research universities.   

Once I had my group of 40 U.S. and Canadian universities, I corrected 

to remove the distorting effect of differences in the amount of 

research funding received by each university. 

(This is somewhat akin to an analysis on applied university 

innovation I did last year, using bubble charts to compare the 

knowledge transfer capacity of U.S. universities according to these 

same three axes.) 
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(ÅÒÅȭÓ ×ÈÁÔ ) ÆÏÕÎÄȢ 

Industry funding  

Five Canadian universities rank in the top ten when it comes to 

getting funding for industry research partnerships.  This simple 

calculation opens the possibility that maybe the Canadian model, 

while less focused on patents and intellectual property clauses in 

research contracts, may be actually be very much in sync with 

company needs. 

 

Recently the Canadian government shifted much of its research 

funding from basic to applied in hopes of closing this so-called 

ȰÉÎÎÏÖÁÔÉÏÎ ÇÁÐȢȱ 4ÉÍÅ ×ÉÌÌ ÔÅÌÌȟ ÂÕÔ ) ×ÏÎÄÅÒ ×ÈÅÔÈÅÒ ÔÈÅ ÓÈÉÆÔ ÔÏ 

fund less science and more commercially applicable research in 

Canadian universities is really necessary. 
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Invention disclosures  

Next, I compared the number of invention disclosures per 

million dollars of research funding. 

Another surprise here.  Four Canadian ranked in the top ten in 

terms of generating inventions per millions of dollars of research 

funding.  This insight is especially intriguing considering that only 

roughly half of Canadian universities (unlike the U.S.) require that 

their researchers disclose their inventions to a central technology 

transfer office. 

Scholarly publications  

Finally, scholarly publications per millions of dollars of research 

funding.  Perhaps not surprisingly, Canadian universities do well 

here.  Canadian universities take up most of the top ten slots in 

generating scholarly publications.   


















































































